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THE TRADE-MARR REPORTER 


Part I 


THE PROPOSED NEW RULES OF PRACTICE WITH 
REGARD TO TRADEMARKS 


By Honorable Daphne R. Leeds 
Assistant Commissioner of Patents 


The following paper constitutes an excerpt from Commissioner Leeds’ 
Address at the 76th Annual Meeting of the United States Trademark Asso- 
ciation on June 23, 1954 at New York City. It may serve as a preview of 
some of the major revisions which will be proposed by the Patent Office Com- 
mittee on Trade-Mark Law and Practice, of which Commissioner Leeds is 
chairman. The proposed revisions will be published in their entirety in the 
Federal Register in the near future so as to afford members of the Patent 
and Trade-Mark Bar and others an opportunity for comment, criticism and 
suggestions.—ED. 


The rules will give you a right to defend yourself in litigation. 


You may assert any affirmative defense, and you may seek affirma- 
tive relief by way of cancelation, without fee. You may assert in 
an affirmative pleading any matter which will provide the tri- 
bunals of the Office with facts from which they can determine just 
what the rights of the parties are and rectify the register to reflect 
those rights. In interferences, the question of priority will no 
longer necessarily be the only question presented. Affirmative 
defenses must, just as in Court, be specifically pleaded and proved. 
Your registration will, of course, be prima facie evidence of 
validity, ownership and the exclusive right to use, and the burden 
will be on the defendant to rebut that presumption by competent 
and convincing evidence. This procedure will permit the Office to 
determine the rights of the parties in a single proceeding rather 
than in a multiplicity of actions. 

It is very difficult for us, in deciding cases, to decide them in 
a vacuum. We doubt that you would ask a Court for relief from 
infringement without evidence—and if you did ask, we doubt that 
a Court would, except in most extraordinary circumstances, grant 
it. True, a Court in an infringement action is deciding a question 
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of the right of a party to continue to use a mark, but we in the 
Office must make a preliminary finding of that same right—that 
is, the right to use before we can determine the right to register. 
If there is no right to use, there is no ownership, and in the 
absence of ownership there can be no right to register. Con- 
versely, if there is a right to use, there is, except in extraordinary 
circumstances, a corresponding right to register. We believe it 
only fair to ask you to give us a record from which we may find 
out just what your rights.are. In the final analysis, we want to 
give to your registrations the stature to which they are entitled— 
and give to the trade-mark systems, which has sustained our free 
capitalistic enterprise, a sound under-pinning based on justice. 
Quoting ‘‘Dragnet’s’’ Friday, ‘‘Just give us the facts, lady, give 
us the facts.’’ We are not playing with pieces of paper—we are 
working with some of the most valuable assets American industry 
has. If a suit is worth filing—in the Patent Office or elsewhere— 
it is worth prosecuting. If you don’t intend to prosecute if, maybe 
you should think twice before filing it. 

The rules will make it easier for you to: get the facts before 
us. You will have 90 days from the date of service of any action 
to proceed with discovery interrogatories or discovery depositions 
with regard to an issue of abandonment, non-use, title or fraud; 
with regard to the existence, description, nature, custody or loca- 
tion of books, documents or other tangible things which will be 
relevant and material to the prosecution of your case; with regard 
to the identity and addresses of persons having knowledge of the 
facts in issue; and with regard to a more particular description of 
the goods of the adverse party. This discovery procedure is to pre- 
pare you for trial and not to prove either party’s case, though 
facts may sometimes be discovered which will form the basis for 
a motion to terminate the proceedings. The rules will also tell 
you how and by whom the interrogatories and answers and the 
depositions may be used as a part of the record in the trial. 

Requests for admission of the genuineness of relevant docu- 
ments or the truth of material and relevant facts believed to be 
within the knowledge of both parties may be served on adverse 
parties within the discovery period much in the same manner as 
under the Federal Rules. 
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The rules will permit an alternative method of taking trial 
depositions by having a notary propound and record the answers 
to questions, cross-questions, re-direct and re-cross questions 
which have been served by the respective parties, or their counsel, 
on each other. The rule is patterned after Federal Rule 31 
tailored to our procedure. This will permit you to take testi- 
mony with a minimum of expense and thereby give us the facts 
which we need to ascertain your rights. The trial dates, that is, 
the periods for taking testimony, will be lengthened to permit 
you to take depositions in this manner, when you desire, without 
requesting an extension of time. 

The rules will simplify certain proofs. For example, a 
pleaded registration is in the record if a printed copy is attached 
to the pleading. Certified copies will no longer be necessary or 
desired. An application file in an opposition or interference, a 
registration file in an interference or cancelation, and files of 
registrations against which affirmative relief is sought are auto- 
matically in evidence. Don’t give us certified copies of these files. 
We have the originals. The Office will take notice of its records 
of renewal, publication under section 12(c), filing of affidavits 
under sections 8 and 15, and no proofs will be required. Title 
may be proved merely by pleading an assignment, identifying the 
liber and page number where it is recorded; or by giving notice 
under Rule 282 and serving a copy of the assignment on the 
adverse party. The Office does not need a copy—certified or 
otherwise. We have a copy in our own records—and we are far 
too short of space to have you file certified copies of our own 
records, and thereby increase the shortage. 

The rules will require you to serve a copy of the transcript 
of testimony on the adverse party prior to the opening of his 
testimony period. This means that if you are in the position of 
defendant, you will know what you are trying to refute in advance 
of calling your witnesses. And if you are in the position of plain- 
tiff, you will have a copy of the defendant’s testimony before 
deciding what to do about rebuttal testimony. This, again, will 
lengthen the trial period but it seems considerably more realistic 
than the present practice. 

Brief dates will be calculated from the closing date of the 
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period for rebuttal testimony, rather than from the ‘‘final hear- 
ing’’ date. The phrase ‘‘final hearing’’ is being abandoned and 
‘‘oral argument’’ is taking its place. The rules will provide for 
oral argument before the Examiner of Interferences only on writ- 
ten request, filed with the main brief, of one, or both, of the parties. 
If the request is not filed, the case will be decided on the record 
and briefs. If the request is filed, you will have notice that the 
adverse party expects to appear, and you can make your plans 
accordingly. We have not decided what we will do with one who 
is a ‘‘no-show’’, as the airlines say, after he has requested an 
oral argument, but he may have a short-lived popularity with us. 

Motions must, under the rules, embody or be accompanied 
by the briefs in support of them. Briefs in opposition must be 
filed within fifteen days from the date of service of the motion. 
The time will be fixed by rule, and you will receive no notification 
of the due date from the Office. If no brief is filed in opposition 
to a motion, it will be decided on the basis of what we have 
before us. 

A number of dates will be calculated in the rules from the 
‘‘date of service.’’ This is defined as the date of mailing plus five. 
Lawyers in or near our Nation’s Capital will have a few days’ 
advantage over those farther away, but we believe mailing date 
plus five is equitable. 

The rules will abolish the requirement for fling ‘‘reasons for 
appeal’’ within the Office. Since all matters are open for con- 
sideration on appeal to the Commissioner, you will be permitted 
to file a simple statement to the effect that the party appeals from 
the decision of the Examiner, much as you do in the Federal 
Courts. If you appeal to the Court of Customs and Patent 
Appeals, however, you must file your reasons for appeal under 
the rules of that Court. 

You will not be receiving as much mail from us in the future 
as you have in the past. If you want an acknowledgment of trans- 
cripts, exhibits, notices, and motions, enclose a self-addressed 
postal card. It will be stamped by the mail room and mailed to 
you. Or, if you want to use a more expensive method, you may 
send it registered or insured mail. 

These are not all, but they are some of the major innovations 





Vol. 44 T. M. R. MODERNIZING FOR TODAY’S MARKETS 759 


contemplated to provide the ‘‘New Look’’ in practice in trade- 
mark cases. They may tend to lengthen somewhat the period 
from the filing of a suit to its termination before the Examiner of 
Interferences, but we believe they will provide a means of better 
trial procedure; they will eliminate costly clerical work in the 
Office ; they will eliminate the necessity for handling many requests 
for extensions of time; and they will generally expedite, in an 
orderly manner, the ends of justice. Furthermore, a current 
status of the appeal docket will actually mean a shortened period 
from institution of a suit to its final determination by the Office 
when appeal is taken. 
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MODERNIZING TRADEMARKS FOR TODAY’S MARKETS* 
By Jim Nash** 


It is an honor and a pleasure for me to have this opportunity 
to discuss with you the part that we believe design can play in 
improving the value of trade-marks. The primary requisite of 
any trade-mark is its ability to be protected, and that is a service 
you render so well. My interest in trade-marks is from a design 
standpoint, primarily as a tool in creating confidence in a com- 
pany or product, and thereby creating sales. 

Today, I have the honor of speaking to you as president 
of the Package Designers Council. This organization is a com- 
paratively new one, formed just two years ago. While we have 
had a busy schedule during these two years, the invitation to be 
with you today is a highlight in our achievements to date. 

We are honored that a distinguished organization with a 
record of progress covering 76 years has invited us to participate 
in, and even contribute to, its annual meeting. Certainly in the 
deliberations and plans of the Council, we have seen our two 
associations having important interests in common. It is grati- 
fying that you see them too, and it is an honor to be recognized by 
your officers in this way. 

I believe it is important in working with a group to know 
exactly what purpose it serves, and so let me take one minute to 
explain the three-fold purpose for which Package Designers 
Council was organized. 

Briefly— 

1st: To advance the profession of package design by 
establishing standards of ethical conduct and pro- 
fessional practice for package designers. 


2nd: To afford designers and others in the packaging 
industry the opportunity to exchange ideas and 
technical information. 


3rd: To encourage and guide students of package design. 
I am sure you know most of the leaders of our profession who 
were the founders of the Package Designers Council. At the 


* Address given at the 76th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1954. 
** Industrial Designer, Associate Member USTA. 
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request of your officers, we have brought along an exhibit of some 
of their work and although it represents just a fragment of the 
achievements of some of them, I believe you will agree that it 
speaks more clearly and dramatically of the standards of our 
group than I could possibly do in words. 

Three years ago when I addressed the Annual Meeting of this 
Association, I was asked to talk about trade-mark protection. 
(Trade-Mark Protection Begins with the Design.) Trade-mark 
protection is obviously of vital importance, not only to the owner 
of the trade-mark, but to the life-blood of business. It is one 
reason for the existence of this association, and it is likewise a 
subject of constant study and consideration to every member of 
the Package Designers Council, to every qualified designer. We 
know the principles in a trade-mark that make it unique and dis- 
tinctive; we try to incorporate them in the trade-marks that we 
create, or changes we recommend in existing trade-marks. We 
do this so that there can be no legal question about the ownership 
of the trade-mark, and if there is, you have something definite 
on which to work, and a clear case before the law. 

This pattern of operation for trade-mark designers need not 
give rise to concern over the future business for the legal pro- 
fession, however. Regardless of how many qualified designers 
there are who try to keep up with the law and help protect our 
mutual clients, unfortunately, there will always be clients who will 
maintain, and perhaps even insist on initiating the promotion of 
trade-marks that you and I know do not have the features that 
can be protected. They will even spend considerable sums of 
money to retain what you and I know is not worth retaining. 

Our efforts today from a design standpoint are to show these 
clients how their trade-mark can be made to work better and 
assume its true relationship to their business operations and their 
financial statements. I plan to talk specifically and forthrightly 
about the reasons for changing and modernizing trade-marks and 
the opportunities that accrue for the company that finally decides 
to take the step. While one consideration in changing is to pro- 
vide a trade-mark that can be protected, in addressing you today 
I will leave the legal aspect for discussion by others better qualified. 
My assignment is to talk about ‘‘Modernizing Trade-marks for 
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Today’s Markets.’’ In discussing it, our first question might 
well be—Wuy MopernizE? 

The simple fact is that we are in the buyer’s market and 
every working tool must sell goods. One of the tools that can 
and should work harder is the trade-mark. There are four 
reasons for this: 

Ist: With the mushrooming growth of the self-service 
stores in every consumer line, the crying need for 
quick identification on all packages increases every 
day in the week. 

: In our fast-moving society, products that stand out 
sell first. If your product doesn’t stand out, com- 
petitive products that do will not only be given 
forward position on the shelf by the retailer, but 
will be moved off the shelf faster by the buyer. 

: By degrees salesmen are disappearing, or are too 
costly as a means of distribution. Therefore, it 
is essential that your package sell itself through 
the confidence established in your brand name or 
trade-mark when a salesman isn’t around, or 
doesn’t talk well enough to make the sale. 

: Advertising space in all media has increased in 
cost to the point that the returns must be greater 
from each dollar spent. The trade-mark is the best 
method of tying all advertising effort to the package 
at the point of sale where the sale is made. 

To make the trademark that a company has used over a num- 
ber of years the working tool that sells more goods may necessi- 
tate changes to modernize it, and so our next question is: 

Wuat Do We Mean By Mopernizine a Trape-Marx? 

As a preface to the answer to this question, I must say, first, 
in all fairness, that there are many trade-marks that are modern, 
are working for a company, and therefore are financial assets of 
that company. It is encouraging to see how many of the old, well- 
known companies are scrutinizing their trade-marks carefully, and 
making changes to bring them up to date, so they are effective and 
sales producing. However, the trade-marks of too many com- 
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panies are anything but good, and those companies are losing sales 
every day that they continue to use them. 

Actually, there are very important reasons for a company to 
consider modernizing its trade-mark. 

1. To be adaptable: During the past decade modern market- 
ing and advertising have expanded to the degree that trade-marks 
have to fit into more places and do a bigger and better job. A few 
obvious examples are packages, advertising of all descriptions, 
including radio, television, and now color television. 

(I will want to refer to television again a little later, but 

I mention it now to make this point that a trade-mark must be 

suitable for use in modern promotions and media.) 

2. To streamline production costs: A company owes it to 
itself, at least to take a good look at its trade-mark, just from the 
cost of production angle. Production costs are so vital a part of 
overhead today that it is desirable to have a trade-mark that can 
be reproduced effectively in one color or more. In today’s con- 
tinually rising costs, that is an item well worth reviewing. Trade- 
marks requiring multicolor for reproduction frequently are less 
effective and do not lend themselves to reduction in size. In many 
cases, they require colors that are not suitable for reproducing 
appetite appeal or competitive selling on the package. 

Now to the next question: 

Wuart Is a Goop Trape-Mark ror Topay’s Marker? 

Different people have different answers to this question, and 
I think for the basis of this discussion, you should know my 
opinions. 

A quick look at existing trade-marks shows that abstract 
shapes, such as squares, diamonds, ovals, triangles, and so on, have 
been used by so many firms that they have lost their interest. It 
is my belief that marks enclosed in these common, abstract shapes 
lose their individuality, aside from the fact that in order to be con- 
fined within these shapes, they must be smaller in the same area. 

A good trade-mark is one that can be instantly recognized, 
easily remembered, and reproduced effectively in any size or color. 
A good trade-mark can be used effectively on a cartoon or a chim- 
ney, a small bottle or a large billboard, a desk or a derrick. It 
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can be used in all printed matter, stationery, promotions and 
advertising. That means it must reproduce well in any size or any 
one color, in black and white or in full color. It should also be a 
mark that can be easily described in radio commercials, if pos- 
sible. It should depend on design, rather than on color, to main- 
tain its individuality, distinctiveness, and memory value. 


Wuat SHovubp a Trape-Marxk Do? 


A trade-mark should have interesting, individual character- 
istics; should register itself quickly in the mind of the buyers; 
and should leave a lasting impression on their memory. 

A trade-mark should, in a flash, say who a company is and say 
it so effectively that it is readily recognized, wherever it is seen, 
and in fact, come back to mind whenever the name of the company 
is heard. When we talk about Socony Vacuum, for instance, your 
mind may not register the name with so many letters, but it will 
see the Flying Red Horse. Like a friend rushing past you on the 
street, who always finds time for a quick word, a good trade-mark, 
even in this busy world, works fast, says ‘‘hi’’ for the company 
whenever or wherever it is seen. 

The trade-mark should identify a company as distinctively 
and as securely as your signature on your check identifies you at 
the bank. There isn’t another one exactly like it, and the more 
different and distinctive your signature, the quicker and more 
certain you are of immediate recognition. 

If a trademark has this individuality and has in addition the 
flair that a qualified designer can give it, it will work hard for you. 
It will make a permanent and lasting impression on all who see it. 

A trade-mark should not be adopted until it has been applied 
to your specific needs and has proved effective in those applica- 
tions. 


How Can a TrADE-MarkK BE Mabe To PERFoRM? 


Once a trade-mark has been adopted, it should then be made 
a part of the working team that advertises, merchandises and 
sells products and builds a reputation for a company. 

A good example of a company that has made its trade-mark > 
work hard is the Red Owl Stores, a chain store with headquarters 
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in Hopkins, Minnesota, and outlets throughout Minnesota and 
the Dakotas. The Red Owl Stores began operating a half century 
ago with strange looking drawings of owls, changed slightly from 
time to time. 

When we at the Jim Nash Studio designed the stylized Owl, it 
brought a regional chain into national prominence. The em- 
phasis was on sales from start to finish. Here the trade-mark, in 
fact the entire packaging program was utilized, not only to sell 
the stores’ own private brands of various items, but also to build 
recognition and prestige for Red Owl Stores as a company. 

The new abstract design of a little owl head is done in red, 
white and black. It is pert. It has an element of gaiety. Cus- 
tomers liked it on sight. So did personnel of the company. It 
has extraordinarily high attention value. It registers in cus- 
tomers’ minds and is remembered. Almost overnight it gave the 
chain’s stores a definite personality—a friendly, cheery, folksy 
personality. 

Realizing they had a winner, company executives were quick 
to take full advantage of it. They blazoned it in huge size atop 
their water towers and on their store fronts. It appeared on em- 
ployee buttons and in all their advertising. They used it on their 
private brands, from large packages of oats down to tiny spice 
cans. From the very day the new package designs appeared on 
the shelves, sales started climbing. This mark gave their private 
labels individual character and also enabled us to design very 
effective packages. 

Glenn R. Grife, Executive Vice President of Red Owl Stores, 
reports that sales on Red Owl evaporated milk, for example, have 
overtaken and passed their leading nationally known brand; that 
their oats are selling many times as well as the same oats sold 
before the new trade-mark and package design; that Red Owl 
flour sales have outstripped any brand in the history of the com- 
pany. The trade-mark has made a family of all their private 
brands, tying all their advertising and promotions to the pack- 
ages in the store. 

Yet these gains in Red Owl’s own brands have not been made 
at the expense of the nationally known brands. On the contrary. 
The new trade-mark brought so many new customers into the 
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stores that overall increases all down the line ensued. All brands 
benefited. 

I cite the Red Owl story as an example of what every trade- 
mark can and should do. 

With the advent of television there developed new opportuni- 
ties for a trade-mark to perform; and with color in the picture, 
these will increase. First, let me say that I don’t think color TV 
will impose any limitations on package design that are not already 
imposed by good design techniques and principles. I believe the 
use of color TV as a merchandising medium will only force some 
of the more poorly designed trade-marks and packages to undergo 
drastic changes, or they will be in danger of losing their market 
status. 

A good trade-mark and package design that reproduces well 
in black-and-white TV should reproduce equally well in color. It 
will simply mean the pleasing addition of color identity. 

In my opinion, there is one important advantage to the pack- 
aging industry in the advent of all television, color and black and 
white. In contrast to the package on the shelf, the package on 
a TV screen as it appears alone in your room acquires new im- 
portance. Television intensifies features of a package, such as the 
trade-mark, to the degree that they are more obvious—good pack- 
ages appear better; poor packages are ineffective. So the man- 
agement who may have been loathe to make changes in its trade- 
mark, sees the package in all its weakness on the screen, and 
quickly wants a change. The fact of the matter is, if it was poor 
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in its impact on television, it was poor in its sales value on the 
shelf—even though he didn’t recognize this. So, in making changes 
to meet the scrutinizing eye of television, he is stepping up his 
whole sales picture. 

WHY SHOULD A COMPANY SPEND MONEY On a program to modern- 
ize and promote its trade-marks? 

If a company hesitates to depart from a well loved and fa- 
miliar old design on which it has built the business, it has only 
to look at today’s marketing conditions. It doesn’t take long to 
come to the conclusion that it’s absolutely necessary to be cer- 
tain that trade-marks are brought up to date, even well known 
ones, to make them equal to their added responsibilities. 


OLD AND REDESIGNED QUAKER Oats TRADEMARK 


In doing this, it is important and usually possible to strengthen 
the elements the consumer remembers, and actually emphasize 
them with modern design to make them strong enough to com- 
pete in today’s market. They will find that they can keep all of 
their old customers and add many new ones with a new trade- 
mark geared to modern needs. That kind of explanation of the 
question, ‘‘why spend money?”’’ talks to management—to your 
clients and mine. 
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Bills for trade-mark and package reproduction in the past 
have been considered a fixed overhead. Today this expenditure 
has been made into an advertising asset. When one understands 
the intrinsic value of the trade-mark in the design of the pack- 
age, the basic cost of the package is minimized by the increased 
sales which are created by the package itself at the point of sale, 
plus making the advertising more effective by the direct tie-up 
through the trade-mark to the package on the shelf. 

Packaging covers such a broad variety of products and is so 
many different things to different companies that it is almost 
impossible to have a set formula for a study, much less an accurate 
comparative report. 

The editors of Modern Packaging in recent months seem to 
have made some progress along these lines. In the March issue 
of the publication is reported the results of a survey which, 
although not conclusive, does give some relative costs of pack- 
aging in relation to sales for 19 industries. 

AVERAGE PER CENT OF MANUFACTURER’S SELLING 


PRICE REPRESENTED BY PACKAGING IN 19 GENERAL 
PRODUCT FIELDS 


Inks & Adhesives ...................... Nesadesiaeisbelenctheicue ... 40% 
I lh sa epaihuslcilabecindwansentonts .. 86.3% 
de a ath hac scshies euch Ads tchesicts aed Racacaientdedntossibie . 85.2% 
ESSERE GRE ee NE TART LS Tee LE 
cartes eee. ciecnasnnllinasadialdnessdeaniis ———— | 
rc a ae aa ee alibi ieee ea mala eieiaaladinn . 24.1% 
TES Se SEES LOE SR Ne ee DRM eee ee 
EEE DLL ER TT RAE ROE A <i ae 
is RE SR ee Se Sele ee OC IN 15% 
GRISES PEARY EI OR Ae hee ... 12.5% 
a ka all allo ailienaesiielipbidaangaveioeen 9.1% 
a ist cae what cada ce isishanahccbenibciiidlabies . 8% 
IRICEN Se Ce . 7.8% 
RO sR oa ele ae, 6 te a iauiiiacaemsaaiacenso i aegeebiubianes 6.5% 
| RAE Ee CN ee om 1 aia ance 5.2% 
Automotive Parts .................... ie koadanciceashinemateiscodintele 5% 
ND tik he ase karen anhalt Sake nvescuulabogaatsnecnivinniadavishinsebuain . 5% 
cues na dedbbisabesnauiesebonieieores mind 4% 
ET NE OLS OT 1.4% 


The packaging costs in the study were reported in percentages 
of the total factory selling price of the packages product. Usually 
these figures appear relatively high for a low cost product, and 
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relatively low for a high cost product. Nevertheless, after study- 
ing this report, one cannot help but be impressed with the signifi- 
cance of the cost of the package in our total cost figures. If you 
are working on packaging problems, you will find this March 
issue of Modern Packaging of special interest. 

There are many reasons to feel this survey has practical 
value. One is that the answers from many industries, particularly 
those where packaging is fairly standardized and uniform, gen- 
erally hit within quite a narrow range. Here’s the answer in a 
nut shell: If packaging food on the average costs 24.1% of the 
manufacturer’s selling price of a product, then that package and 
its trade-mark had better be good and had better carry some of 
the burden of selling. 


PACKAGING COSTS VARY WIDELY BY PRODUCTS 
Toothpaste 
Prepared Mixes 
Surgical Dressings 


Boxed Chocolates 


Teddy Bear 
Table Cutlery 


Tue New Mopern ‘‘K’”’ Is DistincTIvVE AND Eastty REMEMBERED. 
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Beer, which today is a highly competitive item, has an even 
higher percentage, 30%. The fact that a comparatively low cost 
product pushes the packaging cost percentage way up, doesn’t 
minimize its importance. It actually enhances the practical value 
of doing something about it. To illustrate a comparable differ- 
ence, the packaging cost of liquor is reported as only 5.2% of 
selling costs. 

In another part of the survey, in which packaging men were 
asked whether the factory selling price would increase or decrease, 
almost 36% said they thought the cost of packaging would increase 
this year. 

Whether or not the percent rises or even falls slightly, it is 
still a significant part of the total cost picture and cannot 
conscientiously be overlooked by a practical and foresighted 
management. 

I hope that with this frank discussion of trade-marks and 
how to modernize them for today’s market I have given you a new 
insight into the thinking of designers when they recommend 
changes in existing trade-marks. There will be times when it is 
important to make changes in old trade-marks, so they will fit into 
today’s modern selling, advertising and merchandising promo- 
tions. However, a successful trade-mark can only be developed 
by complete cooperation and agreement between the designer and 
the legal adviser. With this kind of mutual cooperation much 
can be accomplished, and the members of Package Designers 
Council appreciate this opportunity for me to discuss our think- 
ing with you today. 

If you have any questions regarding the points I have made, 
I would be happy to try to answer them for you. 
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INTRODUCTORY REMARKS 


By James F. Hoge 


Mr. Hoge of Rogers, Hoge & Hills, New York and Counsel to The United 
States Trademark Association presided at the afternoon session of the Annual 
Meeting of USTA on June 23, 1954. The brief comments offered here reflect 
his thoughts on that occasion. 


This is the 76th Annual Meeting of the Association. Seventy- 
six years! Back to 1878! By the standard of three score and ten 
our Association has attained a venerable age. But measured by 
the history of trademarks, it is just a youngster. No one seems 
to know just how far back trademarks actually go. Few human 
institutions can boast of greater antiquity. 

And now, in a day of atomic and hydrogen power, they are 
more vital and needful than ever before. They have become an 
essential phase of the Industrial Revolution. When factories 
began to turn out goods in volume they generated the necessity 
for mass consumption. The mill had to find more and more buyers 
if it was to keep running. So the trademark of old became an 
indispensable servant of our fabulous production and distribu- 
tion of goods. Consequently, we must keep up our study of its 
utilization and its protection under new and changing demands. 

The program for this session presents a directed course of 
study by a panel of well qualified experts. One of them will 
portray trademarks in a setting of public relations; another will 
focus on their selection from a legal point of view; the third will 
project them in advertising. 

William G. Werner is a former president of this Association ; 
long active and effective in its interest and work. He is Manager 
of Procter and Gamble’s Division of Public Relations and Con- 
sumers’ Information. He is a member of the public relations 
committees of several associations and a former president of the 
Public Relations Society of America. The subject of his paper is 
‘‘Public Relations Thinking and Trademarks.’’ 

Earl H. Thomson of Boston, Mass., is well known personally 
and by reputation as a legal expert in this field. He is active in 
the affairs of this Association, The American and The Boston 
Patent Law Associations and The American Bar Association. His 
subject is ‘‘Selection of Trade-Marks from a Legal Point of 
View.’’ 
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Dr. Lyndon O. Brown is Vice-President of Dancer-Fitzgerald- 
Sample, Inc., a distinguished advertising agency. He is an author 
of books and articles on marketing, formerly President of Knox 
College and at this time a lecturer in marketing research at Colum- 
bia University. His subject is ‘‘Advertising Requirements and 
Trade-Marks.”’ 


The addresses which are printed here on the following pages were followed by 
a discussion period conducted by Mr. Hoge. 
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PUBLIC RELATIONS THINKING IN TRADEMARKS* 
By Wm. G. Werner** 


Recognition of the significance of public attitudes and opinions 
toward trade-marks is fully as important in assuring their proper 
use and protection, I believe, as is recognition of the law. 

The importance of this will be most quickly apparent if we 
keep in mind that a good trade-mark is essentially a ‘‘bridge’’ 
between the owner of the mark and the public. This ‘‘bridge’’ 
function differs in its importance, of course, with varying con- 
ditions. 

Regardless, however, of these differences, it seems quite 
plain that the strength of any trade-mark—no matter how well 
chosen—depends, really, upon the attitudes and preferences at 
the other end of the bridge—at the public’s end of it. So, for this 
reason, let me discuss, to begin with, what, consciously or un- 
consciously, a trade-mark means to an average buyer of branded 
merchandise. 

To him or to her, the trade-mark is first of all a sign or guide 
to identity. Surely the importance of this fact justifies a trade- 
mark man in asking a far broader range of questions about a 
mark than the elementary, perfunctory ones that relate to the 
registrability of name and design. The importance of this iden- 
tification process, say with a consumer product, justifies his 
probing for facts. Concerning the distribution channels, the 
advertising and promotion techniques, the changing buying and 
usage habits, the competitive practices in packaging, labeling, 
advertising, sales promotion, and so on. 

All of this kind of probing is really concerned with assuring 
an affirmative answer to the simple but important question, ‘‘ Will 
the prospective user be able to identify this product clearly and 
quickly as against others?’’ 

To the average buyer, a trade-mark also is an indication of 
the source or origin of the product. Trade-marks have fulfilled 
this function ’way back since the very first days of the guilds. 

* Address given at the 76th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1954. 
on r, Division of Public Relations, The Procter & Gamble Company, 


anage 
Cincinnati, Ohio; Ex-President USTA, Ex-President Public Relations Society of 
America. 
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Today, of course, the trade-mark and the origin are often ex- 
pressed together, as a product name directly associated with the 
manufacturer’s or distributor’s firm name. In many such cases, 
the average buyer often is likely to think of them together, too. 

Entirely aside from the plain, legal advantages of recognizing 
the buyer’s frequent association of a mark with its origin, I 
submit that there also are important public good will values 
accruing as a result of such recognition. The most obvious one 
is that a buyer is likely to have more confidence in a product 
clearly marked as to origin. If there are more products than one 
in the line, the good will of one product is passed on to others in 
the line. In certain fields, such as the canned food or ethical drug 
field, this is considered so important that indication of origin 
is achieved partly by a similarity in color, typographical and 
label scheme. 

In the household soap field, we often find products directly 
competitive in the same manufacturer’s line, offered to take care 
of the varying demands of different housewives. One woman 
prefers a flaked soap; another, a granulated one. This housewife 
asks for a white detergent; the next one wants hers blue. In 
your home, a liquid may be preferred to the bar, flake or granu- 
lated product your neighbor prefers for washing dishes. The 
packages for these products bear no common design-character- 
istics; yet the importance of a clear designation of origin is 
recognized. In our own line, of course, we use the familiar moon- 
and-stars Company trade-mark to help do this. 

In some fields, the origin of the mark is considered even more 
important, apparently, than the mark itself. Thus we often see 
product-line slogans used, or advertising campaigns devoted not 
to selling individual trade-marks, but to publicizing the origin of 
a line of products. In all of these widely different categories, 
though, you see the users of marks recognizing the importance of 
the buyer’s desire to know something about this fact of origin. 

Likewise, a good trade-mark, to a buyer, becomes a channel 
of friendship between himself and the user of the mark. In using 
that word ‘‘friendship,’’ I am referring to those attitudes of the 
buyer that bespeak warm regard, respect and confidence. Years 
ago, many packages carried prominent warnings—practically 
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threats—like, ‘‘Beware of imitations,’’ ‘‘ Accept no substitutes,’’ 
‘‘Infringement will be prosecuted,’’ and so on. Today, in place 
of threats we find a greater appreciation of the importance of 
this conception of the trade-mark as a channel of friendship. 

You may well say that my illustration of the ‘‘threatening’’ 
label seems extreme; yet I believe that the importance of thinking 
of the trade-mark as a means of building friendship even today 
still is overlooked. As a result, sometimes we find package or 
label text—possibly because of what is considered necessary ob- 
servance of food, drug or health regulations—that is mighty 
heavy-going and legal-sounding. Often such text, I believe, could 
be softened into more friendly-reading text that legally covers the 
same requirements. Just because the law requires a labeling 
warning or qualification is no reason why nobody but a lawyer 
should be able to understand what it means! Perhaps in another 
instance, the prominence and display strength of certain necessary 
portions of the text might be reduced or others perhaps increased 
in the interest of an easier-reading, more friendly package or 
label, without a sacrifice of legal safety. 

For a long time, we have heard and read much about the 
importance of an arbitrary or fanciful trade-mark as against one 
which is connotative or (heaven forbid) descriptive. I am brave 
enough to suggest at this point that alongside this reecommenda- 
tion of the arbitrary or fanciful name should go the sort of 
thinking about public attitudes which prompts the trade-mark man 
to recognize that some names, arbitrary or fanciful though they 
may be, evoke attractive or pleasurable or friendly impressions 
which can be very important in building public good will. 

I am thinking right now of a name like soy for a synthetic 
detergent, cueERIos for a cereal, swanspown for a cake flour or 
TEM-TEE for food. They certainly are not descriptive or particu- 
larly connotative in respect to what the product is, or does for 
the user; but they certainly do create a friendly feeling which can 
be translated with picture, text, or commercials over the air into 
impressions that are cheerful and friendly and that build good 
will. 

Over the years, like many others, I have struggled in the 
difficult search for good trade-marks; and I am the last man to 
minimize the problems involved. Even so, I must stress that, in 
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his search, one who is choosing or inventing a name keep in mind 
the value, in terms of public good will return, of this intangible 
ingredient of friendliness in a trade-mark. 

The average buyer, consciously or unconsciously, expects a 
trade-mark to be a suggestion of certain qualities, such as good- 
ness, dependability, permanence, style and so on. If we keep this 
consumer requirement of a trade-mark in mind, we will conclude 
that the mark should not be out of key with the price and grade 
of merchandise offered. 

In the simple interest of good will, as well as fair dealing, we 
should not choose a mark stEerRLInG (assuming for the moment 
that that is a good mark) for a second-rate line of merchandise. 
We should not choose a mark like GeM-rone on a line of red- 
bordered dish towels; pANDELION on a product of orchid quality; 
top HAT for golf clubs; or a sturdy-sounding name like GRANITE 
for, we will say, a pillow or a hearing aid. 

One manufacturer I know of was prepared to launch an im- 
portant campaign using a short, four-letter name—a coined name 
—for a domestic product. Although seemingly very attractive 
and easy to pronounce, this name was discovered to be practically 
the phonetic spelling of a foreign word which, to many people 
who stemmed from that country, would have carried an extremely 
unfavorable connotation. Such inconsistencies, misunderstand- 
ings or prejudices in public attitudes often can be minimized with 
skillful advertising ; nevertheless, hazards such as these frequently 
can be avoided if full recognition is given to the fact that, to a 
consumer, a trade-mark is a suggestion of certain qualities. 

The average consumer looks upon a trade-mark as a help in 
classification, too. He does not want to be misled into thinking 
that the product is of a certain category or type, when it is not. 

In more than one case, this problem has been considered so 
important that a manufacturer, about to market a new, radically 
different product, has changed his corporate name, rather than 
risk having his present company name, by association, place the 
new product in the wrong classification with the consumer. 

Because the trade-mark and the package so often are a unit 
in the consumer’s impression and attitude, the method of pack- 
aging often may have important bearing on the strength of a 
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mark as a help in classification. In this respect, radical steps 
away from traditional packaging habits of an industry, while 
seeming to offer the advantages of distinction, may lead to con- 
sumer attitudes which are harmful rather than helpful. For this 
reason, therefore, a product, say like a floor wax, should not be 
dolled up in packaging in a way to make the average buyer con- 
clude that a hair dressing, perhaps, is being offered for sale. A 
poisonous or corrosive product certainly should not be packaged 
so that it could be considered or by accident used as a cosmetic 
or a food. 

In considering this consumer’s conception of a trade-mark— 
that it is a help in classification—we see an excellent example of 
how important it is that a trade-mark man look beyond the mark 
itself and asks questions such as, ‘‘What commodities in this or 
other fields are similarly named?’’ ‘‘How will it be packaged?’’ 
‘‘On what shelves will it be displayed in a super market?’’ ‘‘How 
is it going to be used?’’ ‘‘Where will it be stored in the home?’’ 
‘‘How is competition packaged?’’ These are all questions tied to 
public attitudes and public habits—public relations questions— 
for him to consider. 

A trade-mark is looked upon by the buyer as a key to service. 
(I use the word ‘‘service’’ here in its simple, everyday meaning, 
applied to a useful, helpful function of a commodity.) The trade- 
mark specialist, therefore, should be concerned with what the 
goods can do for the buyer. So, particularly with consumer pack- 
age products, while he stresses the importance of large, clear 
lettering, he likewise realizes the importance of helpful, simple 
directions for use, and of recipes, on the package or label. Such 
steps in packaging are not only sensible in assuring satisfied 
users: they are evidence of transparently fair, fully informative 
sales practices which add to the strength of the mark with the 
public, and hence to its strength in the case of infringement or 
unfair attack. 

In considering public attitudes toward trade-marks, they 
should be looked upon also in terms of some of the hazards which 
should be avoided, lest favorable public opinion be harmed or 
diluted. Trade-mark history abounds with instances in which the 
easily understandable sales and advertising enthusiasm for a good 
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mark actually resulted in acts that caused serious damage to a 
mark’s standing. Realization of this fact alone should cause a 
trade-mark man to keep an eye on how his mark is used in the 
course of vigorous, competitive marketing. 

For example, the first step in marketing a consumer product 
that naturally should occur to the capable trade-mark specialist, 
is to think of a mark being used in display. He disciplines him- 
self, therefore, not to think of a mark only as something before 
him on his desk to be approved, disapproved, searched, defended 
and so on, legally. Instead, he will train himself to think likewise, 
automatically, of the mark as being on merchandise that is 
displayed in certain kinds of stores—looked at by people who are 
prospective users. Will the rights in this mark be likely to hold 
up as they should, under these severe competitive conditions? 
Has he before him a package or label that is likely to be confused 
with that of a competitor longer in use? 

For the same reasons, the trade-mark man will find himself 
constantly asking the question, ‘‘How will this mark be adver- 
tised?’’ Here he will be thinking of selling text, of illustrations, 
and of media, in which problems of reproduction, clarity, color 
and sound present questions important to trade-mark thinking, 
that he will want to discuss with the advertising people. 

In some fields—as in our own soap business—competition 
between brands is particularly severe. It is necessary and ex- 
pected. Even so, a wise trade-mark man will caution the user of 
the mark, if need be, concerning the believability and provability 
of claims made on the package or in the advertising. These 
factors obviously are important, ethically, and in terms of good 
will that is to be built. But, in addition, they may constitute an 
extremely important point in the defense of the mark some day, 
in emphasizing that the goods were sold fairly, that the public 
was fully informed, and that the users of competing marks had 
no sound justification for questioning in this respect how the mark 
was being used. 

In our own Company, to be sure that the advertising claims 
for our products are provable, they are all passed through our 
Division of Public Relations, to be checked by its Legal Section, 
not alone for legal support, but for provability in respect to facts 
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supplied by our technical people. In this work, too, we make 
constant use of the National Better Business Bureau’s ‘‘Do’s and 
Don’ts of Advertising Copy,’’ which I recommend to all of you 
for practical, everyday reference. 

Naturally, because a mark is first of all a means of visually 
presenting a product or service to prospective users, the careful 
trade-mark man keeps his eye on how the mark itself is reproduced 
visually—how it is dlustrated in company and in dealer adver- 
tising. He points out the value, where feasible, of the advertised 
illustration of the product in use, as evidence of the purpose for 
which the product bearing the trade-mark is marketed. 

He considers the trade-mark problems of the advertising and 
package design people that are posed by the limitations of media. 
If, for example, a certain product is to be advertised in daily 
newspapers, he will imagine how the colored trade-mark which he 
is considering will be translated into black and white. Or, if it 
is to be advertised in color in a Sunday supplement or a maga- 
zine, he will appreciate the limitations involved in reducing a 
large package design to thumbnail proportions. In some cases, he 
probably will approve the use of a somewhat simplified version 
of the package design, here, in order to be sure that its prominent 
characteristics and the name come through clearly to the reader 
of the advertisement. 

No one nowadays need spend more than an evening or two 
at home looking at television programs to realize that this new 
medium adds one more set of problems to the trade-mark man’s 
thinking in this respect. In outdoor advertising, too, many a 
striking color scheme and attractive design which look well in a 
small package held in the hand, fall to pieces completely, visually, 
when blown up to gigantic size, under the glare of merciless sun- 
light, on a 24-sheet poster board. 

In each of these examples we see the importance of thinking 
about how clear, how simple, how strongly contrasted, our letter- 
ing of our trade-mark will be when looked at by the average 
consumer. In working with advertising and packaging people, 
the importance of that consumer’s quick, favorable, distinctive, 
visual impression is a factor no competent trade-mark man can 
forget for an instant. 
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Very naturally, a thoughtful trade-mark specialist is inter- 
ested in how the mark sounds. When he is considering a new name 
for a product, of a kind likely to be advertised over radio, in- 
stinctively he will say to himself, ‘‘How would that name sound?”’ 
Many splendid trade-marks with long records of honorable popu- 
larity when advertised in print, have suffered badly in recent 
years when the name has been heard, but not seen, by prospective 


users. 

I believe you will agree with me, too, that many trade-marks 
in use today on consumer products would not be in use had the 
trade-mark man asked the prospective registrant of the mark, 
‘‘Have you ever tried to test how this mark would sound over the 
telephone? If a woman called a dealer, would her pronunciation 
of the name be reasonably understandable? Would she have to 
spell out the mark and hence irritate herself and the man behind 
the counter? Would she be likely to get something she didn’t 
want because two names sounded alike over the telephone?”’ 

So, for reasons clearly connected with a favorable consumer 
attitude toward the mark, the trade-mark specialist is fully 
justified in asking the applicant for a new mark, ‘‘ Have you tried 
this out—not on your wife or your secretary, or your associates, 
but on a hundred average consumers?’’ 

The general field of marketing consumer products, involving 
packaging, sales promotion, store merchandising and related oper- 
ations, presents many instances when the importance of protecting, 
as well as promoting, the trade-mark may be overlooked. Par- 
ticularly with household commodities, it is advisable periodically 
to change the design of the package, in order to assure greater 
consumer appeal and wider use of the product. The thinking 
trade-mark specialist recognizes this, of course, but he emphasizes 
to advertising and sales people that changes of this kind may 
present important trade-mark problems. 

He cautions them that significant alterations of a registered 
word-mark or design should not be made without prior consulta- 
tion with him; and he recommends strongly that any important 
change in package design or product characteristic be announced 
to the trade and consumers through advertising, store display, 
sampling or otherwise. In our own industry, the intense compe- 
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tition, fortunately, protects us in this respect: our advertising 
people and sales force are quick to grasp opportunities to an- 
nounce package and product improvements to the public; and 
from a trade-mark standpoint, that is all to the good, of course. 

While he is keeping in touch with how the trade-mark is used 
in sales promotion, our trade-mark man will find opportunities, 
too, to caution the use of the mark lest it be weakened by its 
frequent use as a descriptive term, as an adjective or as a verb; 
by its careless joint use with other organizations in combination- 
product marketing schemes; or by other selling and advertising 
practices which may cause the mark to degenerate into a term of 
common rather than exclusive ownership. 

So, by watching how the product is displayed and advertised, 
how it is featured by dealers, how it is asked for by consumers, 
how it is sold over the counter—in ways like these a trade-mark 
man can help guard against acts which may harm or dilute the 
favorable public opinion toward his trade-mark. 

Another important way in which the trade-mark specialist 
can and should think about the public is in guarding the very 
concept of the importance of a trade-mark itself. All too often 
we see—among people who should know better—evidence of steps 
which gradually tend to tear down this concept: steps such as 
proposals of grade labeling; efforts to tax or limit honest adver- 
tising; loose charges concerning the wastefulness of our competi- 
tive trade-mark system of marketing; proposals to circumscribe 
the scope or life of properly used trade-marks. 

America has grown great, economically, because it has been 
a haven for people who believe in hard work, in applying inven- 
tive talents to make honest products, in competing vigorously to 
sell them profitably, and in constantly, progressively improving 
them. But there is one more ingredient that has contributed to 
America’s amazing marketing success: it is our belief in the 
importance of the trade-mark on a product. Through it, people 
know what they are buying, from whom they are buying, and why 
they are buying. 

All of us who are associated with trade-mark work can con- 
sider this as the greatest obligation of our calling: to guard the 
concept of trade-marks—the right of the maker to designate and 
of the buyer to choose products by their trade names. 
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May I emphasize in closing that when I refer to ‘‘Public 
Relations Thinking in Trademarks,’’ I am not advocating the 
assumption by the trade-mark specialist of duties that are plainly 
delegated to others in the organization. The viewpoint I recom- 
mend is that the trade-mark man should have the same sort of 
appreciation of the importance of public opinion toward trade- 
marks as should be held by those who day by day rub shoulders 
with the public in marketing the product. 

To a trade-mark specialist with that viewpoint, ‘‘good will’’ 
in a mark will take on a new, warmer meaning—above the rather 
technical one implying ‘‘the likelihood of repeated purchase.’’ 
To him the words will imply an active feeling of friendliness and 
dependence, and an easy enthusiasm between customer and maker. 

By habitual thinking in this direction, I believe trade-mark 
people can protect and nurture this kind of good will. That is 
what I mean by ‘‘Public Relations Thinking in Trademarks.’’ 





a 


THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


SELECTION OF TRADEMARKS FROM 
A LEGAL POINT OF VIEW* 


By Earl H. Thomson** 


Many articles and a few books have been written on the gen- 
eral problem of the selection of a trade-mark. This literature has 
been collected and will be found in an Appendix. A book written 
with the title ‘‘ How to Select A Trade-Mark’’ by Homer C. Under- 
wood in 1913 is not of much value today except historically. Most 
of the prior writers in discussing the question of the selection of 
trade-marks, treat the problem as—what types of marks make the 
best trade-marks. The attorney, on the other hand, is rarely 
asked to take over the task of making the initial selection of marks 
to be considered for adoption. These prior articles may therefore 
be of some help to companies or advertising men who must pick 
the marks which are thereafter submitted to the attorney for ap- 
proval. Many more articles and text books treat the legal problem 
of protecting trade-marks. Little, if any, however, can be found 
in print which is of help to the attorney who is asked the simple 


question: ‘‘Is this mark available for use and registration?”’’ 


The experienced trade-mark attorney can decide whether the 
use of a certain mark is likely to cause confusion with a prior mark 
which is known to be in use. The attorney can decide whether a 
proposed mark is of a character that can be protected. These 
questions can be answered with knowledge of decisions in the Pat- 
ent Office and the courts, but the attorney cannot advise whether 
a certain mark should be adopted if he doesn’t know of the prior 
similar marks which may have been registered or used or know 
where to find the marks which should be considered. 

The experienced trade-mark attorney knows that there is not 
a wide field for selection of a trade-mark. The CCPA in Lever v. 
Riodela, 5 USPQ 152, 20 TMR 311 (1930) said: ‘‘ Why did appellee 
select the word Tex when there was a multitude of words that 
were short and easy to remember, bearing no similarity to the 
word Lux, any one of which might have been adopted by appellee 
without any probability of causing confusion or mistake in the 

* Address given at the 76th Annual Meeting of The United States Trademark 


Association, New York City, June 23, 1954. 
** Member of the Massachusetts Bar, Associate Member USTA. 
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mind of the public?’’ Attorneys today and even the courts and 
the Patent Office know that a new trade-mark is adopted only after 
many weeks of searching, and discarding as not available many 
suggestions which were found to conflict. In the great majority 
of conflicts between trade-marks, the junior adopter, if he had 
known of the prior mark, would not have proceeded. 

The first step, the initial selection of a number of possible 
marks, should be the responsibility of the company and not of the 
attorney. Men experienced in the merchandising and advertising 
fields are better trained to know what type of mark will appeal to 
the consumer and is better suited to the particular goods or serv- 
ices. The attorney, of course, can and should advise the company 
as to the troubles which may arise if marks are adopted which are 
highly descriptive and therefore cannot be protected. 

The company should conduct a preliminary screening of 
proposed marks. The marks may be reviewed by a man who is 
familiar with marks used by competitors. The marks may be 
checked in the files of trade associations and in trade directories 
which relate to the business of the company. 

The next step is the submission of the marks to the at- 
torney. At this point, the company should be careful to give 
the attorney alli pertinent facts bearing upon the question of why 
the particular marks were selected for possible adoption. Any 
suggestive or descriptive significance of the mark should be ex- 
plained if it is not apparent. The attorney should be advised as 
to the specific goods on which the mark will be used initially and 
the general field in which expansion may develop in the future. 
The attorney should know whether the mark will be initially used 
in a limited manner and gradually develop or whether there will 
be immediate distribution nationally and an expensive advertising 
campaign. Unless the attorney knows all of these facts, he cannot 
direct the proper search. If there is to be an immediate and large 
investment, the search should cover a wide field. The attorney 
who is experienced in patents as well as trade-marks knows that 
if a company intends to invest large sums of money in new ma- 
chines, he cannot rely on a simple pre. ex. disclosing novelty of 
the invention but that he should also order an infringement search 
which will be more extensive. 
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The attorney must have a general knowledge of the different 
fields of search. He must know where to search, how broad the 
scope of the search should be, and how exhaustive a report of 
references he requires. The first and most important place to 
search is, of course, the Patent Office records. Under the Act of 
1870, covering the period from 1870 to 1881, 8,190 registrations 
were granted and none of these is active since the act was held 
unconstitutional. Under the Act of 1881, covering the period from 
1881 to 1905, there were 36,167 registrations of which about 1,550 
or about 4.3% are active. Most of the active marks have been 
renewed twice and the oldest active registration has recently been 
renewed for the third time. Under the Act of 1905, the registra- 
tions up to 1913 have been renewed twice, if still active. Of the 
50,439 registrations granted during this period, about 13.4% are 
still active. In the period from 1914 through 1933, 214,256 regis- 
trations were granted (including the Act of 1920) and about one- 
third have been renewed once and are active. About 135,743 
registrations have been granted under the Acts of 1905 and 1920 
since 1933. A very small number of registrations under the Act 
of 1920 have been renewed but many of these marks have been 
re-registered under Section 2(f). Through 1953, about 38,714 
registrations under the Acts of 1881 and 1905 were republished 
under the Act of 1946. Of the more than 90,000 registrations 
granted under the Act of 1946, about 12% have been granted under 
the Supplemental Register. 

Many registrants who have republished their registrations 
are apparently confused as to the necessity for renewal after 
republication.. However, about 84% of the republished registra- 
tions are being renewed. It is too early to estimate the per- 
centages of registrations which will be canceled for failure to file 
the six year affidavit under Section 8.2 Notices are appearing 
now in the Official Gazette of the first cancellations under this 
section. About 300,000 registrations are therefore active and 
about 130,000 of these have been registered or republished under 
the Act of 1946. It will be apparent that there is a large number 
of inactive Patent Office registrations, but these inactive marks 

1. Hancock, Republication and Renewal, 43 TMR 354. 


2. John H. Merchant estimates 15 to 20% will be canceled. See his article 
Trademarks—Past and Present, 36 JPOS 341, 356 (1954). 





Vol. 44 T. M. RB. SELECTION OF TRADEMARKS 787 


cannot be disregarded on any search since failure to renew or file 
the proper affidavit may have been due to inadvertence. Pub- 
lished but unissued marks are valuable references particularly if 
information is given as to the mark relied upon by an opposer. 

It is quite important to search the pending application file in 
the Patent Office. These applications have been made public only 
since November, 1949.* There may be a small number of applica- 
tions still pending which cannot be found in the public file. The 
file of pending applications cannot be checked to the current date. 
It takes about six weeks for the Patent Office to make this in- 
formation public. Some attorneys have found that it may be 
worthwhile to recheck the file of pending applications about two 
months after the original search and before any large scale com- 
mitments are made for labels, advertising, etc. This subsequent 
search will disclose any application filed up to the time when first 
use of the new mark is about to be established. 

The assignment records of the Patent Office may have to be 
checked in certain cases to determine current ownership of regis- 
trations. The search may disclose changes in ownership which 
have been published in the Gazette by notices of renewal, repub- 
lication, or of the issuance of new certificates but other changes in 
title can only be found in the assignment records. 

It may be desirable to search the records of State registra- 
tions. Most States record labels and trade-marks. In many of 
the States registration is perpetual and therefore the records 
may contain a considerable number of abandoned marks.* In some 
States, registrations are granted merely upon a statement of in- 
tention to use without requiring any proof or statement of actual 
use. In recent years, a number of the States have adopted the 
Model Bill of The United States Trademark Association. Many 
of the States will make a brief search and report as to availability 
without charge. A few States do make a small search charge. 

Searches in certain fields may be extended to titles of re- 
corded copyrights. The Patent Office indexes up to 1940 contain 
alphabetical indexes of the titles of prints and labels. These titles 
frequently comprise the trade-mark on the label. Titles in the 

3. Trade-Mark Rule 6.7 628 O.G. 604 (1949). 


4. In Massachusetts since 1893, 17,531 registrations have been issued without 
requiring renewal. 
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Copyright Office may and should be checked when the mark to be 
searched is in the field of publications or used as a title of a radio 
or TV program. Some marks in the service classes should be 
checked in the Copyright Office. The card indexes and catalogs 
used in reference searches in the Copyright Office are illustrated 
graphically in the Annual Report of the Register of Copyrights 
June 30, 1953, page 13. There are private collections of copyright 
titles which may profitably be searched. 

There are certain private association trade-mark files which 
may be searched. In the pharmaceutical field, the American 
Pharmaceutical Manufacturers Association and the American 
Drug Manufacturers Association have cooperated for some years 
in maintaining a file used by their members. In the candy field, 
the National Confectioners Association of Chicago has a file of 
marks. In the paint field, The National Paint, Varnish and 
Lacquer Association periodically publishes a list of marks. The 
Tobacco Merchants Association, New York and the National 
Federation of Textiles, New York have files of marks in their 
fields. 

Searches may be made in published trade directories which 
contain alphabetical lists of trade-marks and brand names. These 
directories may disclose a listed use of a registered mark which 
may indicate that the registered mark is still in use. They may 
also disclose a listed use of an unregistered mark but most of 
these directories do not indicate in the listing whether the marks 
are registered or not. Design marks cannot be searched in these 
directories. 

In addition to searching lists of trade-marks, it is sometimes 
advisable to search for possible use of the suggested trade-mark 
as a company name. Checking to ascertain if a particular name 
has been used as a company name anywhere in the country is as 
difficult as searching a trade-mark for similarity. There is no 
single source to check on company names. The most well-known 
mercantile directory has over two million names but they are 
arranged geographically and therefore cannot be_ searched. 
Inquiry can be made through the individual States as to the 
availability of a published corporate name. A very good field of 
search is to check the telephone books of the various cities. Check- 
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ing phone books will also disclose whether a mark searched is a 
common surname. 

In addition to searching trade-mark records in this country, 
it may be necessary to search in foreign countries. Trade-mark 
registrations in Canada may be searched through associate at- 
torneys and the Canadian field will be covered more thoroughly 
with the new trade-mark law which came into force this July. 
The file of International marks registered at Berne, Switzerland 
is an important search file.’ There is a published index since 1925 
of ‘‘Les Marques Internationales’’ by Metz and Geiger. 

What should the attorney expect from the usual trade-mark 
search report? The search should report any prior registration 
that may be cited by the Patent Office when an application for 
registration is filed. When the mark searched has a formative 
which is fairly common such as MASTER, MATIC, etc., it is not an 
easy task, without citing a large number of references, to select 
the particular registrations that may be used as a basis of rejec- 
tion or opposition. The search may also be expected to disclose 
registrations that would not normally be found by the Patent 
Office Examiner and which may be relied upon as a basis of 
opposition. About 10% of the marks published are opposed. 

The attorney should appreciate that unless the searcher is 
advised as to the particular goods, a pertinent reference may be 
overlooked. For example, the mark NauTAMINE was published 
April 27, 1954 in Class 18. Opposition No. 33,563 has been filed 
ON DRAMAMINE. The goods for NAUTAMINE are described as a 
preparation for seasickness which is identical to that of prama- 
MINE. If the attorney had requested a search on NAUTAMINE for 
pharmaceuticals generally, the searcher might cite a number of 
marks in Class 18 ending in amtne but without picking out pRama- 
MINE. If the goods were specifically described in the search 
request, this pertinent reference should not have been overlooked. 

It is not clearly understood that a very small change may re- 
quire a new search. For example, a search may be made on axLaNn 
and because of the citation of ExLAN, it may be decided to change 
the proposed mark to axLaNe since the sound and appearance of 
the mark will be further removed from the prior mark ExLAN. 


5. Through 1953, 173,751 registrations had been granted at Berne since 1893. 
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The attorney may be correct in his belief that the search on 
AXLAN Should have disclosed axLane but the attorney may not 
consider that other marks might be cited against axLane which 
would not be pertinent against axuan. A new search might find 
the registrations of ATLANE, AXTANE, AXLINE, AXLATE OF AXOLANE. 
The marks beginning with axt might be found in a related class 
and because of better references, would not be selected against 
axLaN. Therefore, the attorney should recommend a recheck of 
the search if any modification is made. It will also be apparent 
that if a search is initially requested of axLan or AXLANE that more 
than the usual number of references may have to be cited to make 
a complete report on both marks. 

A proper trade-mark search is not the same as a patent pre. 
ex. If, in making a patent search, a very close disclosure is found, 
the search may be suspended. In a trade-mark search, other simi- 
lar marks should be cited even if one close or identical citation 
is found. The attorney may find that the best reference is aban- 
doned or may be purchased. In such case, the subsidiary refer- 
ences become more important. 

Another recent opposition may be of interest. The user of 
the mark caram has apparently filed several applications in dif- 
ferent classes. One application in Class 1 for sound-absorbing 
material, issued April 6, 1954 as Reg. No. 587,912. An application 
published April 13, 1954 in Class 5 for adhesives has been op- 
posed, Opposition No. 33,542, on the registration of carum for 
lubricating oils in Class 15. Another application published May 
18, 1954 in Class 6 has also been opposed. It is apparent that 
the searcher cannot readily find and cite carum in Class 15 against 
cARAM in Class 5 or 46 unless an extended search is made. 

puacin for analgesic tablets, published April 13, 1954, page 
290, opposed on poxcrn, Opp. No. 33,533. 

In Class 18 there are over 170 marks having crn as a suffix. 
A search of pLactn is more likely to disclose poxctn if the specific 
goods are given in the search request. The searcher may note 
that other marks have been opposed on potcrn and therefore select 
pocorn for citation. 

It is almost impossible, however, to search a trade-mark for 
all classes of merchandise. If such a search is made on axLan, 
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the searcher can readily find all registrations of the specific mark 
axLaN. When it is attempted to extend the search to similar 
marks several pertinent marks will be found in every class and 
two hundred references may be found which have some similarity 
to axuan. But if an application is filed for leather in Class 1, 
it is entirely possible that it might be opposed by aKBAN, ALNAx 
or some other mark not found by the extensive search. 

A thorough search for similarity requires specially indexed 
and cross-referenced files and an experienced searcher. In a 
straight alphabetical file with all classes together, despite the use 
of imagination, it is impossible to think of all possible spellings 
which should be checked. If the file is split into classes and in- 
dexed alphabetically, a more thorough search may be made in 
the classes searched but a reference may be overlooked in a class 
not searched. Phonetic indexing as in the Soundex system is 
helpful but must be coupled with extensive cross-referencing. No 
matter how carefully the file is indexed, certain similarity cannot 
be found except by the imagination or memory of the searcher. 
For example, in searching voo, the searcher would probably not 
locate pew except by memory. Short three-letter and four-letter 
marks are especially difficult to search. 

A study of a number of oppositions discloses that about 16% 
are based on unregistered marks, the balance on registrations 
except for a very few in which it is contended that the opposed 
mark is generic or descriptive. An analysis has also been made 
as to the basis of similarity relied upon. In about 17% of the 
oppositions, the opposer’s mark is identical to the applicant’s 
mark and frequently in a remote class. About 36% of the op- 
positions are based upon marks having the same prefix as the 
mark opposed. About 20% are based upon a mark having the 
same suffix. The remainder, about 25% have other features of 
similarity. In some cases it may be difficult to find in searching 
applicant’s mark, the mark which is eventually relied upon by an 
opposer. It may be that the opposition is unjustified but the ap- 
plicant would like to know if he is to meet an opposition even if 
unjustified. A brief list has been made of some recent oppositions 
in this category: 
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Opposition Applicant’s Mark Opposer’s Mark 


30,384 TORLONE TEOLON 
31,501 GOMERAL GOBROMEL 
31,890 KORDOLIN DULCIN 
32,464 KOREX CLOROX 
33,044 BEMARSAL BALARSEN 
33,057 POKIES PERKY 
33,086 KEMFLEX KENTILE 
33,359 ENFO ESSO 

33,647 NORMOPHREN NUMORPHAN 


After the search report has been received, the attorney must 
then make his decision as to whether the mark searched should or 
should not be adopted. His decision is greatly influenced by the 
time factor. Usually the company is in a great rush for immedi- 
ate authorization to proceed with use of the new mark. Investi- 
gation might disclose that the most pertinent reference disclosed 
by the search has been abandoned, but investigation takes time 
and the results may be inconclusive. If the registrant is still in 
business, although no evidence is found that the mark is currently 
in use, it might still not be safe to disregard the registration. 
Negative evidence is not sufficient to support a petition to cancel. 
It is usually not worthwhile to try to obtain consent from a prior 
registrant. Consent is difficult to obtain if there is any real basis 
for similarity, and the Patent Office might refuse to register de- 
spite the consent by the prior registrant. 

In any event, there is some small risk in proceeding to use the 
mark. Despite a very extensive search, an unregistered use of a 
conflicting mark may be in existence. If sufficient time allows, it 
would be well to make a limited use of the mark for a year or so, 
in the meantime filing an application. This would give time for 
any real objections to be made known. After this trial period, the 
large scale use may begin. If time is pressing, the only solution 
is to search a sufficient number of marks so as to find at least one 
clear mark out of the group. The attorney’s task in passing upon 
availability appears a little easier, now, since the recent decisions 
of the present Assistant Commissioner of Patents give clear rea- 
sons why oppositions are sustained or dismissed. The decisions 
are a better guide than some decisions of the past when sometimes 
the only reason given would be ‘‘I am at least convinced that the 
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probability of confusion between the marks here involved is not 
free from doubt and I must resolve that doubt in favor of the first 
user.’ The attorney who searches until he finds a mark ‘‘free 
from doubt’’ will search for a long, long time. 
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ADVERTISING REQUIREMENTS OF TRADEMARKS* 
By Lyndon O. Brown** 


In order to appreciate fully the importance of the advertising 
aspects of trade-marks, we must understand certain basic social 
and business changes which have occurred in these United States 
in recent years. You will find a realistic starting point for this 
thinking, if you will think back to the time when your father and 
your mother were in their years of heaviest purchasing. They 
lived a well-ordered life at a relatively slow tempo, largely 
centered on their own family. Unless you lived in a very excep- 
tional family, your father’s life was a fairly simple, though active, 
one in which there was plenty of room for ideas to penetrate. 
Your mother was busily concerned with problems of the family, 
with a reasonable amount of social activity, but living a well- 
patterned life with ‘‘plenty of time.’’ Many of their food needs 
usually were supplied directly from their own vegetable garden 
or came from nearby local growers. Their recreational needs 
were largely taken care of by the family and their close friends. 
In our family, we canned and stored much of our food supply; we 
made up our own picnics; we stirred up lemonade or cranked the 
ice-cream freezer. We even made our own soap! When we had 
to go beyond what we created ourselves or picked up from a local 
supplier, we went to a general store, grocery or meat market, 
where a national brand was a rarity. There was ample time in our 
lives and in our minds for the few branded items offered to us to 
get firmly established in our consciousness. 

Contrast the situation today. We live in a hectic outside-of- 
the-family world. We are filled with conflicting tensions—political, 
social and economic. We are faced with a multiplicity of brands, 
a thunder of advertising pressure in a quick-grab cafeteria-buying 
kind of world. Observations of women shopping in super markets 
reveal that they are at a high emotional pitch, often psychologi- 
cally confused and frustrated, that many go through the shopping 
process ‘‘in a haze.”’’ 

* Address given at the 76th Annual Meeting of The United States Trademark 
Association, New York City, June 23, 1954. 


** Vice-President in Charge of Media, Merchandising and Research, Dancer- 
Fitzgerald-Sample, Inc., New York City. 
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Four recent developments in business itself are worthy of 
special mention. These are (1) the tremendous increase in adver- 
tising pressure, (2) the rise of self-service, (3) the improvement 
of manufacturing standards and (4) the larger volume of pur- 
chases made by individual consumers. Each of these develop- 
ments has contributed toward the creation of a new climate in 
which the trade-mark plays an increasingly important role. Each 
of them has created conditions which set new requirements for 
efficient trade-marks. 

Take the matter of the increase in advertising pressure. The 
consumer today is bombarded by a constant stream of advertising 
which creates a tremendous cacaphony of claims and counter- 
claims. The Borden Company has made a motion picture in which 
they have taken a typical consumer from rising in the morning 
until bedtime to dramatize the overwhelming numbers of advertis- 
ing messages which bombard her. The Colgate-Palmolive Com- 
pany has made studies which show the few bits of advertising 
ideas which consumers are able to accommodate in their minds. 
It would amaze advertisers who have not taken the trouble to 
research the problem to discover how little of an advertising cam- 
paign can actually get through to the buyer. Here is still another 
illustration of this rise in advertising pressure—American indus- 
try had enough consumer Magazine Advertisements alone printed 
to completely paper the walls of 17,000,000 houses. Add to this 
their tremendous expenditures in Newspapers, Television, Radio 
and Outdoor and we can get some feel of the weight of the chorus 
in which we are trying to make our voices heard. Every advertis- 
ing message tries to get people to buy a product for which the 
trade-mark is a symbol. We dare not let that mark be a weak link 
in our demand creation chain. 

A second development has been the rise of self-service. When 
most of us were in college, self-service was little more than a gleam 
in the eye of a few progressive retailers. Ten years ago it was 
accounting for only 18% of food store items. Today it is esti- 
mated that 60% of all products sold through food stores are sold 
in self-service form. Meanwhile the self-service idea has spread 
through the drug trade. Now the department stores are wak- 
ing up to self-service possibilities for more merchandising of 
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trade-marked goods. Add to this the phenomenal increase in 
vending machines. In the light of all this automation in merchan- 
dising we can readily see that the trade-mark becomes the silent 
salesman of our goods. If you have seen the automatic display 
racks developed and patented by the First National Chain you can 
readily understand how the trade-mark which says ‘‘Take Me’’ is 
a major resource. 

The improvement of American manufacturing standards is 
a third development in business that has a profound influence on 
today’s advertising. There was a time, not too long ago, when the 
differences between competing brands were very clear. Now 
product characteristics are coming closer and closer together, 
aided in part by much better marketing research on products. 
There was also a great variation in the quality of the prod- 
ucts offered to the public. Today, good equipment, good sources 
of raw material, good processing methods and high-quality stand- 
ards are common property. It is practically impossible to buy 
an inferior nationally-branded product in any field. As the 
range of clear choice narrows, the trade-mark has a different, as 
well as a more important job to do. 

A final development is the increased volume of purchases by 
consumers. When you and I were younger, the typical American 
family bought very few branded items. Now we have had the 
‘‘American Explosion,’’ resulting in a rise of living standards 
that has utterly amazed the economists. Most significant has been 
the increase of incomes amongst the lower and the middle majority 
groups in this country. The typical consumer has much more to 
spend and makes many more purchases. Today the Market Re- 
search Corporation of America states that their panel families 
report purchases selected from 30,000 branded items in a selected 
list of only 50 product categories, excluding products such as 
meats, fresh produce, dairy products, bakery goods and carbonated 
beverages. While the number of items people have been buying 
has swelled, there has also been a major transfer from bulk and 
unbranded goods to packaged and trade-marked products. 

All this means that trade-marks today must operate in a new 
environment. More importantly, it means that they have a new 
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job to do. These new forces place greater emphasis on certain 
marketing attributes of effective trade-marks. 

Certain specific qualities of a trade-mark must be considered 
if it is to be effective in the light of these new conditions. These 
qualities are well-known, so I cannot add much in that respect. 
No one would knowingly fail to incorporate them into his trade- 
mark. But the primary problem is one of oversight. 

Because of the many technical, legal and business problems 
involved in the development of a trade-mark, we are likely to fail 
to incorporate some quality that is vital to having it fulfill its 
proper role from an advertising point of view. 

Stated in another way, we need to set up a quality control 
system for trade-marks just as your company must have a quality 
control system in the production of the product itself. Therefore, 
these qualities are presented in the form of a box-score with which 
one can check existing or proposed trade-marks and find out 
whether he has struck out on some vital point. Here is the Trade- 
mark Box Score. On it we will list 13 advertising requirements for 
trade-marks. In the five columns to the right you can check 
whether any trademark under consideration strikes out, gets to 
first base, second base, third base or has really hit a home run on 
each characteristic. As each point is revealed, we will show the 
actual score achieved by the trade-mark BexeL, which McKesson 
& Robbins has courteously provided for our little clinical analysis. 
This trade-mark is used on McKesson’s vitamin products.’ 


The first requirement is Clear identification. In advertising 
words, we would call this exclusivity. It is not enough that we 


1. Final Box Score on BEXEL appears at the end of this article. 
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can readily identify the brand as we hold the package in our hands. 
This trade-mark must be so different from others in its field that 
it helps make our differences as real as possible to the most casual 
buyer when we tell the advantages of this product in the chorus 
of advertising. 

The second requirement is Timelessness. We pour literally 
millions of dollars against the consumer to sell our product. More 
and more the effectiveness of our selling is based on an accumula- 
tion of attitudes on the part of the public over a period of time. 
Typography and art work must not get out of date. We must have 
a mark that will literally last through the ages. 

The third characteristic is Memorability. This is an old saw, 
but it occupies a more important place today than ever before 
because of the new conditions sketched earlier in this talk. As 
the minds of people are more and more crowded, there is more 
and more forgetting. In our trade-marks, we must look more to 
the patterned image which may sink into the subconscious, but is 
quickly recalled when the buyer’s eyes rest fleetingly on the 
product in a store. 

The fourth requirement, more and more essential, is Visibility 
on the Shelf. The number of trade-marked products that crowd 
dealers’ shelves today means an increasing complexity of the 
range of items which the consumer must scan and corresponding 
difficulty for the individual brand to stand out. Pity the poor 
grocer who today could stock 66 different packages of cake mix. 
Also, contemplate the forest of cosmetics in the drug store. No 
wonder that progressive retailers today are making a major drive 
to cut back on the number of brands that they stock. This mer- 
chandising problem merely serves to emphasize the importance to 
the manufacturer of visibility on the shelf. In this connection, 
let’s ask ourselves honestly if we have checked the way in which 
our products are displayed in various stores to be sure that we 
will have maximum visibility under the very worst conditions of 
lighting, location and general confusion . . . to people with poor 
eyesight. 

A fifth quality is the ability of a trade-mark to arouse a 
Friendly Feeling. This has received increasing attention for two 
reasons. When in doubt, we turn to our friends. As the differ- 
ences between products and their advertising claims narrow, 
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people are more inclined to take products and packages that 
create a subtle aura of friendliness. A second reason is because 
we have learned more about the importance of little things in 
creating motivating attitudes, for example the coffee cup in the 
package. We now know, for example, that symbolic design and 
color alone are powerful forces in creating a friendly or unfriendly 
feeling, for instance, the red, white and blue cereal package. 
Modern psychology has taught us to be alert to simple little 
things that can unwittingly create hostility. Every resource 
should therefore be employed to determine whether a trade-mark 
goes as far as it can toward creating a friendly attitude toward 
the product. 

A sixth job of a trade-mark from the advertising point of 
view is to Promise a Consumer Benefit. Manufacturer’s ‘‘brag 
and boast’’ advertising claims no longer get consumer response. 
In our advertising message, we must instantly trigger a wanted 
consumer benefit. If the trade-mark, which also must work in a 
lightning-like flash can subtly promise a much-wanted benefit as 
it enters the consciousness of the consumer, it can add tre- 
mendously to the effectiveness of our promotion. 

Seventh, the trademark should Cue the Major Product Sales 
Points to the Prospect. Any product appeals to some basic human 
motivation for its purchase and use. These motivations are tied 
in with qualities of the product which fulfill the needs. In modern 
shopping, the trade-mark provides a critical psychological cue 
to the potential buyer that this product possesses the primary 
quality that will satisfy her needs. And, again, the trade-mark 
should add its weight to help the ceaseless repetition of the main 
advertising claim so necessary in its exposure, both on the shelf 
and repeatedly as the product is being used. Of course, our marks 
cannot be descriptive in any sense. I refer to much more subtle 
devices of pictorial or symbolic nature. 

An eighth quality of a trade-mark is that it be Dramatic. We 
are living in a dynamic world where speed, action and growth are 
dominant. A static trade-mark is out of tune with the times. The 
fanciful character in action lends drama to a trade-mark and 
makes it work harder in getting the action response which is the 
end of all our promotional efforts, as well as the life source of 
the business itself. 
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Up to bat in the ninth inning, is the requirement that the 
trade-mark Tie-in with the Package. There is no need for me to 
go into the importance of modern package design in connection 
with today’s advertising and merchandising. The whole package, 
as it is presented to the consumer, with its trade-mark, should be 
one co-ordinated whole with package design and trade-mark de- 
sign mutually supporting one another. 

But this is a tough competitive game for the consumer’s favor 
we are playing and it may be won or lost in the extra innings. So 
now we will look at even more specific advertising needs. 

Because of the development of new media, it is no longer 
enough to think just in terms of general media requirements. 
Rather, the trade-mark should be checked separately for adapt- 
ability to each major individual medium. 

So the tenth quality to be checked is Applicability to Televt- 
sion. We start here because it is an important medium and still 
a relatively unknown one. First of all, Television involves seeing 
images on screens of varying quality of goodness under varying 
lighting conditions. A trade-mark that doesn’t come off clearly 
fails to register the vital point of contact between the act of see- 
ing and the act of buying. Furthermore, Television is advertis- 
ing in motion. The ability to employ the trade-mark in animation 
or in motion, for example, as packages are handled in the com- 
mercial becomes extremely important. As an aside, I might com- 
ment that trade-marks so weak in T.V. reproduction that we are 
forced to put announcers into stilted unnatural positions or to 
resort to tricky devices are road-blocks that can well make a 
$30,000 minute ineffective. And now we are preparing for color 
on television. The experimental work that has been done with 
packages shows that many trade-marks are going to suffer greatly, 
that many are going to have to be revised specifically for color 
television. For any new trade-mark, effectiveness in color presen- 
tation on television must be a major consideration. 

An eleventh quality is Adaptability to Radio. I’m sure we all 
realize that our brand name must be able to communicate effec- 
tively in sound alone. There are combinations of letters that are 
very difficult to pronounce, others that do not come over and still 
others that have vocal effects that are undesirable. Dollars ex- 
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pended in radio advertising can be tremendously depreciated un- 
less the vocalized trade-mark has been carefully tested. 

The twelfth characteristic is Applicability to Print. This 
means Magazines, Sunday Supplements, Newspapers and Out- 
door. In the vast sea of printed advertising, the trade-mark must 
stand out as our advertisements compete for the reader’s fleeting 
attention. As strong brands become stronger, they are backed 
by advertising that employs a variety of print media. We must 
make sure that the trade-mark fits the requirements of all printed 
media. 

Finally, our trade-marks, where different products are made 
by the same company, must step up to the problem of Family Re- 
semblance. Here there is a possibility that family resemblance 
in trade-marks and packaging may be carried too far, thus dilut- 
ing the individual strength of each brand. On the other hand, 
since confidence is a major factor in brand selection, particularly 
for new products, the mark of the company standing behind the 
individual brand is a major consideration. How far to go in 
creating similarities is a moot question, presently involving a 
great deal of judgment and calculated risk. It should not go so 
far as to create confusion and allow the individual item to be- 
come lost in a product line, yet it should go as far as possible to 
capitalize on and further build the manufacturer’s fair name. 

And so, inning by inning, we build up a final score which tells 
us how good our trade-marks are. The scoring of BExEL, which we 
have just completed, demonstrates the practicability of The Box 
Score approach. Incidentally, the scores that have been used are 
not mine, but rather those of an anonymous third party. 

Admittedly, research can and must pinpoint performance ac- 
curately on some factors, while others must remain matters of 
judgment, for the present at least. But practice with further ex- 
amples will clearly demonstrate that informed individuals, using 
such research knowledge as is available to them, will not be too 
far off in their final judgment. More importantly, the scoring 
device will put the finger on the strike-out innings, so that we 
can devote our attention to correcting basic weaknesses and field 
a winning trade-mark. 
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TRADEMARK BOX SCORE 


How Doss It Hevp tHe ADVERTISING Win ?* 


. IDENTIFY BRAND 
(Exclusivity) 


TIMELESS 
(Typography & Art) 


. MEMORABLE 
(Pattern Image) 


. VISIBILITY ON SHELF 
(In Worst Stores) 


. AROUSE FRIENDLY FEELINGS 
(Symbolic Design & Color) 


. PROMISE A CONSUMER BENEFIT 
(Purchase Motivation) 


. CUE PRODUCT SALES POINTS 
(Advertising Theme) 


(Fanciful Characters) 


. TIE-IN WITH PACKAGE 
(Mutually Supporting) 


. ADAPTABLE TO TELEVISION 
(Animation—Color) 


ADAPTABLE TO RADIO 
(Oral effect) 


. ADAPTABLE TO PRINT 
(Magazine, Newspaper, Outdoor) 


. FAMILY RESEMBLANCE 
(Manufacturing Origin) 
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* The scores filled in on the above chart are for BEXEL, trademark of McKesson & 
Robbins, Inc. used on MeKesson’s vitamin products. 
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NOTES FROM THE PATENT OFFICE 


Description of Goods in Trademark 
Applications 


By Katharine |. Hancock* 


The description of goods in a trade-mark application is of 
utmost importance. Under the common law, a trade-mark owner’s 
rights stem from use of the mark upon specific products; and 
under the registration statute, the description of goods in a trade- 
mark application serves to define the boundaries of the registra- 
tion. 

The goods upon which use is claimed should be clearly identi- 
fied. They should be named in proper English terminology and 
by terms which are commonly used and known in the trade, so 
that examiners in the Patent Office and members of the public who 
search the trade-mark records of the Patent Office will know the 
true nature of the articles for which the registration issues. If 
the goods are unusual in character so that there is no accepted 
single word or short term by which they can be named, a descrip- 
tion of characteristics in some detail, but still as brief and non- 
technical as possible, may be resorted to. Whatever form is 
selected for setting forth names or descriptions of goods, care 
should be exercised to use correct grammar and punctuation, in 
order that applicant’s thoughts will be conveyed to the reader 
with ease and accuracy. 

Broad terms which cover a number of items are acceptable— 
indeed are usually weleome—as long as they define a single group 
of goods with well-known and closely related characteristics. 
Variations among the items covered by the broad term should not 
be of a type which would raise a doubt as to the mark having been 
used on significant items of the group, or which would prevent 
adequate comparison of goods for the purpose of determining 
anticipatory registrations. I[llustrative examples of acceptable 
broad terms would be ‘‘antibiotic preparations”’ in Class 18, Medi- 
cines and pharmaceutical preparations, and ‘‘sterling silver table- 
ware’’ in Class 28, Jewelry and precious-metal ware, whereas the 
term ‘‘tables’’ would not be satisfactory in view of its including 


* Trademark Examiner, U. 8. Patent Office; Member, District of Columbia Bar. 
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such diverse items as ‘‘operating tables,’’ ‘‘draftsmen’s tables”’ 
and ‘‘dining tables.’’ 

The conciseness which results from broad, but clear, terms in 
descriptions of goods is of great assistance in facilitating ease and 
speed in searching. A glance at the short form of printed trade- 
mark registration which is now in use will show that conciseness 
is one of the main objectives of the present copy. The goal is to 
utilize conciseness as far as possible, without sacrificing certainty 
as to the nature and scope of the goods. To reach this goal, the 
cooperation of applicants and attorneys is essential. 

The list of goods in an application should be accurate, that is, 
should include only goods on which the mark has been used prior 
to the time the application is filed. The statute does not contem- 
plate possible expansion of business in the future, but is designed 
to apply to goods on which a legal trade-mark right exists at the 
time application for registration is made. Applicants and attor- 
neys should work together to assure that an application truly 
reflects the applicant’s business activity in that respect, for nam- 
ing goods on which the mark has not yet been used constitutes a 
false statement and renders the application subject to serious 
weakness, especially if it is attacked in opposition, interference 
or cancellation proceedings. 

The goods listed in a trade-mark application must conform to 
goods which the Patent Office has placed in a single trade-mark 
class. Classification is entirely the province of the Office, with the 
object of increasing efficiency of Office procedures by providing a 
consistent and reasonable grouping of goods for searching pur- 
poses and by permitting uniform treatment of applicants with 
respect to their goods. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Registrability of Slogans 


An application to register the slogan VALUES THAT BRING THE 
COST OF LIVING DOWN as a trademark was refused. The Deputy 
Registrar stated that the capacity to distinguish the owners’ 
goods from those of other traders is an essential ingredient of 
any trademark, and that he doubted that the words applied for 
possessed such capacity. The Deputy Registrar commented: 
‘‘The same words or similar words and the meaning which their 
use would convey should be available to the use of all traders and 
registration of these words by the applicant under the Trade 
Marks Act would place other traders who might wish to extol their 
trade in the position of having to defend that which should remain 
the common right of all.’’ 


Canada 


Trademark Infringement and Passing-Off 


Plaintiffs are the owners of a registration of the trademark 
A KILROY ORIGINAL for women’s blouses. Defendant Frank Kilroy, 
formerly a shareholder and officer of plaintiff company, caused a 
company to be incorporated under the name Frank Kilroy Ltd. 
and action was brought against both the individual and the com- 
pany. The company name ‘‘Frank Kilroy Ltd.’’ was applied to 
the blouses sold by that company and the word KILRoy was empha- 
sized and appeared in a script similar to the one used by the 
plaintiffs. Considerable evidence was adduced of actual confu- 
sion in the trade between the products of the plaintiffs and those 
of the defendant. Plaintiffs sought an injunction and damages, 
for trademark infringement and passing-off. 

The Court held for plaintiffs on both causes of action as 
against the defendant company Frank Kilroy Ltd. The Court 
stated that an incorporated company, unlike an individual, does 
not have the inherent right to use its own name in business. The 
Court held for the individual defendant, Frank Kilroy, as he had 
no goods of his own to sell. 
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Great Britain 












Offenses Under the Merchandise Marks Act 

In reply to inquiries, the Parliamentary Secretary to the 
Board of Trade, Mr. Henry Strauss, stated as follows the number 
of prosecutions under the Merchandise Marks Act initiated by the 
Board of Trade in each quinquennium since 1888: 






Number of 
Period Prosecutions 
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I otis 0 Aid nine ibid wile 14 
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The number of complaints for infringement presently being con- 
sidered by the Board of Trade is 11. 


Union of South Africa 
Opposition Proceedings 


Applicants filed two applications for registration of BEE HIVE 
as a trademark, the first covering artist’s brushes and the second 
brushware in general. The opposers have twenty-six registrations 
of a trademark consisting of the representation of a Bee Hive, 
covering a wide range of goods but not including brushes or brush- 
ware. The Registrar held for the applicants, stating that although 
the trademarks are similar, none of the opposers’ goods are of 
the same description as those of the applicants, and that he was 
satisfied that use of the trademarks in a normal and fair manner 
would not cause deception or confusion among a substantial num- 
ber of persons. The Registrar took into consideration the ap- 
plicants’ use of their trademark for many years in the same area 


as the opposers. 
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BOOK REVIEWS 


Dictionary oF InTELLECTUAL Property. By A. John Michel and 
Kurt Kelman. New York, Research, Patents & Trademarks, 
1954. Pp. 352. $15.00. 


The Preface of this Dictionary states, ‘‘1) definitions of terms 
gleaned from the vital context of actual litigations and as formu- 
lated or adopted by courts and administrative agencies; 2) 
definitions of other words and phrases used in the literature, 
contracts, correspondence and discussions relating to patents, 
trade-marks, and copyrights; and 3) essential information regard- 
ing United States and foreign patent, trade-mark, and copyright 
law and practice, including information as to the filing and 
prosecution of patent and trade-mark applications in foreign 
countries. ’’ 

Although the greater part of this book relates to United 
States law and practice with a large number of the entries sup- 
ported by citations, the dictionary contains references to the 
international aspects of intellectual property. 

This book is intended for those specialized in the field of 
trade-marks, patents and copyright for quick reference and 
information. 


Tuer Cowsoy’s Own Branp Book. By Duncan Emrich. New York, 
Thomas Y. Crowell Company, 1954. Pp. 75. $1.50. 


This is an unusually delightful little book written by the Chief 
of the Folklore Section of the Library of Congress and illustrated 
with many actual brands by Ava Morgan. It teaches the reader 
how to read and understand the brands which have been used by 
American cattle-owners for many years. It is interesting to learn 
that some of the older brands are referred to as so-called ‘‘warn- 
ing brands,’’ to discourage stealing, while others were simply 
proprietary brands consisting of letters or designs such as dia- 
monds, circles, squares, etc. There are also numerous picture 
brands showing the moon, the sun, a goose egg, a broken heart, 
and so on. This little book is a nice addition to the library of 
anyone interested in brand names and their history. 
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NEW PUBLICATIONS 


Rutes oF Practice 1n TrapE-Mark Cases 

This supplement to the May 1952 edition, including the 
amendments that went into effect on March 3, 1954 can be obtained 
by writing to the Superintendent of Documents, U. S. Government 
Printing Office, Washington 25, D. C. Price per copy 5 cents. 


Trape-Mark Rvuues, made under the Trade-Marks Act, proclaimed 
in Force July 1, 1954. 

Copies can be obtained for 35¢ each from The Queen’s 
Printer, Office of Government Publications, Ottawa, Canada. 


From The Canadian Patent Office Record, vol. 82, No. 28, July 13, 
1954. Page xviii. 
NOTICE 


Publication of trade mark registrations and trade mark notices 
in the Patent Office Record will be discontinued as soon as possible 
after the new Trade Marks Act and Rules come into force on 
July 1, 1954. A separate Trade Marks Journal will be published 
containing the material prescribed by Rule 17 of the Trade Mark 
Rules. 

Such Journal will be published weekly. The cost of an annual 
subscription to persons residing in Canada, United States and 
Mexico is $15.00. Subscriptions to other countries sell at $20.00 
per annum. Subscriptions are payable in advance and may be 
remitted by money order or accepted cheque made payable to the 
Receiver General of Canada, and mailed to the Queen’s Printer, 
Ottawa, Canada. 





The TRADE-MARH REPORTER 


Part ll 


SMITH, doing business as FRUZOLA COMPANY et al. 
v. CLYDE COLLINS, INC. 


No. 2362 — D.C., W. D. Tennessee, W. Div. — March 10, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATION 


EAT-UM-AID, for a confection, is confusingly similar to LIK-M-AID, for like goods. 


Action by J. Fish Smith, doing business as Fruzola Company, and 
J. Fish Smith, Menlo F. Smith, Anadel S. Brown, Amy 8S. Lawton, Erma 
S. Smith, and Shirley M. Smith, doing business as Fruzola Company v. 
Clyde Collins, Inc., for trade-mark infringement and unfair competition. 
Judgment for plaintiff. 
Ralph W. Kalish, of St. Louis, Missouri and W. B. Rosenfield and Rosen- 
field, Borod, Fones & Bogatin, of Memphis, Tennessee for plaintiffs. 
Edward P. Russell and Canada, Russell, Turner & Alexander, of Memphis, 
Tennessee for defendant. 
Boyp, District Judge. 


FINDINGS OF FACT. 


I. J. Fish Smith operates as a sole proprietor a company known as 
Fruzola Company with offices at Salt Lake City, Utah, and J. Fish Smith, 
together with the other plaintiffs, all of whom are his children, operate a 
branch of Fruzola Company at St. Louis, Missouri, as co-partners. 

The defendant is a corporation organized and existing under and by 
virtue of the laws of the State of Tennessee, with its principal place of 
business in Memphis, Tennessee. 

II. In or about 1942, plaintiff, J. Fish Smith, did originate and devise 
a certain confection comprised of substantially 3% citric acid and 97% 
sugar, having flavoring and coloring added, which was of granulated or 
powdered character and designed principally for direct palatable eating, 
although a soft drink could be therefrom prepared by dissolution in a pre- 
determined amount of compatible fluid. 

III. The aforesaid confection of J. Fish Smith did clearly differentiate 
from powdered soft drink bases or concentrates, such as KOOL ADE, by the 
relatively small amount of citric acid present, since soft drink concentrates 
have historically contained 12% to 15% citric acid rendering them too 
bitter for direct eating. 
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IV. Plaintiff, J. Fish Smith, did adopt the trade mark LIK-M-ADE to 
distinguish his said confection and he packaged same in a small envelope 
bearing thereon the expression ‘‘Eat or drink’’ in immediate proximity 
to the said trade mark and also showed thereon the head of a fanciful 
figure partaking of the confection. At the upper end of the envelope there 
was indicated the flavor and the envelope had a coloring corresponding 
to the particular flavoring of the contained confection. On the rear face 
of the parcel there was presented directions both in English and in Spanish 
as to the use and character of the confection. 

V. In or about 1945, plaintiff, J. Fish Smith, altered the trade mark 
LIK-M-ADE to appear as LIK-M-AID to conform to regulations of certain 
states, and he did further make minor changes in the dress of the envelope 
as by showing the figure of the head of the individual in a more upward 
position and slightly to the left and did present the term LIK-M-AID in 
script-like form as differentiated from the block letters theretofore used. 
The expression EAT OR DRINK was still maintained immediately beneath the 
trade mark with the word EaT substantially directly below the first portion 
of said mark and a color panel at the upper end of the envelope carried 
thereon the legend as to the flavor. 

VI. The original sales of LIK-M-aAID confection were made by plaintiff, 
J. Fish Smith, in the western states, such as Utah, California, Oregon, 
Washington, but gradually the operations were expanded to include sales 
throughout every state in the Union, as well as Hawaii and Alaska. The 
first sales in Texas and Missouri were made in 1950 and sales were made 
in the City of Memphis as early as 1951. 

VII. In offering the Lik-m-a1p confection to the public, initial sales 
resistance was met because the public considered same as another powdered 
drink base and it was necessary that the public be educated as to the 
markedly different character of the LIK-M-AID confection which was designed 
primarily to be eaten. 

VIII. wiK-M-arp confection is sold at retail for 1¢ per package and is 
packed 150 envelopes to the carton, which carton is sold for 90¢ to the 
jobber and $1.10 to the retailer. 

The LIK-M-AID confection is sold through brokers who contact the 
various jobbers and shipments are made direct from the factory to the 
jobbers. 

IX. The sales of LIK-M-ADE in the first year of operations, namely, 
1942, were relatively modest, totalling for J. Fish Smith about $900.00. 
The business has steadily grown so that for the year 1953 the total sales 
of the product LIK-M-AIp approximated $900,000.00, which represented, 
in terms of individual envelopes sold, about 150,000,000. 

X. Due to the great demand for LIK-M-alD in the middlewestern and 
eastern parts of the country, J. Fish Smith did, on or about September 1, 
1952, establish a branch factory at St. Louis, Missouri, for the sole purpose 
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of manufacturing and distributing LIK-M-alp confection to accommodate 
the demand in these portions of the country. The initial investment in 
plant equipment was about $50,000.00 but was increased to about $250,- 
000.00 due to a further expansion of the facilities thereof, which expansion 
commenced about November 1952, and was completed about June 1953. 

XI. On or about January 1, 1953, plaintiff, J. Fish Smith, did form 
with his five children, the other plaintiffs in this suit, a partnership for 
sharing in the profits of the operations at the St. Louis branch. J. Fish 
Smith did retain full and complete control of the operations at Salt Lake 
City and retained control of general policy of the St. Louis factory. The 
operations of both branches were considered and handled as a single 
company. 

XII. Plaintiffs established warehousing facilities at various geo- 
graphical points in the East and Middlewest for maintaining an inventory 
of LIK-M-AID confection for distribution throughout the adjacent territories. 

XIII. The plaintiffs have regularly since 1951 sold LIk-M-alp to jobbers 
in the City of Memphis and by September 1952, 759,000 packages had 
been shipped into Memphis. 

XIV. The sales of LIK-m-aiD have been profitable to plaintiffs as evi- 
denced by the fact that the St. Louis factory was established and expanded 
through earned profits. 

XV. Defendant has for many years produced and sold various soft 
drinks and soft drink powder bases, among the latter is COLLINS DELICIOUS 
PENNY DRINK and OH BOY. These powdered drink concentrates of defendant 
have a citric acid content comparable to all other drink bases being 
about 15%. 

XVI. Defendant, for approximately ten years prior to 1953, had 
knowledge of the presence on the market of plaintiffs’ candy product or 
confection sold under the mark LIK-M-AID. 

XVII. In the latter part of 1952, and early part of 1953, defendant 
took active steps to produce a candy confection of the identical character 
and composition as plaintiffs’ Lrk-M-arD and in the latter part of April 
1953, defendant did offer this confection to the trade under the name 
EAT-UM-AID. 

XVIII. Defendant packaged its EaT-UM-aID confection in paper con- 
“ainers of the same general size as plaintiffs’ envelope and on the front 
"ace of defendant’s container there is represented the expression EAT-UM- 
Alp and the prominently displayed phrase EAT OR DRINK with the pictorial 
representation of a child’s head on the left side of the label; the child 
being in the act of partaking of the product. This fanciful figure is 
wearing a head band with two feathers projecting upwardly therefrom. 
At the upper portion of the label is a broad colored band carrying thereon 
a legend as to the flavor and the package is in a color corresponding to 
the flavor of the contained confection. On the rear face of the package 
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there are presented the expressions JUST LICK UM UP, HEAPGOOD, and direc- 
tions in English and Spanish with respect to the use of the product. There 
is also shown the notation, EAT-UM-AID COMPANY, MEMPHIS, TENNESSEE. 

XIX. The plaintiffs’ package and the defendant’s parcel for the 1¢ 
confections each bear a confusingly similar dress and label in that each 
is dominated by the respective terms LIK-M-AID and EAT-UM-AID, which are 
similar in general appearance and significance; each package bears the 
expression, EAT OR DRINK in prominence subordinate only to that of the 
primary trade terms above mentioned; each bears the cost figure, namely, 
1¢ on the right hand side of the front of the package; each bears the 
pictorial representation of a fanciful child on the left hand side of the 
label, which figures are shown with the left hand raised for presenting 
the contents of the parcel to the mouth; each label bears a colored bar at 
the top thereof having the flavor notation provided in white letters thereon ; 
each parcel bears on the rear face thereof English and Spanish language 
notations ; each parcel is of substantially the same size; each parcel has an 
over-all color corresponding to the flavor of the contained confection; and 
each of the parties sells its respective confection in the same six flavors 
and presents a selection of packages containing these six flavors in display 
cartons which are of substantially the same size. 

XX. Defendant packages EAT-UM-aID parcels 120 to the carton and 
sells the carton to the jobber for 72¢. The jobber sells same for 90¢ to 
the retailer, who will thus receive $1.20 upon sale of the packages thereon. 

The display carton utilized by the defendant is very similar in size 
to that used by the plaintiff, and defendant uses the expression EAT OR 
DRINK in immediate association with its trade mark EAT-UM-AID on the 
earton. Also across the front of the carton is the term A TREAT TO EAT 
while in a corresponding location on its carton plaintiffs utilize the expres- 
sion TASTY TREAT. Plaintiffs’ trade mark LIK-M-AID appears at various 
points upon plaintiffs’ carton and in immediate proximity with the trade 
mark is the term EAT OR DRINK. Also, each carton presents the contained 
packages in three rows, with the spacings for same in each carton being 
substantially of the same extent. 

XXII. Upon first learning of the appearance on the market of Eat- 
uM-AID plaintiffs brought notice to defendant of their objection to the dress 
of defendant’s package and its trade mark, which notice was received by 
defendant on May 14, 1953. Defendant did not heed the objection of plain- 
tiffs and continued to sell EAT-UM-AID candy in Memphis as well as other 
locations; that the products of the parties are identical in every respect; 
that such products are sold for the same retail price, namely, 1¢ to the 
same segment of the market, namely, children of school age; and are sold 
throughout the same territories which could ultimately include the entire 
United States. Thus, EAT-UM-AID confection and LIK-M-AID confection are 
in immediate competition. 
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XXIII. The defendant in adopting the label and dress of its container 
for the EAT-UM-AID confection obviously attempted to colorably imitate the 
distinctive style and dress of plaintiffs’ package and label, and that the 
concurrent sale of the two packages is likely to lead to deception of the 
purchasing public. 

XXIV. The plaintiffs’ common law trade mark LIK-M-arD has through 
its wide usage and the good will created thereby developed secondary 
meaning whereby the same is a valid trade mark. 

XXV. The trade mark Eat-UM-arp of defendant is confusingly similar 
to plaintiffs’ trade mark LIK-M-aID in that there is similarity in significance 
or meaning and that from an appearance standpoint, each mark is com- 
posed of three distinct portions, two portions thereof being, to all intents 
and purposes, identical. 


CONCLUSIONS OF LAW 


I. The Court has jurisdiction of the parties and of the subject matter 
hereto. 

II. The label and dress of the package used by defendant for its 
confection is a colorable imitation of the label and dress of the package 
of plaintiffs. The use thereof by defendant in competition with the plain- 
tiffs constitutes unfair competition. 

III. Plaintiffs’ trade mark LIK-M-aID is a good and valid common law 
trade mark. 

IV. The defendant has infringed the plaintiffs’ trade mark LIK-M-aID. 

V. Plaintiffs are entitled to an injunction requiring the defendant to 
alter the package dress, label and trade mark of the product EAT-UM-AID 
in such respects as will prevent confusion. 0. &@ W. Thum Co. v. Dickinson, 
(CCA 6, 1917) 245 F. 609; Chesebrough Mfg. Co., Consolidated v. Old Gold 
Chemical Co., Inc. (CCA 6, 1934), 70 F.2d 383; Liggett & Myers Tobacco 
Co. v. Finzer, 128 U.S. 182; BE. Kahn’s Son Co. v. Columbus Packing Co., 
(CCA 6, 1936) 82 F.2d 897 [26 TMR 303]; Q-Tips, Inc. v. Johnson & 
Johnson, (CCA 3, 1953) 206 F.2d 144 [44 TMR 39], cert. den., 346 U.S. 
867, 1953; Western Oil Ref. Co. v. Jones, (CCA 6, 1928) 27 F.2d 205; 
The Hemmeter Cigar Co. v. Congress Cigar Co., Inc., (CCA 6, 1941) 118 
F.2d 64 [31 TMR 182]; DeVoe Snuff Co. v. Wolff, (CCA 6, 1913) 
206 F. 420; Kay Jewelry Co. of Chattanooga v. Morris et al., 26 Tenn. 
App. 285, 1942. 


RAYCO MANUFACTURING COMPANY et al v. 
LAYCO AUTO SEAT COVER CENTER, INC. et al. 


N. Y. Sup. Ct., Special Term, Bronx County — March 23, 1954 


UnFralIR COMPETITION—IN GENERAL 
Plaintiff seeks to restrain defendant from use of the name LAYCO in connection 
with their business under section 964 of the Penal Law which makes it a misde- 
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meanor for one with intent to mislead and deceive, to use a name similar to that 
of any other person or firm and provides that application may be made for an 
injunction and if it appears to the Court that deception is likely an injunction 
may issue without proof of actual deception; plaintiff, an auto seat cover manu- 
facturer since 1945, selling in 30 states and advertising extensively; defendant is 
controlled by one Gerber, formerly employed by plaintiff and defendant has adopted 
same format, signs and slogans as plaintiff, since evidence shows that defendant 
adopted the same signs, legend and form with intent to simulate those of plaintiff 
and a prior conviction under penal provisions of section 964 is not a prerequisite 
to the civil remedy, an injunction is granted. 
UNFAIR COMPETITION—INJUNCTION 


In statutory proceeding mere priority of use, however extensive is insufficient 
to enjoin infringement or unfair competition but there must be conclusive evidence 
of intent to deceive and determination of conclusive evidence must be based on 
situation as a whole. 


Edward L. Dubroff (Charles V. Halley, Jr. of counsel), of New York, N. Y. 
for plaintiff. 
Kronhart & Kronhart, of New York, N. Y. for defendant. 

Petition by Rayco Manufacturing Company and Rayco Bronz, Inc. v. 
Layco Auto Seat Cover Center, Inc., and Lee Geber under section 964 of 
New York Penal Law. Petition granted. 

Levy, Justice. 

Section 964 of the Penal Law is a hybrid statute. Roughly condensed, 
this legislative enactment has made it a misdemeanor for one—with intent to 
deceive or mislead the public—to use the name, designation or style of any 
other person, firm or corporation (or any symbol or simulation thereof) 
when such use may deceive or mislead the public as to the identity or con- 
nection of the user. In addition, the section further provides that ‘‘ When- 
ever there shall be an actual or threatened violation of this section, an 
application may be made to a court or justice having jurisdiction to issue 
an injunction, upon notice to the defendant of not less than five days, to 
enjoin and restrain said actual or threatened violation; and if it shall 
appear to the satisfaction of the court or justice that the defendant is in 
fact assuming, adopting or using such name, or is about to assume, adopt 
or use such name, and that the assumption, adoption or use of such name 
may deceive or mislead the public, an injunction may be issued by said 
court or justice, enjoining and restraining such actual or threatened viola- 
tion without requiring proof that any person has in fact been deceived 
or misled thereby.’’ Invoking the civil remedy afforded by the statute, the 
petitioners, Rayco Manufacturing Company and Rayco Bronx, Inc., bring 
this proceeding to enjoin the respondents, Layeo Auto Seat Cover Center, 
Inec., and Lee Geber, its president, from using the name LAyYco, or any 
other simulation or approximation thereof in connection with their business. 

The petitioner Rayeco Manufacturing Company was organized as a 
New Jersey Corporation in 1945. It is engaged in the business of manu- 
facturing automobile seat covers and automobile convertible tops, and of 
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selling the same to approximately eighty franchised dealers and distributors 
in about thirty states. The name rayco has been used in connection with 
its product since its incorporation, and in 1952 it received a trade mark 
certificate. Almost $1,900,000 has been spent in advertising its products 
in newspapers, radio and television, and its sales for the year 1953 are 
estimated to have exceeded $8,000,000. The other petitioner, Rayco Bronx, 
Ine. (a New York corporation), is a franchised dealer and distributor of 
Rayeo Manufacturing Company, selling the products manufactured by 
that petitioner, and featuring the name Rayco in the sale of such products. 
Rayco Bronx, Inc., was incorporated in 1949. Since then it has had its 
store in the Borough of the Bronx, in the City of New York. 

The guiding spirit behind Layeco Auto Seat Cover Center, Inc., is the 
individual respondent, one Lee Geber, who was employed by the petitioner 
Rayeo Manufacturing Company as a field representative from September, 
1950 to November, 1952. In July, 1953, Geber incorporated Layco under 
the laws of this state, and it, too, is in the business of selling and installing 
automobile seat covers and automobile convertible tops. Its store is also 
located in the Bronx, within a few miles of the store of Rayco Bronx, Inc., 
and of other franchised dealers and distributors of the petitioner Rayco 
Manufacturing Co., all of whom feature the same signs, displays, and’ 
slogans on their store fronts. As a former Rayco employee Geber obviously 
knew of the prominence of the name rayco long before the incorporation 
of his own company, and knew too of its advertising value. Geber gives 
three unrelated explanations of his choice of Layco as the first name of his 
corporation. He says that the nature of his business is that of ‘‘laying 
covers’’ on automobiles, and that what he did was to take the first three 
letters of ‘‘laying’’ and the first two of ‘‘cover’’ and thus was born the 
name LAyco. He further states that the name he chose was appropriate 
because he sells LAKO convertible automobile tops. And he also alleges that 
his first name is not ‘‘Lee’’—as he was sued and as he signs and swears 
to his affidavit without objection—but ‘‘Leo,’’ and that he conceived Layco 
by using the first and last letters of his first name. 

The advertising signs used by the respondents at their store are 
strikingly similar to those employed by the petitioners. For example, 
LAYCO is in almost identical distinctive design as rayco. The words ‘‘auto 
seat covers’’ appear in related juxtaposition and in large bold print in 
both instances (except that in the case of Layco the word ‘‘cover’’ is in 
the singular, while in the case of Rayco it is in the plural). The other 
phrase which is featured in the signs is ‘‘Installed Free In 30 Minutes,’’ 
and this phrase too is set up in almost identical fashion, even to the point 
where the only word which is in script is the word ‘‘free’’ (except that in 
the Layco sign it is also underlined). The respondents do not sell any 
Rayco products. They do handle HOWARD ZINK seat covers—but the name 
of this supplier as printed in the respondents’ store signs is significally 
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minimized. They also sell LAkKO convertible automobile tops—but the 
name or style of this concern is not given display at all. 

I have no doubt that the name, signs, legends and form adopted by 
the respondents intentionally and deliberately simulate the petitioner’s 
established name, displays, designs and slogans. Under the express pro- 
visions of the statute no proof is required that any person has in fact been 
deceived or misled, though some proof has been presented (by affidavit) 
that there has been confusion in the minds of some members of the public 
with respect to who is operating the respective stores of the parties. 

Because the relief here sought is so summary and sweeping, I have 
carefully examined not only all of the decisions cited by the respondents 
in opposition to the application, but other precedents as well. I am 
strongly persuaded that if an injunction is not to be granted here, the civil 
remedy created by the section is not ever to be utilized—unless perhaps 
there has been a prior conviction under the penal provisions of the section. 
But that, it seems to me, is obviously not the intent of the Legislature. 
That is certainly not expressly provided for, and it is clear from a reading 
of the statute that it was not intended that the summary remedy on the 
civil side await disposition of the charge in the Criminal Courts. ‘‘ Clearly 
the scheme of the statute is to create two avenues whereby the evil which 
it denounces may be reached. First, those charged with the enforcement 
of the Criminal Law may prosecute the offender as a criminal. Second, 
the aggrieved individual may have speedy relief on the civil side by the 
preventive device of an injunction.’’ Matter of Julius Restaurant v. 
Lombardi, 282 N. Y. 126, 129 [30 TMR 187]. 

Doubtless, in a statutory proceeding such as this—as distinguished 
from the normal action in equity—mere priority of use, however extensive, 
is insufficient upon which to enjoin infringement or unfair competition. 
But while the statute is in part criminal—and in a criminal prosecution 
under it, guilt must of course be proved beyond a reasonable doubt—that 
is not the measure of proof, where, as here, the civil phase of the section is 
invoked. Matter of Overseas News Agency, Inc. v. Overseas Press, Inc., 
183 Mise. 40, aff’d 268 App. Div. 856 [34 TMR 329]. There must be— 
but it is sufficient if there be—‘‘conclusive evidence of intent to deceive 
and mislead the public.’’ Association of Contracting Plumbers of the City 
of N. Y., Inc. v. Contracting Plumbers Ass’n of Brooklyn and Queens, Inc., 
302 N. Y. 495, 502 [41 TMR 697] And any particular situation must be 
taken as a whole in order to determine whether or not the injunction should 
be issued. Cf. Oakite Products, Inc. v. Boritz, 161 Misc. 807. A finding 
of the requisite ‘‘intent’’ is certainly not dependent upon confession or 
concession. The state of mind required to be proved may, with at least 
equal assurance, be adequately ascertained from objective facts. In the 
instant case, the extrinsic circumstances (each of which may or may not be 
insufficient on its own) all unite to compel a finding of guilty intent— 
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prior association, knowledge, motive, unusual similarity of first word in 
corporate name, competitive businesses, striking identity of trade slogans 
(both in language and style), proximity of store locations, the de-emphasis 
on the respondents’ storefront sign of other products sold by them, tortuous 
explanations in justification, &c. 

The appellate courts have seldom been called upon to pass upon factual 
controversies in these cases, but a number have been passed upon at Special 
Term. In Atlas Corporation v. Atlas Investing Corporation, 98 N. Y. 8.2d 
60, Seltzer v. Flannagan, 99 N. Y. 8.2d 649, Montalti v. Montelione, 72 
N. Y. 8.2d 879, Wilma Gowns, Inc. v. Wilma Juniors, Inc., 82 N. Y. 8.2d 
119 [38 TMR 786], and Matter of Fainblatt v. Leo Sportswear Co., Inc., 
178 Mise. 760, the injunction requested was granted. In view of the con- 
clusion which I have reached, I shall do no more than cite, as I have the 
authorities in support of my view. But I shall endeavor to analyze those 
eases where it has been held that the civil proceeding under section 964 
was not in such cases an available remedy. Each of them, in my opinion, 
is distinguishable on the facts from the instant case. 

Thus, in Central Greyhound Lines, Inc., of New York v. Greyhound 
Cab Corporation, 81 N. Y. 8.2d 416 [38 TMR 690], the petitioner was 
engaged in the business of transporting by bus, passengers throughout 
New York, and adjacent states, whereas the respondent was engaged in a 
general taxicab business transporting persons in New York City. The 
taxicabs were painted with orange fenders and a cream body, carried a 
small insignia of the Empire State Building and wings, and the name 
‘“‘Greyhound Cab Corp.’’ appeared on the rear door in letters two inches 
high. The petitioner’s color scheme was silver and blue, with the insignia 
of a leaping greyhound. The court pointed out (page 419), that a motor 
bus has a fixed route on the streets in which it operates, whereas a taxicab 
does not; and, further, that a customer hails a taxicab because it was 
available, whereas in the case of a bus one has to go to the terminal and 
select the particular bus on which he desires to ride. Surely, this case 
is not helpful to the respondents at bar, where the signs are so similar and 
the businesses in sharp competition. Another case where the application 
was denied is Club Iceland, Ltd. v. Iceland Restaurant Corporation, 29 
N. Y. 8.2d 913. There the petitioner conducted an ice-skating rink, and 
as an adjunct maintained a restaurant for the convenience of the skaters 
primarily. The respondent conducted a restaurant only. The court said 
at page 914: ‘‘There is no proof of any similarity as to the type of 
restaurant operated by these litigants, and it would seem improbable that 
one establishment could be mistaken for the other.’’ 

While some of the language of the opinion in Matter of Julius 
Restaurant, Inc. v. Lombardi, 174 Mise. 875 [30 TMR 441], appears to be 
in disagreement with my views, the facts of that case justify the learned 
court’s conclusion. The respondent used his own name, JuLius, in the 
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operation of his restaurant. He had established his caravansary prior to 
the time when the petitioner had opened its business, and was generally 
known as Juuius to his patrons. The respondent was not charged with 
having assumed the name of JuULIUs as part of his corporate name. As the 
court pointed out, at page 877, ‘‘ordinarily a person may freely use his 
name for any lawful purpose and this regardless of others who may bear 
the same name. * * * Conspicuously absent is any evidence of intent on 
respondent’s part to mislead the public. Though there may be competition 
between these litigants, and of this there is grave doubt, it nevertheless 
does not grow out of any criminal fraud on respondent’s part.’’ 

In Matter of Schenne v. Benson, 178 Mise. 301 [32 TMR 292], the 
court denied the petitioner’s application to enjoin respondent from con- 
tinuing the business of a bar and restaurant under any name in which the 
word poe is used. The petitioner in the spring of 1941 purchased the 
business from the respondent, including the registered name of DOG BaR. 
The petitioner used the name poa, which has since been identified with its 
business. In connection with the sale of the business to the petitioner, 
the respondent agreed not to enter into a similar business within a radius 
of fifteen miles for a period of five years. In the fall of 1941 the respondent 
opened a bar known as THE DOG at a place located some seventeen miles 
from the one he sold to the petitioner. The petitioner’s bar was in a 
small hamlet, while respondent’s was located in the downtown section of 
the City of Buffalo. The court in denying the application stated, at page 
304, that ‘‘if defendant’s new place of business was in close proximity to 
his former business, it might appear clear that such was his intention’’— 
that is, to deceive or mislead the public—but, because of the distances 
between the two places of business, and the fact that one was located in 
a large city and the other in a small country town, the court denied the 
application. In the case before me the respondents have their store in 
the Bronx, as do one of the petitioners, and the distances between the two 
stores is just several metropolitan miles. And, since petitioners do busi- 
ness in some thirty states (including New York State and New York City) 
it may well be that customers from distant communities may confuse 
respondents’ store with those owned or franchised by the petitioners. 

Association of Contracting Plumbers of the City of New York, Inc. v. 
Contracting Plumbers Association of Brooklyn & Queens, Inc., 302 N. Y. 
495 [41 TMR 697], is a case where it is quite clear that there was no 
intent to deceive or mislead. In the first place the respondent had sub- 
mitted another corporate name for approval by the secretary of state, but 
it was rejected because of conflict with that of an existing association. The 
name now attacked had the approval of a large segment of the plumbing 
industry doing business in the boroughs of Brooklyn and Queens. The use 
of the phrases ASSOCIATION OF CONTRACTING PLUMBERS Or CONTRACTING 
PLUMBERS ASSOCIATION was nationwide and the national organization was 
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encouraging the use of such phrases by all groups affiliated with it. As 
the court said at page 502, ‘‘the very use of the terms in connection with 
New York City, Brooklyn and Queens indicates a separate and distinct 
entity and it is unreasonable to assume, without clear proof, that in such 
use the respondent-appellant intended to mislead or deceive any member 
of either association * * *.’’ In short, the court found that the name 
adopted by the petitioner had acquired no secondary meaning and it had 
no monopoly on the use of its name, and that there was no intent to deceive 
on the part of the respondent. 

In Matter of Murray v. Roedel, 196 Misc. 233, the petitioner (whose 
status or interest does not appear from the opinion) sought to enjoin the 
respondent from conducting the business of teaching dancing in Albany, 
New York under the name THE ARTHUR MURRAY SCHOOL OF DANCING, 
because, as claimed by the petitioner, the public could not really receive 
personal instruction from Arthur Murray himself, whose name in the 
dancing world was alleged to be known by all, and that therefore there 
was clearly an intent to deceive and a likelihood of deception. The court 
said at page 236: ‘‘It is more reasonable to think that he (a member of 
the public) would expect to receive instruction in a particular method 
of dancing invented by a person of that name (Arthur Murray) and 
taught by instructors trained in his method.’’ Obviously, there was no 


evidence that the respondent intended to deceive or that the public could 
be misled. 


In Matter of Overseas News Agency, Inc. v. Overseas Press, Inc., 183 
Mise. 40 [34 TMR 329], the petitioner was using the name OVERSEAS NEWS 
AGENCY for four years in connection with its business of disseminating news 
and feature articles and attempted to enjoin the respondents from using 
the name OVERSEAS in connection with their business—which was that of 
gathering feature articles but not news. The court held that the name 
OVERSEAS was a geographical term which described the nature of the busi- 
ness. Also, the court said, at page 43, that ‘‘The parties are not really 
engaged in dealing with the public; at least not in the usual way in which 
a deception may occur, where competitors in a wholesale or retail business 
are selling goods or services to the public * * * Persons either contributing 
articles to or buying articles from the parties would be influenced by 
personal contacts and arrangements and by the merits of the articles rather 
than by the name of the agency.’’ In the case of Rayco and Layco, on 
the other hand, there is no question but that the parties are directly and 
sharply in competition, and that they are competitors selling goods to the 
public. 

In Matter of Agash Refining Corporation v. Gash, 182 Mise. 309, 
Abraham Gash established a business in 1903. It became bankrupt, and 
petitioner—Agash Refining Corporation—acquired the assets in 1942, and 
has continued the operation of the business. In 1943, Abraham Gash 
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entered into a new business under the name of A. Gash & Company, and 
after his death that business was continued by his sons, who were the 
respondents. The court, in denying petitioner’s application for an injunc- 
tion pointed out, at page 310, that the business of respondents was 
materially different from that of the petitioner, and thus, that they were 
not competitors. The court also found that the assumption of the name 
A. GASH & COMPANY by the respondents was in good faith. 

There are probably other relevant facts or material grounds of dif- 
ferentiation between the cases relied upon by the respondents and those 
presented to me in the instant controversy, but I think I have pointed out 
the salient distinctive features—and I have extended this opinion beyond 
what I hope is necessary, and certainly beyond what I had intended or 
now desire. No doubt, I suppose, I could certainly direct the taking of 
testimony in aid of the application under section 964. Matter of Agash 
Refining Corp. v. Gash, supra, at page 311. Or, I might postpone the day 
of inescapable judgment by dismissing the proceeding without prejudice 
to the institution of an action in equity to restrain the respondents from 
the use of the word LAyYco in the conduct or advertising of their business, 
or of any simulation of the word rRayco for that purpose. Cf. Matter of 
Schenne v. Benson, 178 Mise. 301, 305 [32 TMR 292]. But I have come to 
the considered conclusion that the respondents should promptly refrain 
from the use of the name LAyco, and of any name, designation or symbol 
similar to RAYcO, and that an injunction should issue accordingly. That 
does not, as claimed by the respondents, involve putting them out of busi- 
ness, but simply compels them to conduct their business with some regard to 
appropriate business ethics—at least to the extent of not simulating the 
established name and slogan of a competitor, and of not doing so with intent 
to deceive and mislead the public. That—no more and no less—is the pur- 
pose and function of the statute. And, since the respondents have only com- 
paratively recently embarked upon their venture, I quote, as quite opposite, 
what the Court of Appeals said in Julius Restaurant, Inc. v. Lombardi, 282 
N. Y. 126, 129 [30 TMR 187], ‘‘Generally, a wrong prevented results in 
better justice than an attempted cure.’’ The sooner this wrong is ended, 
the less damage will result to both of the contending parties, and to the 


public. 


SHEFFIELD SILVER CO. v. ETON SHEFFIELD PLATED WARE, INC. 
N.Y. Sup. Ct. Special Term, N. Y. County — April 2, 1954 


Unralirk CoMPETITION—IN GENERAL 
Where plaintiff has used corporate title since 1908 and has acquired a valuable 
good will among the trade and general public use of the name SHEFFIELD as part 
of its corporate name by another will be enjoined. The name SHEFFIELD is not 
descriptive of any quality of the silver made by either nor does it have any 
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geographical reference but use of the name SHEFFIELD in defendant’s corporate 
name is likely to cause confusion as to source. 


Action by Sheffield Silver Co. v. Eton Sheffield Plated Ware, Inc., for 
unfair competition. Judgment for plaintiff. 
Jay Leo Rothschild, of New York, N. Y. for plaintiff. 
Abram Shefstein, of New York, N. Y. for defendant. 
NATHAN, Justice. 

There is no dispute as to the principles of trade name law applicable 
to this case. The defendant, however, denies that plaintiff has acquired a 
valuable good will in its corporate name. Both parties began stamping 
their respective corporate names, which are found to be confusingly similar, 
upon their silver-plated ware at about the end of 1952 or early 1953. The 
defendant was organized in 1946 under a different name and adopted its 
present name in November, 1952. The plaintiff was organized under its 
present name in 1908 and, by 1938, was asserted to have built up ‘‘a valu- 
able good will.’’ See Federal Trade Commission v. Sheffield Silver Co., 98 
F.2d 676, 678. Upon the evidence the court concludes that plaintiff’s 
corporate name had acquired a valuable good will by the spring of 1953, 
not only among retailers but among the ultimate consumers of its products. 
The use of the word Sheffield in defendant’s corporate name is not neces- 
sary to the pursuit of its business nor descriptive of its product. It is the 
source of the confusing similarity in the names of the parties. It is clear 
that the use of the word Sheffield by both parties is not descriptive of any 
quality of the merchandise they sell. Sheffield is a city in England where 
silver has been made for centuries. Both parties manufacture their goods 
here and have no connection with English silversmiths. But plaintiff’s 
right to its corporate name has not been successfully attacked since its 
organization in 1908. There is evidence that plaintiff is complying with 
restrictions imposed by the Federal Trade Commission. Accordingly, the 
defendant will be restrained from using the word Sheffield in its corporate 
name. The defendant remains free to use the word in the field left open by 
the Federal Trade Commission. See Matter of Samuel E. Bernstein, Inc. 
[National Silver Company], F. T. C. Docket No. 1068, July 3, 1947. All 
motions not now disposed of and upon which decision was reserved are 
denied. Settle judgment. 


THE PERRY KNITTING COMPANY et al. v. 
MEYERS doing business as MIGHTY MITE CO., et al. 


No. 57-86 — D.C.S.D., N. Y.— April 12, 1954 


REMEDIES—BASIS OF RELIEF 
Where plaintiffs, as related concerns, manufactured and sold children’s sleeping 
garments under the trade-mark NITEY NITE since 1924, said mark being registered 
in 1925 and renewed in 1945, and have expended over $2,000,000 in advertising 
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and the mark has acquired a secondary meaning and defendants in 1950 applied 
for registration of MIGHTY MITE as a mark for children’s wear, including pajamas, 
which application was successfully opposed by plaintiffs and the evidence shows 
that the defendants adopted the mark MIGHTY MITE with knowledge of plaintiffs 
mark and in bad faith and there is evidence of actual confusion in the trade, 
plaintiffs are entitled to an injunction against the use of the term as a trade- 
mark and as a part of defendants’ corporate name. 


CourTS—FINDINGS 


Decision of Patent Office on question of similarity and likelihood of confusion 
while not res judicata nevertheless carries substantial weight. 


TRADE-MARK ACT OF 1946—REGISTRABILITY 


NITEY-NIGHT is not descriptive but fanciful and suggestive and is registrable 
under statute as a valid trade-mark. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF 


Defendants may not complain of plaintiffs extending use of mark NITEY NITE 
to other items of children’s wear other than pajamas even though use of the mark 
on some items is subsequent to use of mark MIGHTY MITE on similar items since 
plaintiffs’ expansion is a natural one and mark NITEY NITE has acquired a secondary 
meaning denoting a simple source or origin entitling plaintiff to an injunction 
against defendant as infringing users who have deliberately sought to trade on 
plaintiffs’ good will. 

Courts—CostTs 


Plaintiffs are awarded $1,000 as attorney’s fees. 


Action for trade-mark infringement and unfair competition by The 
Perry Knitting Company v. Mighty Mite Co. Judgment for plaintiff. 

Case below reported at 44 TMR 326. 

Munn, Liddy, Nathanson & March (Sylvester J. Liddy and Arthur L. 

Nathanson of counsel), of New York, N. Y. for plaintiff. 

John P. Chandler, of New York, N. Y. for defendants. 
LEIBELL, District Judge. 

This is an action for infringement of a registered trade mark and for 
unfair competition. Plaintiff, The Perry Knitting Company, is a manu- 
facturer of knitted garments of various kinds, including children’s sleeping 
garments. The other plaintiff, Glendale Knitting Corporation, was wholly 
owned and controlled by Perry and was the selling agent for Perry. They 
were related companies within the meaning of Sections 1055 and 1127 of 
Title 15 U.S.C. Glendale was originally incorporated as Nitey Nite Sleep- 
ing Garments Corporation in 1940, but a year later its name was changed 
to Glendale Knitting Corporation. Since January 5, 1953, Glendale has 
been merged in Perry, and Glendale is now the Glendale Division of the 
Perry Knitting Company. 

On August 18, 1925, trade mark Registration No. 202,164 was issued 
by the United States Patent Office, under the Act of 1905, to The Perry 
Knitting Company for the mark nitTey nite for ‘‘Children’s Sleeping 
Garments in the Nature of a Combination Garment with Feet Attached.’’ 
The application for the trade mark was filed November 29, 1924, and stated 
that the mark had been continuously used in the business of the applicant 
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since June 27, 1924. The words NITEY NITE are ‘‘displayed in a single line 
of stylized capital and lower case type.’’ The registration was renewed in 
1945 and is in full force and effect. 

Plaintiff has continuously used the trade mark NITEY NITE for infants’ 
and children’s sleeping garments since June 27, 1924. During the four- 
teen-year period from 1940 to 1953, plaintiff sold over $35,000,000 worth 
of merchandise bearing the trade mark NITEY NITE, eighty-five per cent of 
their total sales. During the same period, they spent about $2,000,000 for 
advertising. 

For about fourteen months prior to the institution of this action, on 
March 30, 1950, the defendants, Al Meyers and Sol Meyers, did business 
as Mighty Mite Co. and used the trade mark MIGHTY MITE. On November 
1, 1952, after this suit was started and after the hearing before the Inter- 
ference Examiner in the Patent Office in relation to defendants’ trade 
mark application had been closed, they incorporated Mighty Mite Inc., 
which has succeeded to the assets and business of the former partnership. 
By stipulation, Mighty Mite Inc. has been added as a defendant in this 
litigation. 

While the individual defendants were doing business as Mighty Mite 
Co., they filed on February 1, 1950, an application in the United States 
Patent Office for the registration of MIGHTY MITE as a trade mark for 
‘‘certain garments for infants and children, namely, creepers, cardigan 
sweaters, polo shirts, pajamas and outer suits formed in one, two and 
three pieces.’’ In the trade mark application the words MIGHTY MITE, both 
in bold lower case letters, with the word micuty above the word MITE, 
were superimposed on what appears to be an unfinished representation of 
a globe (the earth). 

Plaintiff, Perry, successfully opposed the defendants’ application. 
On November 17, 1952, the Examiner of Interferences ruled that the appli- 
eants (defendants) were not entitled to register the mark MIGHTY MITE. 
The Assistant Commissioner, on October 30, 1953 [44 TMR 326], affirmed 
the examiner’s decision and it has become final. Despite that ruling, 
defendants continued to use the mark and trade name MIGHTY MITE. Plain- 
tiff instituted this action on March 30, 1950, while the opposition proceed- 
ings were pending in the Patent Office. In July, 1952, defendants ceased 
manufacturing sleeping garments but continued manufacturing the other 
children’s garments mentioned in the application for the trade mark 
MIGHTY MITE. In the summer of 1953, defendants announced that they 
would sell pajamas of their ‘‘Saginaw’’ company. 

The Assistant Commissioner of Patents ruled that under the Act of 
1946 it was not necessary for the opposer (Perry) to show that the appli- 
eants’ (defendants’) proposed mark would be used on ‘‘goods of the same 
descriptive properties’’ as the opposer’s (Perry’s) goods. The Commis- 
sioner ruled ‘‘The proper test to be applied is whether or not the goods are 
of such nature that, if marketed under the same or confusingly similar 
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marks, the purchasing public is likely to believe that they emanate from 
the same source.’’ He held that the miagHTY MITE goods were of a type or 
character which the public might reasonably assume to be manufactured 
and sold by Perry, the prior user of the mark NITEY NITE, as additional 
products in Perry’s ‘‘line.’’ 

As to the similarity in sound of the two marks NITEY NITE and MIGHTY 
MITE, the Commissioner stressed its importance in these days of radio and 
television advertising. See also—Restatement, Torts, Sec. 729 (a) (ii), 
Comment (c). 

The decision of the Patent Office on the question of similarity of the 
two marks in oral speech, and the likelihood of confusion of the purchasing 
public, although not res judicata, nevertheless carries substantial weight, 
because of the Commissioner’s familiarity in dealing with such problems. 
Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 199 F.2d 602 [42 TMR 911]. 

Defendants attack plaintiff’s trade mark, contending that it is only 
descriptive of the merchandise and hence invalid, citing Franklin Knitting 
Mills v. Fashionkmit Sweater Mills, 4 F.2d 1018. But that case involved 
a trade mark that was a combination of two words in common use and was 
descriptive of the product on which the trade mark was used. Here we 
have a mark NITEY NITE that is derived from the practice of saying ‘‘Good 
Night’’ to children by using the words ‘‘Nighty Night’’ in grown-ups’ 
affectionate baby talk. The testimony in this case shows that the appropri- 
ateness of the mark occurred to one of the plaintiff’s salesmen when saying 
‘Good Night’’ to his children. It has been applied by plaintiff to chil- 
dren’s sleeping garments of various kinds, night drawers with feet attached, 
pajamas, sleeping bags and the like. It is not descriptive. It is fanciful 
and suggestive. It is registrable under the Statute and is valid. 


‘**That a designation may have a suggestive significance in con- 
nection with the goods does not render it inappropriate for use as a 
trade mark. The test is the imaginativeness involved in the suggestion, 
that is, whether the suggestion is so close and direct that it is appar- 
ently descriptive and generally useful in approximately that form to 
all merchants marketing such goods or is so remote and subtle that it 
is fanciful and not needed by other merchants of similar goods.’ 3 
Restatement, Torts, Sec. 721, Comment (a) (1938).’’ Douglas Labor- 
atories Corp. v. Copper Tan, Inc., 210 F.2d 453 [44 TMR 657]. 


Plaintiff’s mark meets the above test. 

Plaintiff adopted the mark in 1924, registered it in 1925, and has used 
it continuously. Plaintiff has advertised the mark NITEY NITE nationally 
and as much as five per cent of the gross receipts has been spent for adver- 
tising by plaintiff. Plaintiff’s retail customers have also advertised it 
locally. The mark has acquired a secondary meaning as indicating plain- 
tiff’s goods exclusively. Armstrong Co. v. Nu-Enamel Corp., 305 U.S. 315 
at p. 336 [28 TMR 237]. There is no proof of any substantial sums spent 
_by defendants for advertising purposes. I may assume that if the proof 
were available, it would have been offered. Defendants’ total sales, down 
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to July, 1953, amounted to about $375,000, of which about four per cent 
were children’s pajamas. 

Defendants’ adoption of the mark and trade name MIGHTY MITE was 
with full knowledge of plaintiff’s registered trade mark NITEY NITE and 
with an appreciation of the similarity in the two names, especially in oral 
speech. That is admitted. The explanation given by defendants of the 
circumstances under which the defendant partnership, formerly known as 
Mite-ee Tot Co., changed its name and trade mark to MIGHTY MITE is not 
convincing. The story is told that Sol and Al Meyers had a third partner, 
named Rosner, with whom they had some legal controversy, and that in 
order to avoid the possibility of Rosner winning his suit and the right to 
the Mite-ee Tot name, the Meyers brothers decided to get a clean start with 
a new name and all the assets of the old business, except the mark MITE-EE 
ToT which had been used only six months. It developed that there was no 
real basis for the Meyers’ apprehension and the legal affair with Rosner 
produced no such result. As far as the record shows, there is nothing to 
prevent the defendants from resuming the use of their old mark and name. 

I am satisfied that the Meyers brothers did not adopt the name and 
mark MIGHTY MITE in good faith. Further, when their right to have the 
mark MIGHTY MITE registered in February, 1950, was opposed by plaintiff, 
they persisted in their effort to use it and did not discontinue the sale of 
children’s pajamas with that name until months after the Examiner of 
Interference ruled against them. And while this present action was pend- 
ing, they incorporated their business under the name Mighty Mite, Ine. to 
freeze the mark into a corporate title. Last July (1953) their corporation 
with the Mighty Mite name, announced that it would sell children’s 
pajamas, under the trade mark saGinaw, which further complicated the 
situation. 

This is a case where the defendant infringer appears to have inten- 
tionally sought to capitalize on plaintiff’s trade mark and on the good will 
which had accrued to it through the years. So much has been spent in 
advertising NITEY NITE through the years that it is almost a brand name. 
The trade mark MITE-EE ToT which the defendants Meyers had used for 
only six months, had not acquired any significance at the time defendants 
switched to MIGHTY MITE. The latter mark did possess the advantage of 
so closely resembling plaintiff’s mark in oral speech that defendants could 
get a ‘‘free ride’’ on the latter’s popularity in the children’s apparel field. 

Of course, as Judge Clark stated in La Touraine Coffee Co., Inc. v. 
Lorraine Coffee Co., Inc., 157 F.2d 115 [36 TMR 271], ‘‘In this area of 
trade mark law, each case must be considered separately and precedents 
are not conclusive.’’ But there is this question presented in most of the 
cases :—Whether or not the similarity of names is such as to make likely 
the confusion of any appreciable number of ordinarily prudent purchasers 
as to the source of the goods. Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 
199 F.2d 602 [42 TMR 911]. In the case at bar we have both actual 
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instances of confusion among retailers and also the likelihood of confusion 
among the purchasing public. There has been proof of eleven instances of 
actual confusion and the Commissioner of Patents has found that the simi- 
larity in sound in the two marks is such that it is likely to cause confusion 
or mistake or to deceive the purchasing public as to the source of the goods. 
That was a basic issue before the examiner in the Interference Proceeding. 

There is no need to tarry long on the question of defendants’ use of 
the trade mark MIGHTY MITE on infants’ and children’s sleeping garments. 
Plaintiff has so used its mark NITEY NITE for a quarter of a century. De- 
fendants’ invasion of that right was deliberate and, of course, for profit. 
But defendants argue that plaintiff did not have the right to extend the 
use of the trade mark NITEY NITE to other types of children’s garments 
after defendants used the mark MIGHTY MITE on such apparel; and that 
plaintiff’s use of the mark on children’s sun suits in January, 1953, and 
its purpose to employ it on cardigans, sport shirts and the like in the near 
future, is not entitled to the court’s protection. 

Defendants rely on the Hyde Park Clothes, Inc. v. Hyde Park Fash- 
tons, Inc., 93 USPQ 250 (42 TMR 650) 204 F.2d 223. There are a number 
of particulars in which the Hyde Park case differs from the case at bar. 
First, and most important, is the matter of defendant’s good faith in 
adopting a trade mark or trade name so similar to plaintiff’s mark. In the 
case at bar defendants’ choice was deliberately made and for the purpose of 
gaining an advantage from the close similarity of the two marks. Defend- 
ants applied their mark to children’s and infants’ sleeping garments, such 
as plaintiff had made and advertised, as well as to other infants’ and chil- 
dren’s wearing apparel. That was not the situation in the Hyde Park 
ease. There the defendant had acted in good faith and applied its name 
and mark principally to a special type of women’s suits, covered by a 
patent. The plaintiff in the Hyde Park case had manufactured only men’s 
suits and coats. Defendant manufactured women’s suits and coats. The 
two litigants were not in competition on any manufactured item. Further, 
the defendant in the Hyde Park case was more than paying its own way in 
advertising and had spent a larger percentage of its gross income for 
national advertising than plaintiff had. In the case at bar, plaintiff has, 
for years, spent a good percentage of its gross sales in nationally advertis- 
ing the NITEY NITE trade mark. Defendants have not presented any proof 
of any sums spent for national advertising. The defendants have not paid 
their own way. 

In the Hyde Park case the plaintiff delayed for almost four years after 
notice of defendant’s use of the name and mark, before bringing suit. 
Meanwhile the defendant had expended large sums for advertising. Here 
the plaintiff acted promptly both in bringing this action and in the Patent 
Office interference proceeding and the defendant has spent very little for 
advertising. 
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Plaintiff in the Hyde Park case argued that it had been thinking of 
expanding into the field of women’s suits and coats. But right down to the 
day of trial it had done nothing concrete to show that its alleged plan 
was genuine. In the case at bar the plaintiff actually started manufactur- 
ing sun suits in January, 1953, and sold over $50,000 of that item in that 
year and had made in the 1940s sweat shirts, T-shirts, pullovers and ath- 
letic shirts for men and boys. What plaintiff is now doing is to extend its 
business in the field of infants’ and children’s wear, so as to include sun 
suits and other new items, such as are now being made by defendants. 

In the Hyde Park case the plaintiff’s suits and coats would ordinarily 
be displayed only in the men’s department, and the women’s suits and 
coats in the women’s department. But in the case of infants’ and chil- 
dren’s wearing apparel, especially for young children, sleeping garments, 
sun suits, cardigan sweaters, polo shirts and the like would ordinarily be 
displayed in the same department on counters within sight of each other. 

Here the defendant wrongdoer would bar plaintiff from the court’s 
protection while expanding into what was formerly defendants’ field on 
certain items. Plaintiff’s expansion is a natural one, for reasons which are 
persuasive. Further, the expansion has actually taken place as to one 
item and is not just a feint at doing so. 

Even if plaintiff’s manufacture of infants’ and children’s wearing 
apparel such as sun suits, polo shirts, cardigan sweaters and the like, were 
considered ‘‘Excursion into an adjacent market,’’ the fact that the plain- 
tiff’s mark NITEY NITE is a fabricated mark which has acquired a secondary 
meaning denoting plaintiff as a single source or origin of the goods to which 
the mark is attached, would entitle the plaintiff to an injunction against 
defendant as infringing users, who have deliberately sought to trade on 
plaintiff’s good will. S. C. Johnson & Son v. Johnson, 175 F.2d 176, at p. 
180 [39 TMR 557]. Restatement, Torts, Sec. 731 (b), Comment (c) ; 
Greyhound Corporation v. Rothman, 84 F.Supp. 233 at p. 238, affd. 175 
F.2d 893. 

How can the wrongdoer justly complain when all its business is not 
affected by the use of the mark MIGHTY MITE as part of its corporate name. 
If defendants’ own deliberate and illegal acts now require a broad injune- 
tion to completely bar the use of the mark and name MIGHTY MITE in the 
field of infants’ and children’s wearing apparel, defendants have but them- 
selves to blame and their burden will not be great. All that defendants 
need to do is to change their corporate name and mark by substituting 
something else for the words MIGHTY MITE. They would not have to look 
far for a substitute. Let them resume the use of the mark and name 
MITE-EE TOT which they used before they adopted the mark MIGHTY MITE. 
Or let them use the name saGInaw which is part of a sportswear business 
they have taken over. The injunction will not put the defendants out of 
business but it will keep them within the law in the conduct of their busi- 
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ness. Plaintiff is entitled to effective relief. Warner Co. v. Lilly & Co., 
265 U.S. 526 at p. 532; Champion Spark Plug v. Sanders, 331 U.S. 125 at 
p. 130 [37 TMR 323}. 

I have made findings of fact and conclusions of law. The plaintiff will 
be granted appropriate injunctive relief.. The defendants’ counterclaim 
will be dismissed. Plaintiff is awarded $1,000.00 as attorneys’ fees. Settle 
a decree accordingly. 


AMBASSADOR EAST, INC. v. SHELTON CORNERS, INC., et al. 
No. 91-359 — D.C.S.D. N. Y.— April 27, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Plaintiff ’s trade name PUMP ROOM, for its restaurant in Chicago, is a valuable 
business asset which it is policy of law to protect. 

Fame of name of plaintiff’s Chicago restaurant might attract public to de- 
fendant’s New York restaurant of same name; plaintiff is entitled to protection 
against likely confusion and resultant damage, even if neither unfairness nor fraud 
was intended by defendants. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Direct or ‘‘market competition’’ is not an essential ingredient of unfair 
competition. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Temporary injunction is granted since plaintiff in its action to restrain de- 
fendant’s use of restaurant name in New York identical to that used by plaintiff 
in Chicago has made sufficient showing of probable success in such action, and 
since without temporary injunction it may suffer damage to its reputation which 
could not adequately be compensated by later award. 


Action by Ambassador East, Inc. v. Shelton Corners, Inc., Lawrence 
A. Wien, Harry B. Helmsley, Alvin 8. Lane, and William F. Purcell, doing 
business as Shelton Hotel Associates, and Hotel Shelton Equities, Inc., for 
unfair competition. Plaintiff moves for temporary injunction. Motion 
granted. 

O’Brien, Driscoll & Raftery (Edward C. Raftery, Paul D. O’Brien, and 

Milton M. Rosenbloom of counsel), of New York, N. Y. for plaintiff. 
O’Dwyer & Bernstein, of New York, N. Y. for Shelton Corners, Inc. 
Wien, Lane, Klein & Purcell, of New York, N. Y. for Wien et al., doing 

business as Shelton Hotel Associates. 

Budner & Budner, of New York, N. Y. for Hotel Shelton Equities, Ine. 
Irvine R. KaurMan, District Judge. 

1. ‘*XIV. The plaintiff is entitled to a judgment and decree providing for injunc- 
tive relief prohibiting any further acts of infringement and unfair competition by 
defendants. The injunction shall provide:—(1) That defendants cease and desist from 
using in any way the words MIGHTY MITE in the manufacture or sale of infants’ and 
children’s sleeping garments, including pajamas; and in the manufacture or sale of 
infants’ and children’s wearing apparel such as sun suits, creepers, cardigans, polo 
shirts and the like; and (2) That defendants shall cease and desist from using in their 
trade name and corporate name the words MIGHTY MITE, if defendants wish to con- 


tinue to manufacture or sell any of the aforesaid infants’ and children’s garments and 
wearing apparel.’’ 
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Plaintiff moves for a temporary injunction restraining defendants 
from using the name PUMP ROOM or any facsimile thereof, on the ground 
that the use of this name constitutes unfair competition and causes irrep- 
arable damage to plaintiff’s business. 

Plaintiff is a Delaware corporation which owns and operates the 
Ambassador East Hotel in Chicago, Illinois. As part of the operation, and 
on the hotel premises, plaintiff has a fashionable restaurant and night club 
known as the Pump RooM. From the affidavit of James A. Hart, president 
of the plaintiff corporation, it appears that the PUMP ROOM was opened on 
October 1, 1938, and that it was named for a famous 18th Century watering 
spa and rendezvous for royalty and actors at Bath, England. The affidavit 
describes in detail the unique character of the PUMP ROOM, and alleges 
the excellence of its service, food and reputation, as well as the high quality 
of its clientele. It explains the methods used, and asserts that substantial 
expenses have been incurred, in advertising this distinctive quality of the 
PUMP ROOM. For example, the affidavit states that the PUMP ROOM’s gross 
revenue during the last five years totalled $5,500,000. Annual magazine 
advertising costs for the Ambassador Hotels in Chicago and the PUMP ROOM 
are stated to be $45,000.; $35,000. a year is similarly expended for other 
public relations activities which in large measure are devoted to the PUMP 
RooM. An estimated $25,000. has been expended for the printing and 
circulation of pamphlets describing the Pump room. Assertions of the 
restaurant’s national fame and reputation are supported by extensive quo- 
tations from national magazines and other media of publicity which have 
recognized the high quality of the PUMP Room and its distinctive character. 
The affidavit further states that no expense or detail was spared to make 
the puMP ROOM as famous as its English counterpart and that as a result 
the name PUMP ROOM represents extraordinary quality and character. The 
replacement cost of the PUMP ROOM today is estimated to be $200,000. to 
$250,000. During the past year, some $30,000. was spent in renovating 
the room and a total of $100,000. was spent for the installation of a new 
air-conditioning system. The affidavit urges that the use of the name PUMP 
ROOM by any other restaurant confuses the public because of the association 
in the mind of the public with the Chicago pump room, and that should 
the public find such other restaurant inferior in quality to the Chicago 
restaurant, the reputation of the Chicago PUMP Room will be irreparably 
damaged. The affidavit notes that it has been brought to affiant’s attention 
that defendants operate a medium class restaurant in New York City 
called the PUMP ROOM, in no way similar in decor or in quality of service to 
the PUMP ROOM in Chicago; that defendants have been notified that they are 
thereby infringing the valuable trade name of the Chicago PUMP Room, and 
that unless defendants are enjoined, plaintiff will sustain irreparable 
damage. 

Additional affidavits by two New York residents, and by plaintiff’s 
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attorney, elaborate upon and substantiate the statements of the Hart 
affidavit. 

Defendants do not deny the general assertions of the plaintiff as to the 
quality and reputation of the PuMP RooM, nor do they deny that their New 
York restaurant is using the name PUMP ROOM and that it is a less expensive 
and less elaborate establishment than plaintiff’s. Defendants, however, 
vigorously assert that there is no competition between their business and 
plaintiff’s ; that plaintiff comes before the Court with unclean hands because 
its use of the name PUMP ROOM rests upon a misrepresentation that it has 
an authorized connection with the original Pump Room in Bath, England; 
that defendants have not practiced nor intended to practice any unfairness 
toward or fraud upon the plaintiff and that there is no likelihood of con- 
fusion; and that plaintiff has no title or property in or to the use of, the 
name PUMP ROOM in New York. Lester Genser, president of defendant, 
Shelton Corners, Inc., states in his affidavit of April 15, 1954, that defend- 
ants did not copy the name pump Room from the plaintiff or adopt the name 
by reason of any publicity that may have been given to it by the extensive 
advertising of plaintiff. A further affidavit of defendants’ attorney, indig- 
nantly and picturesquely denounces the anti-democratic character of the 
celebrity-catering Chicago establishment. 

It is clear from the undenied assertions of plaintiff’s affidavits and 
from the accompanying exhibits that the name PUMP ROOM is a valuable 
trade name secured by plaintiff at great effort and expense over the last 
fifteen years. Plaintiff took the name Pump Room from its English counter- 
part, with the latter’s approval and encouragement. But plaintiff has 
given the name its own meaning in the United States. When the pump 
RooM is spoken of in America, I am convinced that the reference is gen- 
erally understood to mean the plaintiff’s establishment in Chicago. Thus 
plaintiff’s trade name is a valuable business asset which it is the policy of 
the law to protect. Siegel Co. v. Federal Trade Commission, 327 U.S. 608, 
612 [36 TMR 117] (1946). 

Defendants urge that no injunction should issue since there is no 
competition or conflict of interests between plaintiff’s business and their 
own. But direct or ‘‘market competition’’ is not an essential ingredient 
of unfair competition. If one uses another’s trade name, he borrows the 
owner’s reputation and good will. ‘‘This is an injury, even though the 
borrower does not tarnish [the name], or divert any sales by its use; for 
a reputation, like a face, is the symbol of its possessor and creator, and 
another can use it only as a mask.’’ Yale Electric Corp. v. Robertson, 26 
F.2d 972, 974 [18 TMR 321] (C.C.A. 2, 1928). Furthermore, there is obvi- 
ous danger of confusion in the instant case, since anyone who had heard of 
the Chicago PUMP ROOM might be attracted to defendants’ establishment in 
1. It is to be noted that the puMP RooM in Bath, England, apparently has not been 


operated as a restaurant since World War II. Affidavit of Paul D. O’Brien, plaintiff’s 
attorney, April 6, 1954, p. 4. 
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the belief that the New York Restaurant had the same characteristics and 
was under the same management. The plaintiff is entitled to protection 
against such likely confusion and the damage to its business and reputation 
which may result. Stork Restaurant v. Sahati, 166 F.2d 348, 356 [38 TMR 
431] (C.C.A. 9, 1948) ; Restatement of Torts, Vol. 3, 597-8, even if neither 
unfairness nor fraud was intended by defendants. Stork Restaurant v. 
Sahati, supra, at 360; Restatement, supra, at 565. Cf. Miles Shoes, Inc. v. 
R. H. Macy & Co., Inc., 199 F.2d 602 [42 TMR 911], (C.A. 2, 1952), cert. 
denied, 345 U.S. 909 (1953) ; American Chicle Co. v. Topps Chewing Gum, 
Inc., 210 F.2d 680 (C.A. 2, 1953). 

Defendants’ assertion that plaintiff is guilty of unclean hands in that 
it has represented an authorized connection between the Chicago pumMP 
ROOM and its English counterpart is entirely without foundation. Un- 
denied statements in the affidavits, as well as the accompanying exhibits, 
establish that plaintiff states only that its restaurant was modeled upon the 
famous English PuMP Room and that its operation has been conducted with 
the full approval and encouragement of the pump Room in Bath, England. 

A temporary injunction is an extraordinary remedy. It is granted 
only upon a clear showing that the party seeking the injunction is likely 
to prevail at trial, and where the Court finds that without the injunction 
the complaining party will suffer irreparable injury. Cf. Foundry Serv- 
ices V. Beneflux Corporation, 206 F.2d 214 (C.A. 2, 1953). I am convinced, 
however, that plaintiff has made a sufficient showing of probable success in 
its action, and that without a temporary injunction it may suffer damage to 
its reputation which could not adequately be compensated by a later award. 
Furthermore, plaintiff urges without contradiction that defendants can 
remove the name PUMP ROOM from their advertisements and displays with 
comparative ease and without interfering with any permanent installations 
of their restaurant. 

The motion for a temporary injunction, restraining defendants from 
using the trade name PUMP ROOM, is granted. Settle order. 


In re DUVERNOY & SONS, INC. 


Appl. No. 6049 — C.C.P.A. — April 9, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—LAUDATORY MARKS 
CONSISTENTLY SUPERIOR, as applied to bakery goods, is a laudatory term 
requiring convincing proof to support claim of distinctiveness. 
REGISTRATION PROCEDURE—EVIDENCE 
Affidavits as to trade-mark recognition by persons in close association with 
business concerned do not establish public recognition of term as trade-mark. 
TRaADE-MarkK AcT oF 1946—REGISTRABILITY—LAUDATORY MARKS 


On basis of evidence, CONSISTENTLY SUPERIOR indicates only that goods are 
superior in quality, does not function as trade-mark, and is not registrable under 
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section 2(f); notation lacking distinctiveness, is open to anyone who feels his 
goods are consistently superior, and wishes so to advise the public. 


Case below reported at 43 TMR 296. 

Application for registration of trade-mark of Duvernoy & Sons, Inc., 
Serial No. 531,455 filed August 15, 1947. From decision refusing registra- 
tion, applicant appeals. Affirmed. 

Hauff & Warland and James M. Mason, of New York, N. Y. for appellant. 
E. L. Reynolds for Commissioner of Patents. 
Before O’CoNNELL, JOHNSON, WorRLEY, CoLE and JACKSON (retired), 

Associate Judges. 

CoLE, Judge. 

Having continuously since 1919 affixed the word expression CONSIST- 
ENTLY SUPERIOR to its bakery products (bread, rolls, biscuits, cakes, pies, 
and pastries), Duvernoy & Sons, Inc., the appellant herein, filed its appli- 
cation in 1947 to register that notation as a trade mark on the Principal 
Register of the United States Patent Office. Registrability of the alleged 
mark was claimed in accordance with the provisions of section 2(f) of the 
Trade Mark Act of 1946,' the appellant contending that the notation had 
become distinctive of its goods in commerce. In asserted proof of its claim 
to distinctiveness, the appellant submitted numerous affidavits and exhibits 
which, upon review by the Examiner of Trade Marks of the Patent Office, 
were held to be insufficient as a matter of law to establish such a claim. 
The examiner was further of the opinion that the notation sought to be 
registered was inherently incapable of distinguishing the appellant’s goods 
or of indicating the source of origin thereof. The Examiner-in-Chief 
affirmed the position taken by the examiner, Ex parte Duvernoy & Sons, 
Inc., 96 USPQ 174 (43 TMR 296), and the appellant has appealed here 
from that decision. 

It appears from the record that the notation CONSISTENTLY SUPERIOR 
has been applied to the wrappers encasing the appellant’s bakery products 
for a continuous period in excess of 30 years. Sales of the appellant’s 
goods have been national in scope since 1935; prior thereto, distribution 
of such goods was on a relatively local basis. Advertising has been exten- 
sive and of wide circulation, varying in medium from attractive window 
displays to order forms, pamphlets, circulars, and magazine spreads. In 
all of its advertising efforts disclosed by the exhibits in the record the 
appellant has used the legend in question in close association with its trade 
name, Duvernoy & Sons, Inc., and in connection with the promotion and 
distribution of its products. Numerous trucks serve the customers of the 
appellant throughout the United States (approximately 80 of such trucks 





1. Section 2(f). Except as expressly excluded * * * nothing herein shall prevent 
the registration of a mark used by the applicant which has become distinctive of the 
applicant’s goods in commerce. The Commissioner may accept as prima facie evidence 
that the mark has become distinctive, as applied to the applicant’s goods in com- 
merece, proof of substantially exclusive and continuous use thereof as a mark by the 
applicant in commerce for the five years next preceding the date of the filing of the 
application for its registration. 
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IN RE DUVERNOY & SONS, INC. 


presently operate in the New York, New Jersey, and Connecticut areas) 
and the notation CONSISTENTLY SUPERIOR has for many years been printed 
in a uniform position on the side panels of each of such trucks. 

The affidavits of record offered in appellant’s behalf conclusively 
establish that, insofar as the individual affiants are concerned, the term 
CONSISTENTLY SUPERIOR is distinctive of the appellant’s goods in commerce 
and is so recognized by the public and those in the trade. In other words, 
the affidavits are to the effect that CONSISTENTLY SUPERIOR is a mark posi- 
tively signifying the goods of the appellant and that such notation has 
become distinctive with respect thereto. 

On the basis of the record before us, viewed in the light of the argu- 
ments presented and the law applicable thereto, we are of the opinion that 
CONSISTENTLY SUPERIOR is not such a notation as warrants registration 
under the provisions of section 2(f), supra. 

The appellant seemingly concedes that the term in question is, in a 
sense, laudatory or exclamatory and would require proof of the most con- 
vinecing character to support a claim to distinctiveness. The affidavits 
relied upon to establish such distinctiveness, as applied to the appellant’s 
goods, do not, however, sufficiently reflect the views of the purchasing 
public with respect thereto, being attestations from persons in close asso- 
ciation and intimate contact with its business. We are in entire agreement 
with the Solicitor for the Patent Office in his statement that ‘‘such persons 
would be much more familiar with the words and devices employed by 
bakers than would members of the general public. It follows that the fact 
that these experts recognize a connection between the appellant and words 
CONSISTENTLY SUPERIOR is insufficient to establish that the public would 
recognize such a connection.’’ Accordingly, despite the long and wide- 
spread usage of the term in question, it is our belief that the appellant has 
failed on the record to establish the requisite public understanding neces- 
sary to registration under section 2(f) supra. 

Furthermore, we feel manifestly certain from the nature of the nota- 
tion sought to be registered that it was not originally adopted or intended 
to function as a trade mark to indicate origin of the appellant’s goods, and 
it does not satisfactorily appear to us from the exhibits in the record that 
the appellant has ever used the term in question as a primary means for 
identifying its goods. On the contrary, we think it is clear from the 
exhibits that Duvernoy & Sons, Inc., appellant’s trade name (generally 
shown in large, fanciful letters), is relied upon to denote origin and that 
CONSISTENTLY SUPERIOR is merely an adjunct thereto, operating in the 
shadow thereof, to indicate to purchasers that appellant’s goods are always 
superior in quality. In this respect, the solicitor aptly observes: 

It is submitted that the evidence in the present case clearly fails 
to show that the primary purpose of the words CONSISTENTLY SUPERIOR 
was to indicate origin. There is no exhibit offered in which those 
words appear without the name of the appellant and, in most cases, the 
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words are much less prominently displayed than the name. Thus, for 
example, on the wagons and trucks pictured on pages 21 to 31 of the 
record, the name Duvernoy & Sons, Inc. always appears in bold letters, 
while CONSISTENTLY SUPERIOR is so small as to be almost illegible in 
some of the photographs. It is scarcely conceivable that anyone seeing 
such a wagon or truck could form the opinion that the words con- 
SISTENTLY SUPERIOR were relied on to inform the public as to the origin 
of the product. 

What has been said of the wagons and trucks is true to a greater 
or less extent of all the exhibits of record. * * * 
A eareful consideration of the manner in which the appellant has 


employed the notation in question, as indicated principally by the exhibits, 
compels us to conclude that actual trade mark usage of CONSISTENTLY 
SUPERIOR is not adequately shown in the record. 

We are of the further opinion that the Examiner-in-Chief correctly 
held that CONSISTENTLY SUPERIOR is a laudatory statement incapable of 
becoming distinctive or distinguishing the appellant’s goods. Such a nota- 
tion is merely a statement of fact which should be available to anyone who 
feels that his products are, in fact or belief, consistently superior, and 
wishes to so advise the public. 

For the reasons hereinbefore stated, the decision of the Examiner-in- 
Chief, acting for the Commissioner of Patents, is affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
GaRRETT, Chief Judge. 


THE SQUIRT COMPANY v. POLA-RONA, INC. 
No. 30758 — Commissioner of Patents— March 29, 1954 


TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SPLURGE, for soft drinks, is not confusingly similar to squirt, for similar 
goods. 


Opposition proceeding by The Squirt Company v. Pola-Rona, Inc., 
Serial No. 603,497 filed September 13, 1950. Applicant appeals from deci- 
sion of Examiner of Interferences sustaining opposition. Reversed. 
James Atkins, of Washington, D. C. for opposer-appellee. 

Wright, Brown, Quinby & May, of Boston, Massachusetts for applicant- 
appellant. 
Leeps, Assistant Commissioner. 

Application has been filed to register the word spLURGE, displayed in 
script, for nonalcoholic maltless soft drinks and syrups therefor. Registra- 
tion has been opposed by the prior user and registrant of squirt (Reg. Nos. 
528,806, issued August 8, 1950; 410,117, issued November 7, 1944; 397,551, 
issued September 8, 1942; 396,177, issued June 30, 1942; 388,777, issued 
July 8, 1941; and 367,659, issued May 23, 1939). Five of these registra- 
tions disclose the word squirt in varied forms of display, and the sixth 
shows the phrase JUST CALL ME SQUIRT. The goods are described in three 
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of the registrations as a nonalcoholic grapefruit drink and bases, syrups, 
and extracts for making them; and three registrations describe the goods 
as nonalcoholic maltless beverages, and concentrates and syrups therefor. 
The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s stipulated facts show that it and its predecessor have, since 
about October 1, 1937, manufactured and sold to some three hundred 
authorized bottlers syrups, concentrates and extracts for making a car- 
bonated soft drink, and the trade mark squirt has been used on such 
products; the finished carbonated beverage is bottled and sold through 
the usual soft drink outlets in uniform 7-ounce bottles bearing the trade 
mark sQuIRT; total sales value of the syrups, concentrates and extracts 
amounts to approximately eighty million dollars; annual bottle sales have 
increased from 4,695,100 bottles in 1938 to more than 144,956,000 in 1951; 
and more than three million dollars have been spent in advertising the 
product under the mark in consumer magazines of national circulation, 
in trade magazines, in newspapers, on billboards, displays and point of 
purchase advertising. 

Applicant’s stipulated facts show that it commenced using the trade 
mark SPLURGE on September 27, 1947, on fruit-flavored syrups for making 
a beverage and on ready-to-serve beverages; the base ingredient of the 
beverage is fresh orange juice to which is added certain essences and other 
ingredients; the labels and other data attached to the stipulation indicate 
that applicant’s product is a noncarbonated orange flavored beverage sold 
in quart, half-gallon and gallon containers; and the stipulation and an 
exhibit indicate that the product is at least sometimes dispensed from a 
counter-type dispenser in which the orange beverage and the trade mark 
SPLURGE superimposed upon the representation of a split orange are clearly 
visible to the purchaser. 

The issue to be determined is whether or not the purchasing public, 
upon seeing applicant’s SPLURGE orange drink is likely to believe that it 
comes from the same source as opposer’s squirT carbonated drink. The 
marks do not look much alike, and although there are some similarities in 
sound, each mark has its own distinctive connotation so dissimilar from 
the other that I do not believe that the ordinary, average purchaser is 
likely to believe that the products bearing the marks emanate from the 
same source. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE JONGLEUX AND LUNDQUIST, INC. 
Commissioner of Patents — March 30, 1954 


TRADE-MarRK AcT oF 1946—CONSTRUCTION—SECTION 1 


TrRaADE-MARK AcT oF 1946—CoNSTRUCTION—SECTION 5 










Ln nara 








nS 






Vol. 44 T. M. B. 





THE TRADE-MARK REPORTER 


Requirement in Section 1 of 1946 Act that trade-mark must be in actual use 
by owner is qualified by related company provision of section 5; provisions apply to 
marks on Supplemental Register. 

TRADE-MARK AcT OF 1946—TITLE—IN GENERAL 
Title in trade-mark is not created by authorship or inventorship, and likewise 

ownership of any other type of mark claimed to distinguish is not dependent upon 

these factors. 

TraDE-MarRK AcT or 1946—TITLE—ASSIGNMENTS 

Purported assignee does not acquire ownership of trade-mark in case where 
owner of business using mark for its product assigned right, title and interest in 
mark, and good will to another, with assignor continuing to conduct same business 
using same mark for same product, and assignee never selling product and never 
using mark. 

TRADE-MaRK ACT OF 1946—REGISTRABILITY—RELATED COMPANY USE 


Where control over nature and quality of goods is in hands not of applicant 
but of third party, applicant and third party are not related companies within 
meaning of 1946 Act, and any use of mark by third party does not inure to benefit 
of applicant. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 

Applicant-patentee may not register corrugated pickle slice configuration as 
trade-mark since upon expiration of patent on special device, configuration in 
question will be dedicated to public. 

Application for registration of trade-mark by Jongleux and Lund- 
quist, Inc., Serial No. 551,153 filed April 29, 1948. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
George H. Simmons, of Chicago, Illinois and James Atkins, of Washington, 

D. C. for applicant. 

LEEps, Assistant Commissioner. 

Applicant has appealed from the refusal of the examiner to register 
an alleged mark on the Supplemental Register. The application was filed 
April 29, 1948 seeking registration on the Principal Register but was 
amended January 5, 1950 to the Supplemental Register. ‘ 

The goods recited in the application as filed were sliced pickles. Sub- 
sequently sliced beets and sliced carrots were added by a rewritten appli- 
cation. Following the hearing applicant presented an amendment removing 
the beets and carrots and leaving the application for sliced pickles alone. 

The drawing shows the top, edge, and bottom views of a pickle slice 
which is corrugated on both faces. What applicant is seeking to register 
is the corrugated pickle slice which is defined in the application in the 
following words: 

‘‘The mark consists of a vegetal slice fluted on its two faces so 


that in end elevation the slice is of corrugated configuration.’’ 
Registration is sought on the Supplemental Register under the provision 
in Section 23 of the Trade Mark Act which states: 

*‘For the purposes of registration on the supplemental register, a 
mark may consist of any * * * configuration of goods, * * * but such 
mark must be capable of distinguishing applicant’s the goods * * *.’’ 
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Registration has been refused on the ground that the subject matter 
is not such a configuration of goods as can properly be held capable of 
distinguishing the applicant’s goods. 

Applicant itself has not used and is not using the mark but claims 
that it is used by a related company. 

Section 1 of the Trade Mark Act provides that the ‘‘owner of a trade 
mark * * * may register his trade mark’’; and other requirements in 
section 1 indicate that the trade mark must be in actual use by the owner. 
Section 5 qualifies this latter requirement by providing: 

‘“Where * * * a mark sought to be registered is * * * used legiti- 
mately by related companies, such use shall inure to the benefit of the 
* * * applicant for registration, * * *.’’ 

A related company, in so far as pertinent here, is defined in Section 45 in 
the following manner: 

‘‘The term ‘related company’ means any person [person being 
defined as including firms, corporations, ete.}] who legitimately * * * 
is controlled by the * * * applicant for registration in respect to the 
nature and quality of the goods * * * in connection with which the 
mark is used.’’ 

These provisions apply to marks on the Supplemental Register (Section 
26). In order to be entitled to registration applicant corporation must be 
the owner of the mark, and, since this applicant admittedly is not using 
the mark, the use by the company which is using it must be such that, 
under the conditions specified in the Act, it inures to applicant’s benefit. 

Following the hearing applicant was requested to submit for consider- 
ation the following: 

‘*(1) a complete statement, verified by applicant and the user or 
users, of the nature of the relationship between applicant and the 
user or users, which statement shall show the facts from which it can 
be determined whether or not applicant has controlled, and now con- 
trols the nature and quality of the pickles, carrots and beets which 
are canned and marketed in the corrugated form claimed as a mark, 
together with a complete explanation of the method of such control, as 
of the claimed dates of first use, as of the date of filing the application, 
and as of the present time; and (2) copies of any and all licenses and 
other agreements relating to the matter of such relationship and 
control.’’ 


In partial response to this request, applicant filed, on December 24, 
1953, a paper accompanied by affidavits of Camille Jongleux, applicant’s 
president, Stacey H. Gifford, secretary of Consolidated Grocers Corp., and 
officials of two processors of pickles, together with a number of exhibits. 

The application contains the following recitals: 


‘*The mark was first used on sliced pickles on September 26, 1939, 
and first used in commerce among the several States which may be 
lawfully regulated by Congress on sliced pickles on September 26, 
1939; was first used on sliced beets and sliced carrots on or about 
November 1, 1940, and first used in commerce among the several States 
which may be lawfully regulated by Congress on sliced beets and 
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sliced carrots on or about November 1, 1940 by Reid, Murdoch & Co., 
now a division of Consolidated Grocers, Inc., as a licensee of Roy W. 
Lundquist who developed the shape and configuration of the slice 
forming the mark and developed a machine for forming the slice, upon 
which Letters Patent of the United States 2,331,406 was issued October 
12, 1943, which said patent is now owned by applicant by virtue of an 
assignment executed on the 10th day of April, 1948, and recorded in 
the United States Patent Office on the 28th day of April, 1948, in 
Liber V215 at page 233; that said exclusive use by Reid, Murdoch & 
Co. has inured to the benefit of applicant through Roy W. Lundquist, 
its predecessor in title.’’ 

It is noted that in this statement applicant claims to be the successor 
in title of Roy W. Lundquist. 

Applicant is a corporation whose date of organization does not appear 
in the record; it may have been in 1945. Its president and principal 
owner is Camille Jongleux. Jongleux states in his affidavit that he was an 
employee of Reid Murdoch & Co., hereinafter referred to as Reid Murdoch, 
from 1910 to 1945; and from 1910 to 1945 he was a director of the com- 
pany in charge of production of certain products. In this capacity he 
established control laboratories to control the nature and quality of Reid 
Murdoch’s products by regular testing of production samples ‘‘under the 
control of the affiant [Jongleux] and the president of the corporation.’’ 
Further, to insure maintenance of quality of the products, Jongleux in 
collaboration with other directors also established a domestic science kitchen 
to inspect and test daily samples of food products. 

In 1945 Reid Murdoch was purchased by Consolidated Grocers Corp., 
and is now known as Reid Murdoch, a division of this company. At the 
time of the purchase, Jongleux was elected a vice-president in charge of 
production of Reid Murdoch, then a subsidiary of Consolidated Grocers, 
and this affidavit states that he was ‘‘directed to continue his efforts to 
maintain and improve the quality of the products manufactured and sold 
by Reid Murdoch & Co.’’ 

Jongleux states that he conceived the idea of a new pickle and realized 
at least as early as 1939 that a corrugated pickle slice would be valuable, 
and he cooperated with the sales and advertising departments of Reid 
Murdoch in introducing this product to the public. The application states 
that the mark was first used on September 26, 1939. Use of the mark, in 
this connection, must be taken to mean that the goods, whose configuration 
is claimed to be the mark, were sold. 

On July 14, 1941 an application for patent for a machine for slicing 
vegetables was filed by Roy W. Lundquist, and an assignment was recorded 
in the Patent Office on the same day. Patent No. 2,331,406, the patent 
referred to in the present applicaion, issued on October 12, 1943, assigned 
to Reid Murdoch & Co. 

It should be noted that the application for the patent for the machine 
for cutting corrugated slices was filed considerably over one year, almost 
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two years, after the beginning of the corrugated pickle business involved 
herein. It is assumed that during at least approximately the first year of 
the business the pickles were sliced by some other machine. It is observed 
that applicant argues in a different connection that other machines for 
making corrugated slices exist. 

As has been stated, the patent for the machine used for slicing the 
pickles was owned by Reid Murdoch. It was assigned to applicant corpo- 
ration on April 10, 1948, the assignment being recorded April 28, 1948; 
these dates are immediately before filing the present application on April 
29, 1948. 

The present application (which is sworn to by Jongleux as applicant’s 
president) states that Lundquist developed the shape and configuration of 
the slice forming the mark and the patented machine for forming the slice; 
that Reid Murdoch used the mark as licensee of Lundquist; and that 
Lundquist was applicant’s predecessor in title. It is not seen how Reid 
Murdoch could have been a licensee under Patent No. 2,331,406, since it 
owned the patent from the date of issuance on October 12, 1942 until it 
was assigned to applicant on April 10, 1948. Nor does it appear that 
Lundquist, claimed to have been the licensor, ever had any title to the 
alleged mark which he is claimed to have licensed. Title in a trade mark 
is not created by authorship or inventorship (Trade Mark Cases, 100 U.S. 
82); and likewise Ownership of any other type of mark claimed to dis- 
tinguish is not dependent upon authorship or inventorship, as we are not 
dealing with copyright or patent rights. And, as seen in the next para- 
graph, title in the alleged mark, if anywhere, was in Reid Murdoch. 

Jongleux states in his most recent affidavit that at the time of the 
purchase of Reid Murdoch by Consolidated Grocers Corp. in 1945, ‘‘the 
entire right, title and interest in and to the corrugated slice configuration 
as a mark for pickles, beets and carrots, together with that part of the 
good will of the business symbolized by the mark’’ was assigned to the 
present applicant corporation. Gifford, the secretary of Consolidated 
Grocers Corp., makes the same statement in his affidavit. Neither states 
who did the assigning. Since Reid Murdoch was the only one of the parties 
engaged in the business of selling corrugated pickles and having a good 
will in such a business, it must be assumed that Reid Murdoch did the 
assigning (if some one else had a good will in a corrugated pickle business 
there would be two in the business and neither would have any rights in 
corrugated pickles), and in the paper filed December 24, 1953, applicant 
refers to Reid Murdoch as its predecessor. Such an assignment, in so far 
as rights in any mark are concerned presents a most unusual and highly 
improper situation. Imagine the owner of a going business using a trade 
mark for its product assigning the entire right, title and interest in the 
trade mark, together with the good will of the business symbolized by the 
trade mark, to another, with the assignor continuing to conduct the same 
business using the same trade mark for the same product, and the assignee 
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never selling the product and never using the trade mark. Obviously the 
purported assignee does not acquire ownership of the trade mark in such 
a case; title to a trade mark cannot be bandied about in this manner. The 
situation here is parallel, and it is not seen how applicant corporation could 
have acquired title in any mark by the assignment of 1945. 

The assignment is not in the record. The affidavit of Jongleux, after 
referring to it, states: 

‘Applicant thereafter granted to Consolidated Grocers Corp. the 

exclusive use of the corrugated configuration of slice as a mark for the 

pickles manufactured and sold by the respective divisions of the cor- 
poration subject to the control by the applicant over the nature and 
quality of the goods in connection with which the mark was to be and 
is being used.’’ 
No copy of any license or other agreement between the parties relating to 
such a license has been filed. Since it seems clear that applicant could not 
have acquired title in the corrugated configuration under the circumstances 
appearing herein, it is not seen how applicant could have granted exclusive 
rights to another. It had no trade mark rights to grant. 

We turn now to the question of whether or not the actual user of the 
mark is a related company within the definition of the Act so that its use 
inures to applicant’s benefit. Jongleux states in the concluding paragraph 
of his affidavit that: 

‘‘ At the time of first use of the corrugated configuration of slice 
for pickles in interstate commerce and at the time of filing the present 
application, affiant has always had the duty of and has maintained 
and is still maintaining strict control of the nature and quality of the 
goods having the corrugated configuration for which registration is 
being sought under the Trade Mark Act of 1946, and that through the 
agreements set forth in the attached exhibits, such control by affiant 
was and is exercised on behalf of Jongleux and Lundquist, Inc. (and 
its predecessors), the applicant in the present application.’’ 

As to maintenance of control of quality up to 1945 or some later 
unknown date, it is clear that such control was merely control of its own 
products by Reid Murdoch, even thuogh Jongleux in person may have been 
the instrument of such control, since he was an employee and officer of this 
company in charge of such work. There was no related company relation- 
ship between anybody during this time. Such being the case, any attempt 
to create a related company relationship thereafter, with the original user 
of the alleged mark continuing to use it, appears to be merely a scheme to 
effect assignment of a mark in gross. 

With respect to control after the alleged assignment in 1945, the 
material submitted on December 24, 1953, contains the affidavits of two 
pickle processors and various exhibits. 

It appears that Reid Murdoch (or Consolidated Grocers Corp.) does 
not process all the pickles which it markets, but a substantial proportion 
is made by independent processors who sell to Reid Murdoch. Copies of 
correspondence relating to orders placed with two pickle processors have 
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been submitted apparently for the purpose of showing control of quality 
by applicant. No copies of any agreements or other material have been 
submitted to show control of quality by applicant of the pickles processed 
by Reid Murdoch itself. There is reference to an agreement in letter form 
dated April 22, 1948 and to a lease of a slicing machine dated October 8, 
1948, but no copies of these papers are in the record; in connection with 
a renewal of this lease a letter from the lessee refers to applicant’s ‘‘sincere 
cooperation and helpful consultation, that has been mutually agreed upon 
and practiced in the furtherance of quality to the highest degree, for the 
manufacture of pickle products cut on your equipment.”’ 

The papers submitted in connection with the orders for corrugated 
pickles placed by Reid Murdoch do not support applicant’s contentions as 
to the relationship between it and Reid Murdoch, but in fact they refute 
them. They show that on February 9, 1949, Reid Murdoch, a division of 
Consolidated Grocers Corp., placed an order with Helwig & Leitch, proc- 
essors, of Baltimore, for one year’s requirements of pickles, and the order 
includes the following: 


‘*Special formula corrugated double sweet pickle with white mfg. 
pry off cap * * *. The pickles are to be cut on J & L equipment with 
corrugated pattern which has been assigned to Consolidated Grocers 
Corp. exclusively and processed in accordance with buyers formula to 
meet their standards * * * Important! Sample must be approved by 
buyer of small test run before seller starts production on a volume 
basis. Seller must be mindful that samples of each delivery will be 
laboratory tested to insure uniform maintenance of buyers standards.’’ 
(Italics added) 

The order was signed on behalf of Reid Murdoch by G. W. Thoms. A letter 
from G. W. Thoms to Helwig & Leitch dated April 14, 1949 includes: 

‘*Our chief Chemist, Mr. Imig, stated in his report that your salt 
content should be brought up 2.0% and the acid should be raised 1.9%. 
We feel that the color and other characteristics were satisfactory and if 
the above is corrected they will pass our laboratory specifications. ’’ 

A second letter from Reid Murdoch to Helwig & Leitch dated May 16, 1949, 
quotes a report of its Chief Chemist Imig as follows: 

‘“We have examined samples of the Pic-L-Joys packed in Balti- 
more by Helwig & Leitch and find that on the whole the product was 
very good. The acid was still slightly low and the salt should be 
brought up to 2%. We do have one criticism and that is the size of 
some of the slices. They should inspect their salt stock more closely 
and eliminate the large slices. They should also get out the bloaters 
as there were three or four slices in each jar that had holes in them 
that are typical of bloater stock. The samples were clean as far as 
ends and pieces were concerned and, if they can do as well on a regular 
run, I would say that they were satisfactory.”’ 

Helwig & Leitch was instructed by Reid Murdoch in this letter: 

‘We must not have slices that are cut from bloaters or soft 
pickles. It is imperative that each slice be solid with no open space 
in the center.’’ 
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Further samples were submitted to Reid Murdoch and a number of Reid 
Murdoch chemical laboratory reports on such samples are in evidence. 
There is nothing to indicate that the applicant tested or analyzed any of 
the pickles processed by Helwig & Leitch, or that Reid Murdoch was acting 
under the supervision and control of applicant. 

A second group of papers relate to an order by Reid Murdoch for 
MONARCH DOUBLE SWEET PIC-L-JOYS placed with Mt. Olive Pickle Co. (It 
is noted that MONARCH and PIC-L-JoYs are registered trade marks of Reid 
Murdoch.) The order, dated October 3, 1951, contains substantially the 
same instructions in connection with slicing, processing according to 
buyer’s formula, and submission of samples to Reid Murdoch for laboratory 
tests to insure uniform maintenance standards as the prior order placed 
with Helwig & Leitch. Other papers indicate that one of applicant’s slicing 
machines was installed in Mt. Olive’s plant; applicant charged a per case 
royalty for use of the machine; applicant charged a brokerage on the dollar 
volume of each order; and samples were analyzed and tested by Reid 
Murdoch’s chemists. There is nothing in the record to indicate that appli- 
cant has ever tested or analyzed any of the pickles processed by Mt. Olive 
Pickle Co., Inc., or that the quality control exercised by Reid Murdoch 
was under applicant’s supervision and control. 

It is clear beyond question that the pickles which are processed and 
sold in the corrugated slices are processed in accordance with the specifi- 
cations and standards of Reid Murdoch, a division of Consolidated Grocers 
Corp., which sells the pickles; and that the nature and quality of the 
pickles cut into corrugated slices on applicant’s machine are controlled 
by Reid Murdoch and not by applicant. 

It seems fairly clear that applicant makes arrangements with potential 
suppliers to process pickles for Reid Murdoch; it leases its machines to 
such suppliers on a royalty basis; and it also collects a brokerage commis- 
sion from such suppliers. Whatever applicant does by way of ‘‘control’’ 
is in the nature of working with the suppliers in getting the processing of 
the pickles under way, installing the slicing machines, and keeping pro- 
duction going—probably in the interest of maintaining its income from 
royalties and commissions. Under such circumstances, Reid Murdoch, a 
division of Consolidated Grocers Corp., and applicant have not been and 
are not related companies within the meaning of the statute; and any use 
of the alleged mark by Reid Murdoch does not inure to the benefit of 
applicant. 

Furthermore, even if the statutory relationship had been established, 
it is not seen how any right to register the corrugated slice configuration 
could accrue. The patent which issued in 1943 includes a statement that: 


‘Another object of the invention is to provide an improved slicing 
machine of the drum type for cutting corrugated slices from the 
vegetables. ’’ 
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The specifications include the following: 


‘The blades illustrated are adapted for corrugated slices. For 
this purpose the outer peripheral faces are formed with alternating 
ribs and grooves which extend circumferentially from end to end of 
each blade. The portion of the inner periphery of each blade is ribbed 
—and grooved—. The ribbed and grooved inner and outer peripheral 
faces merge to form the corrugated cutting edge. In order to support 
the vegetable conformity to the cutting path of the corrugated cutting 
edge, the inner face of abutment-plate is provided with alternate ribs 
and grooves which conform to the cutting edge to support a vegetable, 
such as a cucumber, to the cutting line and assist in preventing ragged 
or irregular edges on the slices.’’ (Italics added) 
first clause of the patent is: 

‘*In a machine for slicing cucumbers and the like, the combination 
of a rotatable drum, a chute for slidably and controllably guiding 
vegetables individually to the drum, a circumferential series of blades 
on the drum having corrugated knife edges extending across their 
leading ends, corrugated circumferentially curved outer peripheral 
faces sloping inwardly from the knife edges to the trailing ends, and 
inner curved corrugated peripheral faces adapted to flex the slices 
inwardly from the cutting edge and to draw the end-face of the vege- 
table at the cut against the drum, an abutment between the chute 
and the drum over which the vegetables are slidable, having a corru- 
gated coacting cutting edge meeting and conforming to the corrugated 
knife edges, the abutment being adapted to support the vegetable to 
the corrugated cutting line until the slices have been completely sev- 
ered, and mechanism for rotating the drum.’’ (Italics added) 

The corrugated slicing is unquestionably the necessary result of using 
the patented machine. Upon expiration of the patent, use of the machine 
will be free to all—and since the machine is designed to produce only the 
corrugated slices the corrugated slice configuration will be dedicated to 
the public. Kellogg Co. v. National Biscuit Co., 39 USPQ 296 (28 TMR 
569) (Sup. Ct., 1938). Under such circumstances, a patentee will not be 
permitted to claim rights under the guise of trade mark protection and 
thereby deprive the public of its right to utilize freely and completely a 
machine on which a patent has expired. 

The decision of the Examiner of Trade Marks is affirmed, but for the 
foregoing reasons. 


HELENE PESSL, INC. v. PYRAMID LEATHER GOODS CO., INC. 
No. 30057 — Commissioner of Patents — March 30, 1954 


TRADE-MaRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


LITTLE LADY, for leather, imitation leather, fabric and plastic handbags for 
children and girls, is not confusingly similar to same mark as used for toilet water, 
hand lotion, bubble bath, dusting powder and lipstick pomade. 


Opposition proceeding by Helene Pessl, Inc. v. Pyramid Leather 
Goods Co., Inc., Serial No. 599,974 filed June 29, 1950. Opposer ap- 
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peals from decision of Examiner of Trade-Marks dismissing opposition. 
Affirmed. 

Leo C. Krazinski, of New York, N. Y. for opposer-appellant. 

Howard A. Rosenberg, of New York, N. Y. for applicant-appellee. 

LEEpDs, Assistant Commissioner. 

Application has been filed to register LITTLE LADY for handbags made 
of leather, imitation leather, fabrics and plastics for children and girls. 
Use is claimed since April 4, 1950. Registration has been opposed by the 
owner of Reg. No. 425,100, LITTLE Lapy, registered on November 5, 1946, 
for toilet water, hand lotion, bubble bath, dusting powder and lipstick 
pomade; and Reg. No. 416,668, registered on September 25, 1945, for toilet 
soap. Both registrations issued under the Trade Mark Act of 1905. Op- 
poser has appealed from dismissal of the opposition. 

The word marks of the parties are identical, but the displays are 
different. Applicant’s mark is displayed in ordinary capital letters, and 
opposer’s is shown in script arcuately displayed. 

In addition to its reliance upon its registrations, opposer pleaded prior 
and continuous use of its mark on children’s and girl’s handbags made 
of imitation leather and plastics. In support of the pleading, opposer’s 
attorney in charge of its legal department testified on direct examination 
that since early in 1946 opposer had used LITTLE LADY on all handbags 
containing its products; but on cross-examination he testified that manu- 
facture of the item which he had designated as a handbag was discon- 
tinued ‘‘sometime in 1949, late in 1949’’, and there is nothing in the tes- 
timony to indicate any intent to resume manufacture. The opposition 
was filed on December 19, 1950. The testimony and exhibits show that 
the item was not what is ordinarily known as a handbag, but was a com- 
partmentalized kit containing opposer’s cosmetic products, a comb, nail 
groomers, toothpaste, toothbrush and a mirror. It was generally identified 
by opposer in its price list as a ‘‘ Travel Kit.’’ So far as the record shows, 
the kit was not sold by opposer apart from its contents. The record 
does not support the opposer’s contention that opposer had either prior 
or continuous use of its mark on children’s and girls’ handbags. It 
merely shows prior use on a kit in which its products were packed, and 
such use was discontinued in 1949. 

The question for determination, therefore, is whether or not the pur- 
chasing public, upon seeing LITTLE LADY handbags for children and 
girls is likely to believe that they are made and sold by the producer 
of LITTLE LADY soap and cosmetics. I agree with the Examiner of In- 
terferences that confusion, mistake or deception of purchasers is highly 
unlikely. 

The decision of the Examiner of Interferences is affirmed. 
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ADMIRAL CORPORATION v. 
H. D. HUDSON MANUFACTURING COMPANY 


No. 29641 — Commissioner of Patents — April 1, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Cross-examination of opposer’s witnesses is improper where it is completely 
outside scope of direct examination. 


Where alleged date of first use is uncorroborated and unsupported by evidence, 
there being no invoices, no evidence of sales, and no advertising of that period, 
applicant is restricted to date of first use asserted in its application. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Determination of likelihood of confusion must be made on basis of registration 
sought in application; testimony that another word is always used in conjunction 
will not be considered. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 

Opposer’s use of ADMIRAL, for a variety of household appliances, is an arbitrary 
use of a familiar word; extensive advertising and sales have probably created a 
new meaning of the word to the extent that when used in connection with house- 
hold appliances, it means a product of the opposer. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

ADMIRAL, for a hand operated insecticide and fungicidal duster, is confusingly 
similar to the same word as used by opposer on a wide variety of household 
appliances. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Mark which indicates merely style, type or grade of goods is not registrable 
unless it also indicates origin of the goods. 

Two or more trade-marks may be used to indicate origin and such use is 
entirely proper. 

Opposition proceeding by Admiral Corporation v. H. D. Hudson 
Manufacturing Company, Serial No. 553,856 filed April 5, 1948. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 

J. D. Douglass, of Cleveland, Ohio and Wilkinson, Huzley, Byron & Hume, 
of Chicago, Illinois for opposer-appellant. 

T. W. Miller, of Chicago, Illinois for applicant-appellee. 

LEEpDs, Assistant Commissioner. 

Application has been filed to register the word apMIRAL for a manually- 
operated device for applying insecticidal and fungicidal dusts—in other 
words, a hand-operated insecticide and fungicide duster. Use is claimed 
since August 28, 1947. Registration has been opposed by the owner and 
registrant of ADMIRAL, currently used on refrigerators, radios, radio-phono- 
graphs, clock-radios, record players, ranges, television receivers, dehumidi- 
fiers, and parts and accessories therefor. ADMIRAL was first registered 
for radio receiving sets, vacuum or electron tubes, and radio speakers by 
opposer’s predecessor on August 5, 1930 (Reg. No. 273,655) ; it was regis- 
tered by opposer for refrigerators on January 11, 1944 (Reg. No. 405,192) ; 
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it was registered by opposer for radio cabinets, radio-phonograph cabinets 
and record player cabinets on June 27, 1944 (Reg. No. 407,816); by 
opposer for radios, loud speakers, amplifiers, vacuum tubes, record players 
—electrical and automatic—record changers, radio-phonographs (and nu- 
merous other household appliances which apparently have been discon- 
tinued) on October 31, 1944 (Reg. No. 409,912); by opposer for phono- 
graph record albums on October 31, 1944 (Reg. No. 409,913; by op- 
poser for electric stoves on February 13, 1945 (Reg. No. 412,039); and 
for phonograph needles on September 7, 1948 (Reg. No. 440,438). A 
registration for oil burners (No. 439,930), one for a publication (No. 
419,299), and one for washing machines (No. 406,695) need not be con- 
sidered here, since the testimony and exhibits indicate that the mark 
was not being used on these items at the time of taking testimony. The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

Opposer’s record shows that ADMIRAL was first registered by Columbia 
Radio Corporation in 1930; the mark, together with the good will of the 
business, was assigned in 1936 to Continental Radio and Television Cor- 
poration; in 1943 Continental, by change of name, became Admiral Cor- 
poration; the mark has been in continuous use by opposer since 1936 on 
radios, refrigerators, radio-phonographs, ranges, television receivers and 
dehumidifiers; the factory sales value of items sold by opposer bearing 
the trade mark ADMIRAL is approximately three-quarters of a billion dollars, 
and sales are made throughout the United States, in every province in Can- 
ada, in every State in Mexico, and on every continent of the world; factory 
sales in 1950 amounted to $230,000,000 and in 1951 they amounted to 
$185,000,000 ; opposer has spent, from 1936 to the middle of 1952, in excess 
of $30,000,000 in advertising its ADMIRAL products; and its thirty thousand 
dealers and distributors, under a cooperative arrangement, have spent in 
excess of $20,000,000 in advertising them; and substantially every medium 
of advertising has been utilized, including national radio and television 
networks, national magazines, newspapers, billboards, pamphlets, catalogs 
and direct mail. 

It is observed that the testimony on behalf of opposer was taken under 
difficult circumstances due to improper and unnecessary objections made 
on behalf of applicant; and much of the cross-examination of opposer’s 
witnesses is improper as being completely outside the scope of the direct 
examination. 

Applicant’s record shows that it is a manufacturer of sprayers and 
dusters, and poultry and dairy equipment; the name HUDSON is always 
used in connection with applicant’s use of ADMIRAL; considerably more 
than a million units of the item referred to as the apmMrraL duster have 
been manufactured; and from 1946 to November of 1952 $106,000 had 
been spent in advertising the Hudson Admiral duster in such magazines 
as Progressive Farmer, Good Housekeeping, Jersey Farm and Garden, Bet- 
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ter Homes and Gardens, Pathfinder, Farm Implement News, Pennsylvania 
Farmer, Farm Equipment Retailing, Hardware Retailer and Cotton Gin 
& Oil Mill Press. 

The Examiner of Interferences found that opposer and its predecessors 
had used the mark ADMIRAL on a variety of products of the type specified 
in the notice of opposition since about 1936, and applicant had used 
ADMIRAL since 1939 for a hand operated duster. The record shows that an 
application was filed and registration of ADMIRAL issued for radios, vacuum 
tubes and radio speakers by Columbia Radio Corporation in 1930, and the 
testimony shows that the mark, together with the good will of the business 
of Columbia, was assigned to applicant in 1936. (The records of the Pat- 
ent Office show the recording of the assignments on September 11, 1936 
and March 13, 1941 and the change of name on January 3, 1944.) Obvi- 
ously, applicant is entitled to the benefits of its predecessor’s use. There- 
fore, the record shows that applicant and its predecessor have used the 
mark ADMIRAL since 1930. The verified application involved herein asserts 
July 31, 1947 as the date of first use and August 28, 1947 as the date of 
first use in commerce. One of applicant’s witnesses testified that it had 
used ADMIRAL since ‘‘the particular item was developed in manufacture and 
offered to the trade in 1939.’’ The 1939 date is uncorroborated and unsup- 
ported by evidence. There are no invoices, there is no evidence of sales, 
and the earliest advertisment showing a representation of the duster upon 
which the word ADMIRAL appears is July, 1947. Under such circumstances, 
the applicant is restricted to the date of first use asserted in its applica- 
tion. Brooks Bros. v. B. Bennett Co., Inc., et al., 79 USPQ 188 (38 TMR 
1131) (Com’r. 1948); Bohemian Distributing Co., Ltd. v. Caltfruit 
Wineries, Inc., 28 USPQ 400 (27 USPQ 593) (Com’r. 1936); National 
Dairy Products Corp. v. Allied Mills, Inc., 30 USPQ 274 (27 TMR 493) 
(Com’r. 1936) ; Anchor Products Co. v. Hospital Import Co., 35 USPQ 199 
(27 TMR 829) (Com’r. 1937). It appears that opposer is prior user by 
some seventeen years instead of three years as found by the Examiner of 
Interferences. 

An exhibit in opposer’s record shows that during 1947, the year in 
which applicant first used ADMIRAL, opposer’s net sales of products under 
its ADMIRAL trade mark amounted to $47,989,938.00. 

The sole question for determination is whether or not the purchasing 
public, upon seeing the name ADMIRAL on an insecticide duster is likely to 
believe that it is a product of Admiral Corporation. It must be borne in 
mind that applicant seeks registration of the word apm1RAL alone, although 
its witness testified that the name HUDSON is always used in connection with 
ADMIRAL. The determination must be made on the basis of the registration 
sought in the application. 

Applicant’s position can be summarized as follows: ADMIRAL is not a 
coined word, but is a ‘‘common word in our language and in the languages 
of the world since time immemorial long before opposer sought to appro- 























































848 THE TRADE-MARK REPORTER Vol. 44 T. M. RB. 


priate it as its exclusive property as a trade mark’’; it is not unique as 
used in opposer’s corporate name; and in view of the dissimilarities in the 
products of the parties, there is no likelihood of confusion from use and 
registration of the identical mark by the two parties. 

It is true that ADMIRAL is not a coined word—it as an ordinary word 
of the English language and when used as a common word of the language, 
it has a familiar and well-known meaning. Opposer’s use of the word to 
identify and distinguish its products is an arbitrary use of an ordinary 
word. The extensive advertising and sale of its products under the mark 
in numerous countries of the world has probably created a new meaning of 
the word to the extent that when it is used in connection with household 
appliances it means a product of this opposer. When this occurs, the cre- 
ator of the new meaning is entitled to the fruits of his ingenuity and the 
expenditure of his time, effort, energy and money. The facts and figures 
in the record lead me to the inescapable conclusion that the use of ADMIRAL 
on an article which is useful as a household utility item—as the record indi- 
cates applicant’s duster is—is likely to lead the purchasing public to 
believe that the product is sold, approved, or sponsored by Admiral Cor- 
poration, or that there is a trade connection between the user and opposer. 
In other words, I am of the opinion that confusion of origin is likely. Ez 
parte Galter, 96 USPQ 216 (43 TMR 317) (Com’r. 1953); The Master, 
Wardens, etc. v. Cribben & Sexton Company, 97 USPQ 153 (43 TMR 634) 
(CCPA, 1953) ; Yale Electric Corporation v. Robertson et al., 26 F.2d 972 
(18 TMR 321) (C.A. 2, 1928). 

Certain papers and data in the files before me raise an additional ques- 
tion, namely, whether or not applicant is using ADMIRAL as a trade mark. 
The specimens filed with the application show the words HUDSON DUSTER 
in large capital letters superimposed on a red diamond which is, in turn, 
superimposed on a blue rectangle. Below the word DUSTER appear the 
name and address of applicant, and beneath the name and address a rib- 
bon-like panel appears upon which No. 766 ADMIRAL is displayed in letters 
less than one-half the size of the words HUDSON DUSTER. A catalog distrib- 
uted by applicant and placed in evidence by opposer shows illustrations, 
descriptions and type or style numbers of the various sprayers and dusters 
manufactured and sold by applicant. Each type or style number has a 
corresponding name, and it appears from the asterisks and (R) accom- 
panying most of the names that applicant claims trade mark rights in 
such names. There are some fifty-five of them—each indicating a different 
design, type or style. In addition, applicant’s witness testified that HuD- 
SON is always used in conjunction with ADMIRAL, and throughout his testi- 
mony he referred to the HUDSON ADMIRAL DUSTER. 

It is well settled that two or more trade marks may be used to indi- 
eate origin and such use is entirely proper (Joseph H. Meyer Bros. v. 
Interatlantic Trading Corp., 89 USPQ 87 (41 TMR 484) [Com’r. 1951]). 
It is likewise well settled that a style designation or grade mark may func- 
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tion also as a trade mark indicating origin (Tillman & Bendel, Inc. v. 
California Packing Corp., 16 USPQ 332 (23 TMR 131) [C.A. 9, 1933]; 
Keebler Weyl Baking Company v. J. 8. Ivins’ Sons, Inc., 23 USPQ 21 (24 
TMR 161) [D.C. E.D. Pa., 1934]). Style designations and grade marks 
which indicate only style, grade or type are not registerable (American 
Dirigold Corp. v. Dirigold Metals Corp., 52 USPQ 510 (32 TMR 506) 
[C.A. 6, 1942]; Hamilton Watch Co. v. Longines-Witinauer Watch Co., 
Inc., 53 USPQ 553 (32 TMR 399) [Com’r. 1942]; Dolleraft Co., et al. v. 
Nancy Ann Storybook Dolls, Inc., 88 USPQ 18 (41 TMR 155) [D.C. N.D. 
Calif., 1950]; Ex parte Ippolito, 98 USPQ 457 (44 TMR 212) [Com’r. 
1953]; Hat Corp. of America v. John B. Stetson Co., 100 USPQ 147 
[Com.r. 1954] ). 

The fundamental question is whether a mark indicates merely a style, 
type or grade of the goods or whether it also indicates origin of the goods. 
Ex parte Eastman Kodak Co., 55 USPQ 361 (32 TMR 386) (Com’r. 
1942). The answer to this question lies in the evidence submitted in each 
ease. The evidence in this case indicates clearly that the manner of use 
is such as to indicate merely the particular type or style of sprayer or 
duster, and there is no competent evidence to indicate either that appli- 
cant has used ADMIRAL to indicate origin or that it is recognized by the 
purchasing public as an indication of origin. Regstration should be 
refused on this additional ground. 

The decision of the Examiner of Interferences is reversed, and regis- 
tration is refused for the reasons stated herein. 


CERRO DE PASCO CORPORATION v. F. L. JACOBS CO. 
No. 30709 — Commissioner of Patents — April 2, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
coc, for die castings, plated die castings and the like, is not confusingly 
similar to C DE P, for copper and lead bullion, zine and lead concentrates, flue dust, 
bismuth, and metal alloys; factors considered include purchase of goods of both 
parties by skilled buyers. 

Opposition proceeding by Cerro De Pasco Corporation v. F. L. Jacobs 
Co., Serial No. 576,335 filed March 30, 1949. Opposer appeals from deci- 
sion of Examiner of Interferences dismissing opposition. Affirmed. 

F. J. Pisarra, of New York, N. Y. for opposer-appellant. 
E. J. Balluff, of Detroit, Michigan for applicant-appellee. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register cpc enclosed within an octagon 
for ‘‘die castings, plated die castings and the like.’’ Use is claimed since 
June 1, 1934. Registraton has been opposed by the owner and registrant 
of c DE P (Reg. No. 296,923, August 23, 1932) for copper and lead bullion, 
zine and lead concentrates, flue dust from copper converters, bismuth metal, 
and metal alloys containing chiefly bismuth and lead. 
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The only issue is whether or not cpc when applied to applicant’s goods 
is likely to cause confusion, mistake or deception of purchasers. In order 
to resolve the issue, having noted the differences between the marks, we 
turn to the stipulated facts which give some details concerning the goods 
of the parties. 


Applicant does not have a standard or catalog line of products, and 
no inventory is carried for general sale. Its die castings of parts and 
accessories are made generally in accordance with specifications of pur- 
chasers who are, for the most part, purchasers in the automotive and home 
appliance industry. The castings, such as automobile door checks, body 
posts and panels, convertible top assemblies, door handles, radiator grills, 
custom-made’’ on order, and the trade 


ce 


ornamental trim and the like, are 
mark cpc is applied directly on each casting. 

Opposer is engaged in mining, refining, smelting or otherwise produc- 
ing from ores various metals, including copper, lead, silver, gold, zine and 
bismuth and a number of alloys of such metals, and marketing such metals 
in the form of ingots. The trade mark c DE P is applied directly on each 
ingot. Opposer’s customers include the aircraft, automotive, brass, chemi- 
eal, electrical, communications, and tool and die making industries. 

The products of both parties are ordinarily purchased by skilled 
purchasing agents. 

The products of both parties are purchased by Chrysler Corporation, 
Ford Motor Company, General Motors Corporation and others. 

The marks have been contemporaneously used by the parties for about 
twenty years, and neither party knows of any instance of confusion as a 
result of such use. 


Opposer contends that ingots are castings and its products are there- 
fore closely related to applicant’s die castings. It is true that ingots are 
‘feast’? into some convenient shape for storage or transportation, to be 


cc 


later remelted for ‘‘casting’’ or finished by rolling, forging, ete. It does 
not follow, however, that ingots and die castings are so closely related that 
purchasers are likely to assume that they emanate from the same source. 
It does not appear that ingots and die castings are ever produced by a 
single producer. 

In view of the differences between the marks and the differences 
between the goods, and of the fact that the goods of both parties are pur- 
chased by skilled purchasers, I am of the opinion that there is no likeli- 
hood of confusion, mistake or deception. 


The decision of the Examiner of Interferences is affirmed. 
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MALTBIE LABORATORIES INC. v. ALLIED LABORATORIES, INC. 
No. 30173 — Commissioner of Patents — April 2, 1954 


TRADE-MarRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NEOCHOLAN, for a hydrocholeratic antispasmodic pharmaceutical preparation, 
is not confusingly similar to CHOLAN. DH, CHOLAN. HMB, or CHOLANOR, for de- 
hydrocholic acid preparations; factors considered include (1) products may be 
dispensed only by physician, or on his order; and (2) CHOLAN standing alone has 
little trade-mark significance, to physicians. 

Opposition proceeding by Maltbie Laboratories Inc. v. Allied Labora- 
tories, Inc., Serial No. 577,641 filed April 25, 1949. Applicant appeals from 
decision of Examiner of Trade-Marks sustaining opposition. Reversed. 
Truman H. Luhrman and Kenneth H. Murray, of New York, N. Y. for 

opposer-appellee. 

John W. Lee, of Indianapolis, Indiana and Watson, Johnson, Leavenworth 

& Blair, of New York, N. Y. for applicant-appellant. 

LEeEps, Assistant Commissioner. 

Application has been filed to register the word NEOCHOLAN for a hydro- 
choleratic antispasmodic pharmaceutical preparation. Use is claimed since 
January 5, 1949. Registration has been opposed on the ground of likelli- 
hood of confusion with CHOLAN.DH, CHOLAN.HMB and CHOLANOR claimed to 
have been used since prior to applicant’s claimed date on dehydrocholic 
acid and dehydrocholic acid with phenobarbital ana homatropine methyl- 
bromide added. The Examiner of Interferences sustained the opposition, 
and applicant has appealed. 

The only evidence of opposer’s prior use of the marks relied upon is 


the testimony of its vice-president in charge of advertising. He testified 


from memory as to specific dates as follows: CHOLAN.DH was first used on 
March 31, 1941; cHOLAN.HMB was first used on March 31, 1941; and 
CHOLANOR was first used on August 26, 1946. There is no documentary 
evidence of any nature in support of the testimony. The earliest date 
of exhibits showing advertising expenditures, geographical distribution of 
the direct mail pieces, and samples of direct mail pieces and medical jour- 
nal advertisements is 1950. The witness testified that his company began 
its heavy advertising campaigns in 1946, but no data appear regarding 
the amount of advertising during that year or any year prior to 1950. 
There is no explanation of the failure to produce records in support of 
the earlier use, although the witness indicated the existence of such records. 
This is an extremely meager showing, but since applicant has conceded 
prior use, it must be assumed, for purposes of these proceedings, that 
opposer’s use, commenced sometime prior to January 5, 1949. 

It appears from the record that the products of both parties are 
intended for treatment of biliary diseases, including cholangitis. They 
may be sold or dispensed only by, or on prescription of, a physician. 

Opposer’s witness testified that dehydrocholice acid is produced from 





852 THE TRADE-MARK REPORTER Vol. 44 T: M. R. 


crude oxbile processed through a series of the cholanie acid group into 
the finished acid. Dehydrocholic acid is sold by opposer as CHOLAN.DH, 
and it is used as an ingredient of opposer’s CHOLAN.HMB and CHOLANOR, 
as well as applicant’s NEOCHOLAN. It is apparent that the ‘‘cholan’’ com- 
ponent of the marks of the parties has reference to the cholane series of 
compounds which includes the bile acids. 

There seems to be no doubt that cHOLAN has a distinct significance to 
physicians, and I believe it highly unlikely that CHOLAN standing alone 
has trade mark significance to them. It appears in ‘‘cholangitis,’’ which 
is one ailment for which the products of the parties are prescribed for 
relief; a reprint from the Rocky Mountain Medical Journal for May 1939 
which is in evidence contains an article entitled ‘‘ Biliary Flush as an Aid 
in the Surgical and Non-Surgical Management of Biliary Tract Disease,”’ 
and throughout the article appear the words ‘‘cholangiography’’ and 
‘‘cholangiograms.’’ 

In view of the nature of the common portion of the marks, and of 
the fact that the products may be dispensed only by, or on prescription, 
of a physician, I do not believe that physicians will be confused as to the 
origin of applicant’s NEOCHOLAN. 

The decision of the Examiner of Interferences is reversed. 


THE SEVEN-UP COMPANY v. ESSENTIAL PRODUCTS CO., INC. 
No. 31092 — Commissioner of Patents — April 2, 1954 


OPPOSITION—EVIDENCE 


Third party registrations may be relevant to show that opposer has not estab- 
lished secondary meaning for its mark or part thereof. 


Third party registrations may be pertinent to indicate meaning of conflicting 
portions of marks in same way as dictionaries. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
UP is not descriptive of soft drinks. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Opposer introduced bottled beverage bearing applicant’s mark; applicant con- 
tends in its brief that it has not been proved that it had anything to do with 
manufacture or distribution of products, but since applicant had opportunity to 
offer proofs and failed to do so, it is presumed that product is applicant’s. 


TTADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


SNAP UP, for soft drinks, is confusingly similar to 7 up, for like goods. 


Opposition proceeding by The Seven-Up Company v. Essential Prod- 
ucts Co., Inc., Serial No. 609,403 filed January 30, 1951. Applicant ap- 
peals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

John H. Cassidy, of St. Louis, Missouri for opposer-appellee. 
Joseph J. Juhass, of New York, N. Y. for applicant-appellant. 
Leep, Assistant Commissioner. 
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Application has been filed to register sNaP UP enclosed within a circle 
and displayed with a background of small circles apparently representing 
bubbles. Use is claimed since July 21, 1947 on maltless soft drinks and 
flavoring extracts therefor. Registration has been opposed by the owner 
and registrant of 7 up, Reg. Nos. 252,350; 33,345; 399,995; 403,990; 
406,182; and 418,191, all of which issued for soft drinks and syrups and 
extracts therefor prior to applicant’s claimed date of first use. All except 
one of the registrations show display of 7 up with a background of small 
circles apparently representing bubbles. Opposer also asserts prior use 
and ownership of SEVEN-uPp. The Examiner of Interferences sustained the 
opposition and applicant has appealed. 

Opposer’s testimony shows that its marks 7 up and SEVEN-UP have 
been continuously used to identify and distinguish a lemon-lime beverage 
since long prior to applicant’s claimed first use; in 1930 sufficient extract 
was sold to produce 10,000 cases of 24 seven-ounce bottle each of the 
finished beverage, and in 1951 production had increased to 80,000,000 
eases of the finished product; between 450 and 500 authorized bottlers are 
engaged in bottling the finished beverage in the United States; the product 
is sold in the United States territories and some nineteen foreign countries ; 


= 


and more than $23,000,000 have been spent in advertising 7 up in national 
media, in trade magazines, in movie playlets, on billboards and point-of- 


purchase displays. Opposer’s product is bottled in a standard seven-ounce 
green glass bottle. 


Applicant took no testimony, although it asserted an affirmative de- 
fense alleging, among other things, that the word ‘‘up is open to the pub- 
lic,’’ and notice was given under Rule 282 of reliance upon some sixteen 
registrations of which the word up either forms a part or in which the 
word appears as a component of a slogan. The claimed dates of first use 
in all of these registrations postdate opposer’s first registration by several 
years. Photostats of two pages from Webster’s New International Dic- 
tionary showing the dictionary definitions of ‘‘snap’’ and ‘‘up’’ were also 
attached to the notice. Third party registrations may be relevant for the 
purpose of showing that opposer has not established a secondary meaning 
for its mark or a part thereof. Huntington Laboratories, Inc. v. Onyx Oil 
and Chemical Co., 76 USPQ 319 (38 TMR 327) (CCPA, 1948); Rogers 
Peet Company v. The Black Manufacturing Co., 100 USPQ 32 (44 TMR 
576) (Com’r., 1953). In this case opposer is not claiming secondary 
meaning in its mark or any part of it. Third party registrations may also 
be pertinent to indicate the meaning of conflicting portions of marks in the 
same way as dictionaries, or other indications of common usage. Sharp & 
Dohme, Inc. v. Brookfield Laboratories, 85 USPQ 82 (40 TMR 328) 
(Com’r., 1950) ; Sales Affiliates, Inc. v. Calva, 88 USPQ 443 (41 TMR 369) 
(Com’r., 1951); Rogers Peet Company v. The Black Manufacturing Co., 
supra. The dictionary pages introduced do not show any meaning which 


’? 
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would indicate that the word ‘‘up’’ is descriptive of soft drinks and there- 
fore ‘‘open to the public’’; nor are the registrations sufficient to show 
such meaning. Furthermore, we are not concerned here with the meaning 
of the word ‘‘up’’ nor with opposer’s right to the exclusive use of the 
word. Opposer alleges its exclusive rights in 7 up and sEVEN-uP for soft 
drinks, and asserts likelihood of confusion between sNAP UP and SEVEN-UP 
when used on soft drinks. 

It appears that applicant has used snap as a trade mark for ginger 
ale since at least 1907 when it filed an application to register the word. 
The registration issued on April 28, 1908 under Reg. No. 68,737. In its 
answer, applicant states: ‘‘That on or about the 21st day of July, 1947, 
applicant added the word vp to its well-established trade mark snap to 
distinguish it from its snap product.’’ In its brief it admits that the 
later product is a lemon flavored beverage and claims that up designates 
a lemon flavored drink. There is nothing in the record to support such 
a claim. 

Opposer introduced in evidence a bottled beverage bearing the sNAP UP 
mark. Applicant contends in its brief that it has not been proved that the 
applicant had anything to do with the manufacture or distribution of the 
product so introduced, but since applicant had its opportunity to offer 
proofs in connection with the exhibits and failed to do so, it is presumed 
that the product so marked is applicant’s rather than an infringement, 
as claimed by applicant. The bottle bearing the mark is made of green 
glass, the same color as the standard bottle long used by opposer’s author- 
ized bottlers. 

Why did applicant, having a substantial good will in snap for a soft 
drink, namely ginger ale, depart from that mark and use SNAP UP on its 
lemon flavored soft drink? Why did applicant display snap up with a 
background of bubbles in substantial simulation of the background display 
of opposer’s mark? Why did applicant permit the use of green glass 
bottles for its product in view of opposer’s use of the standard green glass 
bottle? The questions are unanswered in the record. 

Considering all the circumstances of this case, and the casualness with 
which the products of the parties are purchased, I am of the opinion that 
SNAP UP is likely to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


GIDDINGS & LEWIS MACHINE TOOL COMPANY v. 
THE G. A. GRAY COMPANY 


No. 30679 — Commissioner of Patents — April 6, 1954 


TRADE-MaRK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register SPACE SAVER for a mechanical drive apparatus for 
planers claiming mark has become distinctive but is opposed by manufacturer of 
planers on ground its machines are referred to as space saver machines. Since 
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primary purpose of particular type of drive is saving of space SPACE SAVER is 
merely descriptive thereof and while descriptive terms may be registered if they 
have become distinctive of applicants’ goods the evidence does not support the 
claim of distinctiveness and therefore registration is refused. 


TRADE-MaRK AcT oF 1946—REGISTRABILITY 
Use of the term in correspondence, brochures and invoices not a trade-mark use 
under the statute. 


Opposition proceeding by Giddings & Lewis Machine Tool Company v. 
The G. A. Gray Company, Serial No. 577,017 filed April 8, 1949. Ap- 
plicant appeals from decision of Examiner of Interferences sustaining op- 
position and refusing registration. Reversed as to opposition. Affirmed 
as to refusal to register. 

Carlson, Pitener, Hubbard & Wolfe, of Chicago, Illinois for opposer- 
appellee. 

Allen & Allen, of Cincinnati, Ohio for applicant-appellant. 

LeeEDs, Assistant Commissioner. 

Application has been filed to register SPACE SAVER for 
drive apparatus for planers which apparatus is comprised of a motor, drive 
shaft, and a series of gears with shafts and bearings, wherein the drive 
shaft extends from the bed at an acute angle to the bed axis, the apparatus 
being sold as a unit.’’ The mark is claimed to have become distinctive 


sé 


a mechanical 


by reason of substantially exclusive and continuous use since January 12, 
1944. (The application was filed April 8, 1949). Registration has been 
opposed by a manufacturer of planing machines and power drives therefor 
on the ground that certain of its machine tools have been and are referred 
to as ‘‘space saving or space saver machines’’ and the words ‘‘space saver’’ 
are ‘‘used in the machine tool trade and industry to describe any planer 
of the general type recited by applicant.’’ The Examiner of Interferences 
sustained the opposition and denied registration. Applicant has appealed. 

It appears from the testimony taken by the parties that planing 
machines are large and expensive machines—the sales price of each ma- 
chine being in the neighborhood of $50,000. Each machine is equipped with 
a mechanical drive apparatus. There apparently are four general types 
of drives, namely: (1) the right angle drive where the motor extends out 
from the table; (2) the parallel drive where the motor is parallel to the 
line of motion of the table; (3) the Sellers drive where the motor is on an 
angle between the bed and the housing; and (4) the angular drive where 
the motor is back of the housing. It is this latter drive which applicant 
designates SPACE SAVER. Planing machines are, for the most part, custom- 
built, and they are equipped with the type of drive specified by the pur- 
chaser. The drive apparatus is invoiced separately from the machine 
itself, but the machines are delivered complete with the drive unit being 
an integral part. 

The record indicates that applicant first referred to its angular drive 
aS a SPACE SAVER drive in connection with an order for a planing machine 
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ordered by Ford Motor Company in 1943. Applicant’s representative in 
Detroit was advised by a letter dated July 26, 1943, that ‘‘This drive has 
been named THE SPACE SAVER DRIVE because it takes up less floor space.’’ 
Applicant was advised by a letter dated July 28, 1943 from its Detroit 
representative that Ford Motor Company wanted ‘‘the parellel drive, not 
the new space saver drive.’’ Subsequently, on July 29, 1943, applicant 
was advised that Ford Motor Company had requested that the machine 
be furnished ‘‘with your new Space Saver Drive.’’ The purchase order 
of Ford was amended on August 3, 1943 to include ‘‘ Planer to be arranged 
for the space saver drive.’’ The invoice from applicant to Ford Motor 
Company, dated January 12, 1944, shows, ‘‘ Arranging and furnishing 
Space Saver Drive for the above machine * * * $1,900.00.’’ There was no 
identification marking showing SPACE SAVER on the drive or on any part 
of the planing machine. 


At the machine tool show in Chicago in 1947, applicant exhibited 
two planers, both equipped with the sPACE SAVER drive, and a number of 
brochures were distributed to those in attendance at the show. These 
brochures listed the distinctive features of applicant’s planers, among 
them, ‘‘gray non-metallic ways, loop lubrication, forced lubrication, bal- 
”” ete. 


anced helical gearing, space saver drive, full floating drive shaft, 
A page of the brochure headed ‘‘Gray space saver drive with floating 


shaft’’ includes ‘‘The Space Saver Drive, as the name implies, saves valu- 
able space by placing the drive motor behind the column or housing and 
close to the planer bed.”’ 


On advice of counsel a name plate showing the term SPACE SAVER 
DRIVE was designed, and the name plate was first used about June, 1949. 


? 


An item appearing in the June 2, 1947 issue of ‘‘ Engineering News’ 
announced that applicant had ‘‘recently applied for a patent on a planer 
drive that not only saves valuable floor space, but requires fewer gears, 
shafts and bearings to transmit power. The item was headed ‘‘Space- 
Saving Drive.’’ The earliest advertisement of applicant’s apparatus so 
far as the record shows is July 1, 1948. It appeared in ‘‘American 
Machinist’’ and features ‘‘GRAY SPACE SAVER DRIVE * * * Saves valuable 
floor space.’’ 


Opposer has introduced some of its price lists, the earliest being 
September 1948, in which it parenthetically designates its parallel revers- 
ing motor drive aS SPACE SAVER. An invoice from Opposer’s predecessor 
to Fisher Body Division of General Motors Corporation dated April 28, 
1949 shows: ‘‘For Parallel Reversing Motor Drive (Space Saver) * * * 
$900.00.’ One of opposer’s witnesses testified, however, that the planer 
was actually equipped with an angular drive. Subsequent documents 
indicate that opposer has identified its angular drive as SPACE SAVER in 
correspondence and invoices. At least two of opposer’s witnesses, and 
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about fifty of its employees attended the machine tool show in 1947 in 
Chicago, and the witnesses saw applicant’s exhibit there. 

It is clear from the record that applicant was the first to identify its 
angular drive for planing machines as the SPACE SAVER drive; subsequently 
opposer printed price lists identifying its parallel reversing motor drive 
as (SPACE SAVER), but actually it referred to its angular drives as SPACE 
SAVER drives in correspondence and invoices ; and opposer’s patent engineer 
had known of applicant’s SPACE SAVER drives as early as 1946. There is 
nothing in the record to support opposer’s allegation in its notice of opposi- 
tion that the words ‘‘space saver’’ are used in the machine tool trade to 
describe any planer of the general type recited by applicant. 

Obviously, the SPACE SAVER drive manufactured by applicant has as 
one of its primary purposes the saving of space. It is, therefore, ‘‘merely 
descriptive’’ within the meaning of the Trade Mark Act of 1946. Words, 
terms or phrases which are merely descriptive may, however, be registered 
if they have become distinctive of an applicant’s goods, ie., if they have 
acquired a secondary meaning. There is nothing in this record to support 
applicant’s claim of distinctiveness. The term SPACE SAVER was first applied 
to its mechanical drives for planing machines in June, 1949, some two 
months after the application was filed. Applicant’s use of the term in 
correspondence, brochures and invoices prior to June, 1949, cannot in view 
of the nature of such uses, be considered a trade mark use within the 
meaning of the statute. Registration must, therefore, be denied on the 
application as presented. 

No reason is shown why opposer identified its parallel reversing motor 
drives in its price lists as (SPACE SAVER) and referred to its angular drives 

$ SPACE SAVER drives in correspondence and invoices. It had knowledge 

' applicant’s SPACE SAVER angular drives for some time prior to the dates 

such references, and the record does not show that the term means to 

the trade an angular drive with the motor back of the housing nor that 

the term is necessary to describe opposer’s drive. Under such circum- 
stances, opposer will not be heard to complain. 

For the reasons herein stated the decision of the Examiner of Inter- 
ferences is reversed as to the opposition, and affirmed as to the refusal 
to register. 


GOLDRING INC. v. TOWN-MOOR, INC. 
No. 5586 — Commissioner of Patents — April 12, 1954 


CANCELLATION PROCEDURE—IN GENERAL 


Petitioner seeks cancellation of TOWN-MooR for ladies’ coats registered in 
1950 based on ownership of 1920 Act registration of TOWNLEY for same goods 
but petitioner fails to show likelihood of confusion mistake or deception or damage 
to itself and hence petition to cancel is dismissed. 
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CANCELLATION—EFFECT OF REGISTRATION 
Burden is on petitioner to show lack of ownership where Patent Office records 
show respondent owner of registration, and a certified copy of registration and 
original assignment properly identified are in evidence. 
Cancellation proceeding by Goldring, Inc. v. Town-Moor, Inc., Regis- 
tration No. 519,972 issued January 17, 1950. Petitioner appeals from 
decision of Examiner of Interferences dismissing petition. Affirmed. 


Henry L. Burkitt, of New York, N. Y. for petitioner-appellant. 
James & Franklin, of New York, N. Y. for registrant-appellee. 
LEEDs, Assistant Commissioner. 


A petition has been filed to cancel Registration No. 519,972, Town- 
MOOR (TOWN disclaimed) registered on January 17, 1950 on the principal 
register for ladies’ coats. Petitioner is the owner of the trade mark 
TOWNLEY, registered under the Act of 1920 on August 23, 1952 (Reg. No. 
296,939) for ladies’ coats, suits and sweaters. The Examiner of Inter- 
ferences found likelihood of confusion, but dismissed the petition on the 
ground of petitioner’s laches. Petitioner has appealed. 

Petitioner’s record shows that it is a retailer of ladies’ coats and since 
at least as early as 1932 it and its predecessors have used the trade mark 
TOWNLEY to identify and distinguish them; the mark has been extensively 
advertised through various media at an estimated expense to petitioner 
in excess of a quarter million dollars during each of the years 1949 and 
1950; its sales of TOWNLEY apparel amounted to $1,126,260 in 1932, they 
reached a peak of $10,032,822 in 1945, and totaled $8,950,400 in 1948. 
Petitioner is not a manufacturer. It purchases coats and suits from manu- 
facturers, removes their labels, affixes its TOWNLEY labels, and sells the coats 
and suits through its own retail outlets. It has purchased coats from 
respondent and its predecessors. 

Respondent is a manufacturer of ladies’ coats and suits, some of which 
are identified by the trade mark TOWN-MOOR; it advertises only in publi- 
cations directed to the trade; and its dollar sales of ladies’ coats from June 
1, 1947 through May 31, 1951 amounted to $5,900,000, about 35% of which 
represented sales of TOWN-MOOR coats. 

It appears that respondent claims ownership of Registration No. 
405,056, TowN-MooR for coats, suits, ensembles, jackets, skirts, slacks and 
coveralls, issued to Ralph Leibowitz on January 4, 1944. Petitioner, in 
this proceeding, has not sought cancellation of this earlier registration, 
although it asserts in its brief that the acquisition by respondent of the 
registration (No. 405,056) is a critical issue if it is to prevail in its defense 
of laches. While it is not necessary to disposition of this case, it is observed 
that the registration issued to Ralph Leibowitz, an individual and it was 
assigned by him to Town-Moor, Inc. (of which corporation he is president) 
on June 15, 1949. The assignment was recorded in the Patent Office on 
June 27, 1949. The records of the Office show respondent as the owner 
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of the registration, and a certified copy of the registration and the original 
assignment, properly identified, having been placed in evidence, the burden 
was upon the petitioner to show that respondent did not own the regis- 
tration. Grove Laboratories, Inc. v. Brewer & Co., Inc., 41 USPQ 330 
(29 TMR 249) (CA 1, 1939). The petitioner has not discharged that 
burden. Under such circumstances, it must be presumed that respondent 
is the owner of Registration No. 405,056. 

The issue here is whether or not petitioner has proved facts from 
which it can be presumed that it will be damaged by the continued regis- 
tration by respondent of TOwN-MooR (Reg. No. 296,939), i. e., whether the 
mark disclosed in the registration so resembles TOWNLEY as to be likely, 
when applied to ladies’ coats and suits, as to be likely to cause confusion, 
mistake or deception of purchasers as to source. I find no facts in the 
record which indicate a likelihood of confusion, mistake or deception, and 
no other facts from which damage to petitioner can be presumed. 

In view of this holding, it is unnecessary to rule on respondent’s 
affirmative defense of laches. 

The decision of the Examiner of Interferences dismissing the petition 
is affirmed, but for the foregoing reasons. 


DELKOTE, INC. v. SAVER COMPANY 
No. 5895 — Commissioner of Patents — April 26, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


BOOK SAVER(S) is so highly descriptive that in absence of overwhelming 
evidence of secondary meaning, it is unregistrable term for book covers and for 
liquid plastic coating for protection of books. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—-IN GENERAL 


In mark consisting of BOOK SAVERS and design, word portion is term by which 
publie would be likely to call for product. 


TRADE-MARK AcT OF 1946—RREGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


BOOK SAVERS and design, for book covers, is confusingly similar to DELKOTE 
BOOK-SAVER, for liquid plastic coating for protection of books. 


Cancellation proceeding by Delkote, Inc. v. Saver Company, Registra- 
tion No. 533,417 issued January 15, 1952. Registrant appeals from decision 
of Examiner of Interferences sustaining petition. Affirmed. 

Beekman Aitken, of New York, N. Y. for petitioner-appellee. 

Henninger & Pillars and Miles D. Pillars, of Washington, D. C. for 
registrant-appellant. 

Lzueps, Assistant Commissioner. 

A petition has been filed to cancel registration of a composite mark, 
the word portion of which comprises BOOK SAVERS. The registration (Reg. 
No. 553,417) issued on January 15, 1952 for book covers, and prior to 
allowance the Examiner of Trade Marks properly required a disclaimer of 
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the words on the basis of their descriptive nature when applied to the 
goods. Petitioner relies upon prior use of DELKOTE BOOK-SAVER as a trade 
mark for a liquid plastic coating for the protection of books. An applica- 
tion filed by petitioner to register DELKOTE BOOK-SAVER has been rejected as 
being unregistrable in view of respondent’s registration, but it does not 
appear that this fact has any material bearing on the present case. The 
Examiner of Interferences sustained the petition and recommended can- 
cellation of respondent’s registration. 

The proofs of the parties show that petitioner’s use commenced on 
December 17, 1948 and respondent’s commenced on June 9, 1949; the re- 
spective products are frequently sold through the same outlets, such as 
school stores, college supply stores and book stores; and the products of 
both are intended for use on books. 

In view of the nature of the goods, the term BOOK SAVER(s) is so highly 
descriptive that in the absence of overwhelming evidence of secondary 
meaning, it is an unregistrable term for the products of both parties; and 
in the absence of substantial exclusivity of use, the obtaining of convincing 
evidence of secondary meaning would be highly improbable, if not im- 
possible. 

It is noted that petitioner uses the word DELKOTE in association with 
the term BOOK SAVER, DELKOTE being the distinctive portion of the phrase. 
tespondent’s mark is a composite comprising the term BOOK SAVERS arcu- 
ately displayed above and beneath the representation of marine lifesaver 
with a closed book projecting therefrom. BOOK SAVERS is the only word 
portion of the mark, and is therefore the term by which the purchasing 
public would be likely to call for the product. Under such circumstances, 
it is my opinion that confusion, mistake or deception as to source is inevi- 
table. Petitioner, the prior user by some six months, should not be inter- 
fered with in its right to continue its use of the descriptive term BooK 
SAVER in connection with its product. The registration should therefore be 
canceled. 

The decision of the Examiner of Interferences is affirmed. 


MARS, INCORPORATED v. SNOOKIES INC. 
No. 5874— Commissioner of Patents — April 26, 1954 


CANCELLATION—CONFUSING SIMILARITY 


SNOOKIES, for cookies is not confusingly similar to SNICKERS, for candy bars. 


Cancellation proceeding by Mars, Incorporated v. Snookies, Inc., Reg- 
istration No. 554,683 issued February 12, 1952. Petitioner appeals from 
decision of Examiner of Interferences dismissing petition. Affirmed. 
Mason, Fenwick & Lawrence, of Washington, D. C. for petitioner-appellant. 
Wheeler, Wheeler & Wheeler, of Milwaukee, Wisconsin for registrant- 

appellee. 
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LeeEps, Assistant Commissioner. 

A petition has been filed to cancel the registration of sNookigs (Reg. 
No. 554,683) issued February 12, 1952 for cookies. Petitioner is the owner 
of sNICKERS (Reg. No. 239,311) issued February 28, 1928 [renewed and 
published under Section 12(c)] for candy bars. The Examiner of Inter- 
ferences dismissed the action and petitioner has appealed. 

Petitioner has proved, and respondent does not challenge, its long and 
extensive use of SNICKERS on candy bars. The sole question, therefore, is 
whether or not the purchasing public, upon seeing SNOOKIES cookies is 
likely to believe that they emanate from the maker of SNICKERS candy bars. 

The products are not the same—and the marks are not the same. 
Under such circumstances, the resemblances and the differences must be 
carefully considered to determine which outweighs the other. 

It is noted that in respondent’s application which matured into Reg. 
No. 554,683, registration was sought for SNOOKIES BABY FOOD COOKIES with 
the words SNOOKIES and COOKIES being displayed predominantly in size in 
the same stylized type. The words BABY FOOD COOKIES were disclaimed in 
the application. The Examiner of Trade Marks required deletion of the 
words from the drawing on the ground that they ‘‘in no way constitute a 
part of the mark snNooxkies. Cancellation of the disclaimer was simulta- 
neously required. Upon compliance with the requirements, the mark was 
published and registration subsequently issued. It would appear that 
respondent was manufacturing only baby food cookies at the time the 
application was filed, but since the registration issued for cookies—with no 
limitation as to type—and since respondent presented no evidence of any 
kind, the case must proceed on the basis of the goods recited in respondent’s 
registration, namely ‘‘cookies.’’ 

SNOOKIES and SNICKERS do not look alike—and they do not sound very 
much alike when we consider the familiar connotation of the two. SNICKERS 
suggests suppressed giggles—and SNOOKIES is a commonly used term of 
endearment used as a kind of nickname for babies. These facts, when 
coupled with the differences in the products, lead me to the conclusion that 
confusion, mistake or deception of purchasers is not likely to result from 
the contemporaneous registration of the two marks. In other words, I am 
of the opinion that the differences outweigh the resemblances. 

The decision of the Examiner of Interferences is affirmed. 


R. J. MORAN CO. v. GORDON 
No. 4827 — Commissioner of Patents — April 28, 1954 


TRADE-MaARK AcT or 1946—TITLE—IN GENERAL 


Where there was neither business in goods bearing mark nor good will, products, 
labels or inventions, there was nothing which could legitimately be transferred. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Mere adoption of mark creates no rights; adoption must be followed by actual 
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use before rights accrue; ordering of labels and listing in catalogs is not use 

within meaning of statute. 

Interstate use of mark is requisite to Federal registration, but rights in and 
to mark are not dependent upon interstate use. 

Interference proceedings between R. J. Moran Co., Serial No. 611,823 
filed March 27, 1951 and Sophie R. Gordon, Registration No. 537,455 
issued February 6, 1951. Registrant appeals from decision of Examiner 
of Interferences finding applicant entitled to registration. Modified. 
Harold E. Cole, of Boston, Massachusetts for applicant-appellee. 

Van Deventer & Shively and Pennie, Edmonds, Morton Barrows & Taylor, 
of New York, N. Y. for registrant-appellant. 
Leeps, Assistant Commissioner. 

An interference proceeding has been instituted between applicant 
R. J. Moran Co., hereinafter referred to as applicant, and registrant Sophie 
R. Gordon, hereinafter referred to as registrant. 

On March 8, 1950, registrant filed an application to register INOSOLIN 
for biologically active i-inositol, claiming use in intrastate and interstate 
commerce since June 17, 1949. Registration No. 537,455 issued on Feb- 
ruary 6, 1951 as a result of this application. 

On March 27, 1951 applicant filed an application to register INOSOLINE 
for a medicinal preparation for treatment of the liver, claiming use in 
intrastate commerce since April 18, 1949 and in interstate commerce since 
October 31, 1950. It is apparent that this applicant’s claimed first use 
in intrastate commerce antedates registrant’s claimed first use by approxi- 
mately two months. The interference, therefore, was instituted under Rule 
19.1 of the Rules of Practice in Trade Mark Cases. 

The Examiner of Interferences found that as a result of applicant’s 
prior use, it was entitled to the registration, but no action was taken in 
connection with the previously issued registration. Registrant has appealed. 

Testimony on behalf of applicant shows that its INOSOLINE labels were 
printed on April 30, 1949, and those labels were first applied to the bottles 
containing the pharmaceutical preparation on that date. The printing of 
the labels is supported by properly identified exhibits. Copies of invoices 
of sales of INOSOLINE within the State of Massachusetts show dates of April 
22, 1949, May 26, 1949 and June 6, 1949. There are also properly identi- 
fied invoices showing a sale in interstate commerce on October 31, 1950 

Testimony on behalf of registrant shows that one Dr. A. David Russell 
and other invoices and documents indicating continued use of the mark. 
‘‘originated’’ the name INOSOLIN to be nsed in marketing inositol tablets; 
on February 4, 1949 he ordered from Morse Laboratories, Inc. one hun- 
dred thousand inositol tablets to bear the rmnosoLIN label; some time after 
April 29, 1949 in response to a questionnaire dated April 29, 1949, he 
listed INOSOLIN with McKesson & Robbins’ drug buying department as- 
serting that the product had been on the market since April 30, 1949; 
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sometime in February or April of 1949 he turned INOSOLIN over to regis- 
trant, and Morse Laboratories was advised that registrant would have 
original ownership of INOSOLIN, and the inositol tablets theretofore ordered, 
when finished and labeled with labels to be supplied by registrant, should 
be sent to her; on May 2, 1949 a printing company was requested by 
registrant to supply INOSOLIN labels; a second McKesson & Robbins ques- 
tionnaire dated May 18, 1949 was completed and filed by registrant; 
INOSOLIN was listed in the 1949-1950 Drug Topics Redbook and was listed 
in the Blue Book for 1950; and the first shipment of INOSOLIN was made by 
registrant on June 17, 1949. 


Registrant contends that the primary question presented is whether, 
under the Trade Mark Act of 1946, (a) the first to adopt a mark, (b) the 
first to order labels bearing the mark, (c) the first to list the mark in 
distributors’ catalogs, and (d) the first to use the mark in interstate com- 
merce can be defeated in his claimed rights by one who ‘‘subsequently 
adopts the same mark’’ and is first to get his product on the market 
through a few local sales under the mark. The question is not present 
in this case unless it could be presumed that registrant acquired rights 
from Dr. Russell. It is apparent from the record that Dr. Russell had 
no business in INOSOLIN, and there was, therefore, nothing which he could 
legitimately transfer to registrant. There was no business and no good 
will symbolized by the mark tNosoLtin. There was no consideration paid 
to Dr. Russell, there was no product, there were no labels, and there were 
no inventories of any nature transferred to registrant. Under these cir- 
cumstances, such rights, if any, which might have accrued to Dr. Russell 
by virtue of his activities from February to April 29, 1949 could not 
inure to registrant’s benefit. No presumption in registrant’s favor arises 
under this set of facts. Moreover, it is too well settled to require cita- 
tion of authorities that mere adoption of a mark creates no rights—the 
adoption must be followed by actual use before any rights accrue. Order- 
ing of labels and listing in catalogs is not use within the meaning of the 
statute. 


Applicant first used INOSOLINE intrastate on April 22, 1949; registrant 
first used INOSOLIN intrastate and interstate on June 17, 1949; and ap- 
plicant first used INOSOLINE interstate on October 31, 1950. Interstate 
use of a mark is a requisite to Federal registration, but rights in and to 
a mark are not dependent upon interstate use. Macaulay v. Malt Diastase 
Co., 4 F.2d 944 (App. D.C., 1925) ; Joseph H. Meyer Bros. v. Interatlantic 
Trading Corp., 89 USPQ 440 (41 TMR 727) (Com’r., 1951). 


The marks are, for all practical purposes, identical, and they are both 
used on pharmaceutical products. Since applicant’s rights in its mark are 
superior to registrant’s, applicant is entitled to the registration sought in 
so far as the interfering registration is concerned, and Registration No. 
537,455 should be canceled. 
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The decision of the Examiner of Interferences is affirmed as modified 
herein. 


HOLIDAY CASUALS v. M. BECKERMAN & SONS, INC. 
No. 30,435 — Commissioner of Patents — April 30, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
HAPPY DEBS, for children’s and misses’ shoes is not confusingly similar to 

HONEYDEBS, for women’s and children’s shoes. 

Opposition proceeding by Holiday Casuals v. M. Beckerman & Sons, 
Inc., Serial No. 600,806 filed July 18, 1950. Applicant appeals from deci- 
sion of Examiner of Interferences sustaining opposition. Reversed. 
Theodore W. Miller, of Chicago, Illinois for opposer-appellee. 

Proskauer, Rose, Goetz & Mendelsohn, of New York, N. Y. for applicant- 
appellant. 
FEeperico, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to registering its mark. 

The application involved was filed July 18, 1950 and seeks to register 
HAPPY DEBS as a trade mark for children’s and misses’ shoes. Use since 
April 1950 is alleged. 

The opposition is based upon two prior registrations of the opposer. 
One is No. 418,707, registered January 8, 1946, for HOLIDEBS used as a 
trade mark for slippers. The other registration is No. 544,108, registered 
June 19, 1951, on an application filed April 21, 1950, for HONEYDEBS used 
as a trade mark for shoes for women and children. 

The only question involved is whether the mark sought to be registered 
so resembles the registered marks as to be likely, when applied to ap- 
plicant’s goods, to cause confusion or mistake. The examiner held HONEY- 
DEBS to be the mark of the opposer closest to applicant’s mark and con- 
sidered only this mark in comparing the respective marks. The exam- 
iner held HAPPY DEBS and HONEYDEBS confusingly similar in view of the 
identity of the last portions of the two marks and certain similarities, 
namely the same number of syllables and letters and the same initial and 
terminal letters, in the first portions of the marks. 

In holding the marks confusingly similar I do not believe that the 
examiner paid sufficient attention to the nature and meaning of the words 
involved. Both ‘‘happy’’ and ‘‘honey’’ are common words of everyday 
usage with well understood different meanings; these words would not be 
apt to be confused by purchasers of women’s and girls’ shoes. The word 
‘‘deb’’ is a colloquial expression for debutante, and ‘‘debs’’ would refer 
to a class of young ladies. I do not believe that HAPPY DEBS and HONEYDEBS 
would be any more confusingly similar to purchasers of shoes for young 
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ladies than ‘‘Happy Girls’’ and ‘‘Honey Girls’’ would be, or ‘‘ Happy 
Misses’’ and ‘‘ Honey Misses.’’ 
The decision of the examiner is reversed. 


EX PARTE THE RIDGE TOOL COMPANY 
Commissioner of Patents — April 30, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—COLOR MARKS 
Colored area of wrench giving appearance of irregular red line, which is con- 
trolled by configuration of housing of wrench, is not registrable on the Principal 

Register. 

Application for trade-mark registration by The Ridge Tool Company, 
Serial No. 553,400 filed March 30, 1948. Applicant appeals from decision 
of Examiner of Trade-Marks refusing registration. Affirmed. 

J. D. Douglass, of Cleveland, Ohio for applicant. 
FEpERICO, Examiner in Chief. 

This is an appeal from the refusal of the examiner to register an 
alleged trade mark on the Principal Register. 

The goods involved are pipe wrenches, more particularly Stillson 
wrenches, and the application states that ‘‘the trade mark consists of a red 
line of irregular shape, as shown on the drawing,’’ but neither the descrip- 
tion nor the drawing adequately show what applicant is in fact using. 

A stillson wrench consists of three main pieces, a long bar one end of 
which serves as the handle, the edge of the other end forming one of the 
two jaws of the wrench, a shorter L-shaped piece the inner face of the 
shorter leg forming the other jaw and the longer leg being threaded, 
and a housing through which the other two pieces pass and which also 
holds the adjusting nut in place. This housing is an irregularly shaped 
piece which may be described as having flat upper and lower faces 
and an opening through it from one side to the other for the passage 
of the other two parts, the top and bottom sides being closed. The 
drawing of the application shows only one face of this housing with a 
narrow red line around its edge, and it is this red line which applicant 
states to be the mark. On the actual piece the faces of the housing have a 
small shoulder around all of its sides except the upper side and all of the 
housing, including the sides, is colored red except the parallel faces. In 
actual practice the color is applied by dipping the entire housing in red 
paint and grinding the paint from the two faces, the paint in the shoulder 
is left and this gives the appearance of a red line when a face is viewed 
directly. However, there is no red line along the upper edge of the face as 
shown on the drawing; there is no shoulder along the upper edge of the 
faces, the top side here is curved and red is seen when the face is viewed 
as on the drawing only because of the curvature of this side. 

The examiner refused registration on the ground that the alleged mark 
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was ornamental and was controlled solely by the configuration or contour 
of the housing of the wrench. I agree with the examiner that the area 
colored is controlled solely by the configuration of the housing of the 
wrench and it seems to me that under such circumstances the drawing 
should show more adequately the part colored than does the present draw- 
ing, and the application should describe it correctly and more completely 
than does the present application. With this view, and being associated 
with the configuration of the goods as it is, the alleged mark could not be 
registered on the Principal Register but if registrable could only be regis- 
tered on the Supplemental Register. 

The decision of the examiner refusing registration is affirmed without 
prejudice to an application seeking registration on the Supplemental 
Register. 


EX PARTE ALAN WOOD STEEL COMPANY 
Commissioner of Patents — April 30, 1954 


TRADE-MARK AcT ofr 1946—REGISTRABILITY—IN GENERAL 


Where primary purpose of design, of projections of peculiar shape and arrange- 
ments is utilitarian, it must be characterized as functional and for this reason 
considered unregistrable on Supplemental Register. 


Application for trade-mark registration by Alan Wood Steel Company, 
Serial No. 582,934 filed August 3, 1949. Applicant appeals from decision 
of Examiner of Trade-Marks refusing registration. Affirmed. 

William Steell Jackson & Sons, of Philadelphia, Pennsylvania for applicant. 
FEDERICO, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to register 
an alleged mark on the Supplemental Register. 

Although the application is not explicit in the matter, what applicant 
is seeking to register is a so-called ‘‘configuration of goods.’’ Section 23 
of the Trade Mark Act states that for the purpose of registration on the 
Supplemental Register, a mark may consist of a configuration of goods, 
provided the mark is capable of distinguishing the applicant’s goods. 

The product involved is floor plate having a particular design of pro- 
jections on its upper surface. The facsmiles submitted with the application 
are photographs of the upper surface of a section of floor plate about four 
inches square, and the drawing is a line drawing of this surface; in actual 
use the design extends over the entire surface of the plate, whatever its 
size or shape may be. The floor plate involved is steel plate with a raised 
pattern of the type used as flooring in factories, boiler rooms, battleships, 
and other such places where it is necessary to have a floor or walk which 
prevents slipping. The projections on the surface of the plate are tapered 
ridges about 14% inches long and %& inches wide, pointed at the ends and 
having an edge along the center, with a slight flattening at the top; the 
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height is about 14 inch at the highest point. The ridges are arranged in a 
pattern so that each one is perpendicular to the four adjacent to it. A 
unit of the repetitive design is illustrated here. 


wr ae 


Me 


Ca 


RA RA 


The function of the ridges is of course to prevent slipping, and the 
arrangement is intended to provide the necessary friction in different direc- 
tions. The advantages of applicant’s floor plate may be indicated by quota- 
tions from an advertisement in the magazine Modern Industry for July 15, 
1953, which is herewith added to the record. Printed over an illustration of 
the floor plate are a number of inserts with advertising matter; one reads, 
‘*Flawless Floor Safety! Although all floor plates have raised figures, only 
one—A. W. Super-Diamond—has the anti-skid precision pattern you see 
here. Each diamond is placed perpendicularly to its neighbor. This means 
that every footstep is across the grain—every step is secure.’’ Another 
states, ‘‘ Jeweled Surface Service! More than forty diamond traction points 
grip every footstep. Regardless of the angle of approach or the incline of the 
flooring, A. W. Super-Diamond holds footsteps fast, offering maximum skid 
resistance. Every diamond works against a skid.’’ The sloping sides of 
the ridges also have the advantage of ease in cleaning the floor, as another 
statement in the advertisement declares that although the pattern holds 
footsteps, it doesn’t hold dirt. 

Registration has been refused for the reason that the floor plate design 
‘‘serves merely as an utilitarian design feature of the goods which has 
specific safety properties.’’ Applicant states the issue to be: 

‘“Where on the facts of the particular case a mark applied to the face 

of the goods has trade mark significance and serves to distinguish the 

origin of the goods, is it [as] a matter of law barred from registration 
because the surfaces which constitute the trade mark perform a utili- 
tarian purpose, particularly in connection with safety.’’ 
The expression ‘‘a mark applied to the face of the goods’’ is considered 
inapt since the situation presented is not that of a mark separate from the 
goods which is applied to the goods, but that of features which are integral 
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‘ 


and operating parts of the goods. Also the last expression ‘‘ particularly 
in connection with safety’’ is considered irrelevant as the examiner’s ref- 
erence to safety properties is taken as merely referring to the nature of 
function performed. The issue more precisely is—can a configuration of 
goods be registered as a mark on the Supplemental Register when the fea- 
tures of the configuration serve a utilitarian purpose. 

In respect to the contention of the examiner during the prosecution 
of the application that the mark was not capable of distinguishing the 
goods, applicant filed some seventy affidavits of dealers in floor plate to 
show that the design does in fact function as a trade mark. The main 
paragraph of twenty-five of these affidavits is in substantially the same 
language, about twenty-five others also have a substantially identical main 
paragraph, and most of the others follow similar lines. The most that the 
affidavits can be taken for is that the affiants recognize the floor plate 
design and know that Alan Wood produces the floor plate with the par- 
ticular design. It is noted that one affidavit states that the design ‘‘has 
many advantages over patterns of other manufacturers’’ and another ‘‘one 
of the features that are most sought after by the customers is the size and 
spacing of the diamonds both for walking and trucking over.’’ Applicant 
also refers to the practice in the Navy Department of recognizing different 
floor plate designs of different manufacturers. 

The Navy Department specifications introduced by applicant show a 
number of patterns produced by different manufacturers, and such pat- 
terns are also shown in Thomas’ Register, 1948, pages 12130 to 12135. Two 
other manufacturers use the identical arrangement of ridges, but in one 
case the top edge of the ridges are flattened throughout their entire length 
aird in the other case, while both the arrangement and shape of the ridges 
are the same as in applicant’s plate, circular bosses appear in the space 
between each four ridges. 

Applicant admits that a design which is solely and merely utilitarian 
would not be registrable but states that while the presence of some projec- 
tions is utilitarian, the peculiar shape and arrangement of the projections 
are not utilitarian and serve to indicate origin. However, both the shape 
and arrangement of the projections are related to the function which the 
projections are to perform and they are designed so as to be advantageous 
in the performance of this function. Even though other designs may be 
used and there may be some aspects of arbitrariness in the individual 
design, the primary purpose of the design is utilitarian and it must be 
characterized as functional, and for this reason considered unregistrable. 
The fact that the design is recognizable is not sufficient to make it regis- 
trable, for if this were the criterion then every article made by one manu- 
facturer in a form somewhat different from articles of like kind made by 
others would be registrable as an alleged mark. 

The decision of the examiner is affirmed. 
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OF THE UNITED STATES TRADE-MARK ASSOCIATION 


nD a ss Sg Side. 0-6010. 66 9 sin.'0's econ Sue The Coca-Cola Company 
Reh. baud odd neg bCae se cagtteepereese nee Raybestos-Manhattan, Inc. 
Se dici cine keaeh sbccesabeneee deenes avers Edward Gottlieb Associates 
I T4026 pike disap sd 0s 069 4460 65's ab a80 Ajeet ane Young & Rubicam, Inc. 
EE Udi Uh ccissncwtaudveseeh sein cepss ses The Curtis Publishing Co. 
el ND eo iis nakd SEnt 5d ob bo bee are 6 «Wieden tana Esso Standard Oil Co. 
i ai es eee Le peas cased ehens obee Soans, Glaister & Anderson 
a is i Sodas wigs bbe 6 heb ae Greene, Pineles, Callmann & Durr 
EE 0) SUI 5 biases och dccceesaneve Alexander, Maltitz, Derenberg & Daniels 
ey Enos ok he ib enn cdbenedobe 6 cebectenedanes Eastman Kodak Company 
ee et ATES tals tek Lee eek NShas 2 vk be 64 040 000 60d See dea ee sews Marks & Clerk 
TS aie el Sat chic wens deeb deeaeaaeacnaneand Ciba States Limited 
SE ie Is a te ol, Mea sae ah Gale wikis Mag hin em b derauhoaa Hauke & Hardesty 
EE Mi MOOR, Dc opoecedckeecbdevebearcccedesee California Texas Oil Co., Ltd. 
EOL edd aden be eds ENSEs Ceee des vopenbentt Merck & Co., Inc. 
nba Lh as enceh bao geen obadnadkente ss Colgate-Palmolive Co. 
a TA Sb ehedacnes dhe anseweces.es® Langner, Parry, Card & Langner 
aa ks i606 tins Oboe cemene ced debe ncekees Lehn & Fink Products Corp. 
WE Wie NA b ccc eh cGensessocveesoccsoscceas Technicolor Motion Picture Corp. 
John Dashiell Myers 

ey NS de a ain. wis cibuih o ooo wivee’s Munn, Liddy, Nathanson & March 
Se IL, Ca saline Adaish as 6 b's540d Guesesaenbant Singer Manufacturing Company 
SNL BP, PUNE 6 sb cvccccccsevascces International Telephone & Telegraph Corp. 
SP gn cbk aeabawohesseethensceesemels Wm. Wallace White & Scotti 
SS asd os ssid lnk mae eseiee on Alexander, Maltitz, Derenberg & Daniels 
I BL ML, sob poutecddnwe covaden 6oetecbnenegeu Socony-Vacuum Oil Co., Inc. 
EE WEN SUNIL Ss i'v'a'e 4 44d 9G a 0Wd0d6 ome Alexander, Maltitz, Derenberg & Daniels 
ED. ME nnehccae con ncdtesecannecese sesevbseaccessnsecsas Hazeltine, Lake & Co. 
i EN a Letina Nene s bee deucess bhans Cagkeeh'et Hoffmann-La Roche Inc. 
Di Sy, MEd kien dances abachedssstabceasee dace The Procter & Gamble Company 
DE Ee I nS doe ks uss 0640 0beseracasatwad ses Radio Corporation of America 
Leslie D. Taggart, Chairman.............- Watson, Leavenworth, Kelton & Taggart 
BE SOU SEE sed wthenre eds sseceareedes Schroeder, Hofgren, Brady & Wegner 
i) I: va teabadadus ss 6eakebestccess +a Theiss, Olson & Mecklenburger 
EE EE EL, dds nc ckdebabecbnecooereeeebaie Union Carbide & Carbon Corp. 
PORE C,, BOONE R sc cccvccteccsaccessevenccceces Jewett, Mead, Browne & Schuyler 
EN Bee Cs cased an ccbsvedecdod ers soeedceaee ame Davis, Hoxie & Faithfull 
Ee ME 5 on 6.n ob d65 06d 0 ober eeeendeeeeceee snus ions Kane, Dalsimer & Kane 
WT Fe PO oc ccsdeccetestessecee Alexander, Maltitz, Derenberg & Daniels 
DD Mis SG Mibiacctedcetsssdbesecancses Brown, Jackson, Boettcher & Dienner 
i Pn ctcobdwnewhaluves sbedaveseeneons Gravely, Lieder, Woodruff & Dees 
EE ML cain dedaen cdeedagewheod sence énesweer Wilkinson, Huxley, Byron & Hume 
Ut Mk PE Ahicas bbe actepedwecese aude Cooper, Byrne, Dunham, Reith & Dearborn 
IE SEMIN é cco diccevceovcdbcccece cevced Munn, Liddy, Nathanson & March 
PE DEE Mss co ccceseeesdsseetsecdsosoncccvvenecusedbeees McKercher & Link 
Ps RMS Bes do cdee cee ccctecoetecccctcceéoeesces The Coca-Cola Company 
Bis En Ms Koceueccedsthecetoscoucescc canes sacesyucces The Borden Company 
Sis i, Pah agdunseebeaesueccsescccsboudegoncedens United States Steel Co. 
SE PE . cnictdaseedardcbecoosns o0e+ 666 cecccconcccsceeseteebe Mock & Blum 
Bs Pn bah s'0dbbcccncccccesncs 600cseecedesdivetsens Naylor & Lassagne 
BEE Wiis WIEN, 0 cues ccccscsesecscococescceces Woodson, Pattishall & Garner 
DE Ee ES Bnes ncbigagee bid a0n'eeeeeseves pcepeveadhoossereened Koenig & Pope 
IE. UE, MRS o's 0d 08 db6000000s 0 Beer, Richards, Lane, Haller & Buttenwieser 
ED Sh, IS in pocuh Vebd cneboeseddcebeusddecceecosases Johnson and Johnson 
NE SES ik ini op ddse'h henna hee seedawsahenen cas Bates, Teare & McBean 
Stewart L. Whitman.............- Nims, Martin, Halliday, Whitman & Williamson 
Ee dans od an baddvsbensasernsesas eeu Fish, Richardson & Neave 
Percy E. Williamson.............. Nims, Martin, Halliday, Whitman & Williamson 
George S. McMillan, Co-Chairmen.............. ‘eanaadnaiat Bristol-Myers Company 
Duncan C. Taylor, Co-Chairmen...........6..00005 Eberhard Faber Pencil Company 
Mrs. Lenore B. Stoughton, Chairman.........+sscceececeeees Rogers, Hoge & Hills 
SD Co, MOUND: 0456 oe vebscadgeonectesies Automobile Manufacturers Association 
rN il 8s ce cebedsndadbe ied beneses ec Union Bag & Paper C. y store 
SE SEE wadctéicccecdevesendés ibe Mdeededebweccese cedooge The Texas Company 
DOE Tie SIRs n00 6c ccnscescescocisesccoasecccccosecess National Biscuit Company 
Prrecitiim BE, DeROW. coc ccccccccccccscccccccececscccs Standard Brands Incorporated 
PE Se, MNKs ond wabepodacibeshts be dbededecweneesonteceebee Sterling Drug, Inc. 
Pt a. cn ahineasbndaen be conn gh tetneteee ice cudedsaens Philco Corporation 
ATE MENG Sn Gcktscncecns die nedewebesdovesekdneseeese< Koppers Company, Inc. 
ie... clea ashen ban devas é ewbeesen Wilkinson, Huxley, Byron & Hume 
DEED oe. cJidcubiaenaswin alndn 46 9n6s Vabdganbhned oes Sherwin-Williams Co. 
CSOED TIGNNOE . oo cccccccccsegeccavevevccesccsces The Procter & Gamble Company 
i DBs on po bevdsdhbdren cbcedbwedbes ¢ Munn, Liddy, Nathanson & March 
PN Fi) PN on kc sccbibn 09.4.0 0 Cbs 006 ve dinnee oe Munn, Liddy, Nathanson & March 
, MEE, 4 oc un Gece bebeebbecvecsocnesosesgoenice Bristol-Myers Company 
EE A ss ounan bb bend eee babessceames 6000 California Packing Corporation 
JOSH SHAR. occ cccccccicccvcccccccsvevscccccccccccouce Wise, Corlett & Canfield 
i i nn. PE 6s bepbe en coctasespee sees stetcesone American Oil Company 
IE A in nkanstccdtnecd ond diahberdseteeccessceohes Lorentz & Stamler 


I a, oe ee ee se dheaehb beeen eds Thomson & Thomson 
CS, DU cc dns chtd page deghe cnesebecersocedbeteeces cccesae Shell Oil Company 








